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In the Court of Appeals of the District of Columbia. 


No. 2490. 

Edward B. Moore, Commissioner of Patents, Appellant 

vs ** } 

r-v.TED States of America ex Bel. Colburn Machine Glass 

Company. 


“ Supreme Court of the District of Columbia. 

At Law. No. 52480. 

I'nited States of America ex Rel Colburn Machine Glass 

Company, Relator, 

VS 

Edward B. Moore, Commissioner of Patents, Respondent. 

United States of America, 

District of Columbia, ss: 

Be it remembered, that in the Supreme Court of the District 
Columbia, at the City of Washington, in said District at the rim! 

inos'hall** '"fu tl0 !' ed ’ the . f P j 0wi ng Papers were filed’and proceed- 
mgs had, in the above-entitled cause, to wit: P 0066(1 


1 Filed March 23, 1910. 

• % 

In the Supreme Court, District of Columbia. 

At Law. No. 52480. 

United States of America ex Rel. Colburn Machine Glass 

Company, Relator, 

VS 

Edward B. Moore, Commissioner of Patents, Respondent. 

Petition for Mandamus. 

,. • ^ if? 16 a | xlve name< I relator respectfully shows to the court that 
* “ a Jel ?«y corporation doing business at Franklin, in the 
btate of Pennsylvania; that the respondent, Edward B. Moore is the 
■■M||sioner of Patents, duly qualified and acting as such and that 
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said respondent was such Commissioner and acting as such at the 
time of the occurrences between the parties hereinafter set forth. 

(2) Your relator further shows: 

That Irving \Y. Colburn and Edgar Washburn filed in the United 
States Patent Office their joint application for a patent for a “Process 
and Apparatus for Continuous Production of Sheet Glass”, on De¬ 
cember 28th, 1904, and which application was given in the Patent 
Office the Serial No. 238,592; and that said application was duly as¬ 
signed to your relator, as by the original assignments or duly certi¬ 
fied copies thereof in court to be produced will more fully and at 
large appear. 

(3) That on August 23d, 1905, Halbert K. Hitchcock filed in the 
United States Patent Office an application Serial No. 275,462, for 
“Improvement in the Manufacture of Glass Plates or Sheets *. 

(4) That on May 8th, 1906, the Commissioner of Patents de¬ 
clared an interference, No. 26,006, between the said applica- 

2 tion of Colburn & Washburn No. 238,592 and the said appli¬ 
cation of Hitchcock No. 275,462, the issue of said interference 
being stated in six counts. The notice of the declaration of said in¬ 
terference No. 26,006 is hereto attached and marked Exhibit No. 1. 

(5) That on Motion duly made by Colburn & Washburn, a decis¬ 
ion was rendered July 19th, 1906, by the Primary' Examiner, dis¬ 
solving said interference No. 26,006 as to counts 1, 2, 4, 5 and 6, 
leaving original count 3 as the sole count of the issue of said inter¬ 
ference. Limit of appeal from this decision was fixed to expire July 
31st, 1906, and no appeal was taken. The decision of the Primary 
Examiner dissolving said interference as to counts 1, 2, 4, 5 and 6 
is hereto attached and marked Exhibit No. 2. 

(6) That on October 6th, 1906, the Primary Examiner on his 
own motion dissolved said interference No. 26,006, and commu¬ 
nicated this action to the parties in the following words:— 

“This interference is dissolved for the purpose of substituting for 
the application of Hitchcock a reissue application of that applicant, 
in a second interference with a greater number of issues. The limit 
of appeal is set for Oct. 16, 1906. ’ 

No appeal was taken from this action, and the said interference 

No. 26,006 was finally dissolved. 

The notice of dissolution of said interference No. 26,006 is hereto 


attached and marked “Exhibit No. 3”. 

(7) That on June 18th, 1906. Halbert K. Hitchcock filed in the 
United States Patent Office an application, Serial No. 322,121, foi 
the Reissue of Letters-Patent No. 805,064, dated Novemlier 21st, 
1905, for “Improvement in the Manufacture of Sheet Glass”. 

(8) That on December 11th, 1906, the Commissioner of Pat¬ 
ent® declared an interference No. 26.866 between the said ap- 

3 plication of Colburn & Washburn No. 238,592, and the said 
reissue application of Hitchcock, No. 322,121, stating the 
issue of said interference in three counts. The notice of the declara¬ 
tion of said interference No. 26,866 is hereto attached, and marked 

“Exhibit No. 4”. 

(9) On motion duly made by Colburn & Washburn, a decision 


UNITED STATES OE AMERICA EX REL. ETC. 8 

was rendered March 29th 1907, by the Primary Examiner, dissolv- 

g Sa i d .J nter f erenCe No> 26 > 866 > 85 «« wunt 1 of the issue, on the 
ground that there was no interference in fact defined in said count 

because the parties were not claiming the same patentable invention. 

ference olT P . nmary E *aminer thus dissolving said inter- 

Exhdbit No 5 866 88 *° count 1 19 heret0 attached and marked 

( 10 ) Thereupon Hitchcock moved to reform count 1 of the issue 
and on Apnl 29th, 1907, the Primary Examiner rendered a dS 

and nmrktd ExhibHNo 6 ’ “ heret ° annexed 

interference No TfiM? ’* Tft® 10 T f orm count 1 of the* issue in 
forT,!i r ■■ i?’?. 66 ’ a . nd thl , s appeal was dismissed by said Board, 

which! hi^ ,nSdl< tl0n j m J a d< *? sion dated Ju ™ 19th, 1907, anti 
« hichw hereto annexed and marked Exhibit No. 7 . 

(14) That on September 16th, 1907, the Primary Examiner 
^a\e nottce to the parties that, there would be an inter partes hear¬ 
ing, on a day named, to determine the operativeness of Hitchcock’s 
devjce involved in interference No. 26,866, which notice S Ceto 
attached and marked Exhibit No. 8 . 

( 1 S> pIfpnt o r ? ik;h T k . t, u re '^ 11 Petitioned the Commissioner of 
4 tinTf / instruct the Primary Examiner to hear the ques- 
4 ti°n as to the operativeness of Hitchcock’s device (noted in 

on JW “I ex P arte ra ther than inter partes, and 

cision that thA2 9 ^ 7 ’ the Aa^stant Commissioner rendered a de¬ 
cision that he hearing on this question should be inter partes which 

AT tAT annexed a " d -‘larked Exhibit No 9 P ’ 

tlte directions nf hearing had in accordance with 

No 9 thl Prim ‘ Assistant Commissioner as set forth in Exhibit 
JNo. a, the 1 rimarv Examiner on October 25th, 1907 rendered a 
decision holding in effect that Hitchcock had no right’to make the 

26 866 T StltlUln ? 't' e ( j unts of ‘he issue of said fnterference No 
26 866 . because of the admitted inoperativeness of his device and 

dissolving the interference for that reason, which decision is hereto 
annexed and marked Exhibit No. 10. on ls neret0 

terfereliclNl ‘ 26 h 866 d Th Si °P . (Exhi ^ No : 10 ) dissolving said in- 
e leience r^lo. ib, 866 , the Primary Examiner, in accordance with 

the established practice of the Patent Office, set a limit of S from 

his Mid decision to expire November 4 th, 1907, and no appeal was 

-ALA T hat by virtue , of ^d decision of the Primary Examiner 
e 7 1 ‘ 0 Paragraph 14 hereof and the failure of Hitchcock to 
appeal therefrom, it was finally decided in effect that OnlKnrn t 

n'tohcochwasnot the prior ffiventor^ereof. N °’ 26 ’ 866 ’ and that 
(1/) That by virtue of the decision of the Primary Examiner 
ra‘/° rth paragraph 6 hereof (Exhibit 3), and the failure of 
^.tchcock to appeal therefrom, it was finally decided in effect that 
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the question of priority of invention as between the parties 
5 Colburn Washburn and the party Hitchcock with relation 
to the sole count of interference No. 26,006 was to be deter¬ 
mined bv the result or final decision in said interference No. 26,866. 

(18) That both of said interferences, to wit, interference No. 
26,006 and interference No. 26,866, having been finally dissolved 
as^ aforesaid, and it having been finally determined that Colburn & 
Washburn were the prior inventors, as set forth in paragraph 16 
hereof, Colburn <fe Washburn demanded that their said application 
Serial No. 288,592, theretofore involved in stud interferences Nos. 
26,006 and 26.866, be passed for issue, which demand was complied 
with, and the Commissioner of Patents accordingly issued to your 
relator, as assignee of the said Colburn <fe Washburn. Letters-Patent 
No. 876,267, dated January 7th, 1908, containing, among others, 
the identical claims constituting the several coymts of the issues of 
said interferences. A certified copy of said patent No. 876,267 is 
hereto annexed and marked Exhibit No. 11. 

(19) That subsequent to the decision of the Primary Examiner 

(Exhibit No. 10) finally dissolving said interference No. 26,866 on 
the ground that Hitchcock was not entitled to the claims constituting 
the issue of said interference, and which was in effect a final decision 
on priority in favor of Colburn & Washburn, as set forth in para¬ 
graph 16 hereof; and after the limit of appeal from said decision 
had expired without any appeal; and after the said interference No. 
26.866 had been finally dissolved; and after the Commissioner of 
Patents had issued said Letters-Patent No. 876,267 to vour relator 
as the assignee of the said Colburn & Washburn, Hitchcock con¬ 
tinued to prosecute his said reissue application, ex parte, and soured 
from the Primary Examiner, as the representative of the Commis¬ 
sioner of Patents, a ruling that he, Hitchcock, had overcome the 

inoperativeness of his (Hitchcock’s) structure as to the feature on 
which the decision (Exhibit No. 10) was based, and thereupon the 

Commissioner of Patents, under date of March 18th, 1909. 
o again declared an interference between Hitchcock’s said re- 
~ issue application Serial No. 822.121 and the “application” of 
Colburn * Washburn Serial No. 238.592. which had materialized 
into said patent No 876.267 on January 7th. 1908. and in the offi¬ 
cial action thus declaring this second interference the issue is stated 
m two counts identical in every respect with the counts of the issue 
°f said interference No. 26,866 when the same was dissolved. The 
official action declaring said second interference is hereto annexed 
and marked Exhibit No. 12. 

(20) That on the same date, viz., March 18th. 1909, the Com- 

ICC! nnnr onrcnn J * i . e -i. , . 


V . * ***V i Iiuenerence !No. 2t5,UU6 as 

such issue stood when said interference was dissolved bv the official 

action of October 6, 1906. The official action declaring this second 
interference is hereto annexed and marked Exhibit No. 13. 

(_1) That in the official actions (Exhibits Nos. 12 and 1 
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daring these two new interferences between the same parties with 
identically the same issues as in the previous interferences Nos. 
2b,008 and 26,866, it is stated that the said prior interferences are 

redeclared and in the subsequent proceedings hereinafter referred 
to, said two new interferences were given, respectively, the same 
numbers as the corresponding prior interferences, viz."No. 26,006 
and No. 26,866. 

(22) That Colburn & Washburn moved the Commissioner of 
Patents (Exhibit No. 13a) that said second or “redeclared” inter¬ 
ference No. 26,866 be dissolved on the ground (among others) that 
the subject-matter involved in the issue was res ad judicata as be¬ 
tween the parties by reason of the action of the Primary 
7 Examiner (Exhibit No. 10) in dissolving the prior inter¬ 
ference because of the inoperativeness of Hitchcock’s device 
and Hitchcocks acquiescence in *said decision, which motion was 
duly argued by the respective parties before the 'Primary Examiner 
and by him granted, on the ground that the issue was res adjudicata, 
in a decision dated August 24th, 1909, and which is hereto annexed 
and marked Exhibit No. 14. 

That Hitchcock appealed to the Board of Examiners-iu- 
Chief from the decision (Exhibit No. 14) of the Primary Examiner 
mentioned in the last preceding paragraph, and on December 11th, 
1909 the said Board affirmed the action of the Primary Examiner 
dissolving said interference as set forth in Exhibit No. 14. The 
decision of the Board is hereto annexed and marked Exhibit No. 15. 

(24) That Hitchcock appealed to the Commissioner of Patents 
from the decision of the Board (Exhibit No. 15) affirming the action 
of the Primary Examiner in dissolving said “redeclared” interfer¬ 
ence No. 26,866 on the ground (among others) that the subject- 
matter was res adjudicata, and on February 12th, 1910, the Acting 
Commissioner of Patents rendered a decision reversing the decision 
of the Board (Exhibit No. 15) thus in effect denying Colburn 

\\ ashburn s motion to dissolve said second or “redeclared” interfer¬ 
ence No. 26,866, on the ground of res adjudicata, from which de¬ 
cision, under the practice in the Patent Office and the Court of Ap¬ 
peals of the District of Columbia, Colburn & Washburn have no 
appeal. 

The decision of the Acting Commissioner is hereto annexed and 
marked Exhibit No. 16. 

(25) That on February 17th, 1910, the Commissioner of Pat¬ 
ents, Edward B. Moore, respondent herein, issued a formal notice 
to Colburn & Washburn and to Hitchcock, the parties to said second 

or “redeclared” interference No. 26,866, fixing times for 
taking testimony and for final hearing in said interference, 
which notice is hereto annexed and marked Exhibit No. 17.’ 

(26) That after the redeclaration of interference No. 26,006, 
Colburn & Washburn in due time and under the practice prevailing 
in the Patent Office moved the Commissioner of Patents to dissolve 
said second or “redeclared” interference No. 26,006, on the ground 
that the issue between the parties was res adjudicata, and after hear- 
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ing arguments by the parties, the Primary Examiner, on August 
24th, 1909, rendered a decision denying said motion and refusing 
to dissolve said second or “redeclared” interference No. 26,006. 
The said decision of the Primary Examiner is hereto annexed and 
marked Exhibit No. 18. 

(27) That from the said decision (Exhibit No. 18) of the Pri¬ 
mary Examiner mentioned in the last preceding paragraph, Colburn 
<fe Washburn have no appeal under the practice in the Patent Office 
and the Court of Appeals of the District of Columbia. 

(28) That on November 3d, 1909, the Commissioner of Patents, 
Edward B. Moore, respondent herein, issued a formal notice to 
Hitchcock and to Colburn & Washburn, the parties to said second or 
“redeclared” interference No. 26,006, fixing times for taking testi¬ 
mony and for final hearing in said interference, which notice is 
hereto annexed and marked Exhibit No. 19. 

(29) All of which will more fully and at length appear and be 
shown from the record exhibits which accompany this petition, 
to wit: 

Exhibit No. 1—Notice of Declaration of Interference Hitchcock 
v. Colburn & Washburn, No. 26,006. 

9 Exhibit No. 2—Decision of the Primary Examiner of July 
19th. 1906, dissolving interference No. 26.006 as to counts 

1, 2, 4, 5 and 6. 

Exhibit No. 3—Decision of the Primary Examiner of October 6, 

1906, dissolving interference No. 26,006 as to the sole remaining 
count for the purpose of substituting Hitchcock’s reissue application 
in a second interference (No. 26,866). 

Exhibit No. 4—Notice of Declaration of Interference Colburn & 
Washburn v. Hitchcock, No. 26,866. 

Exhibit No. 5—Decision of the Primary Examiner of March 29, 

1907, dissolving interference No. 26,866 as to count 1. 

Exhibit No. 6—Decision of the Primary Examiner of April 29. 
1907. denying Hitchcock’s motion to refonn count 1 of the issue 
of interference No. 26,866. 

Exhibit No. 7.—Decision of the Board of Examiners-in-Chief 
dismissing Hitchcock’s appeal from the Primary Examiner’s de¬ 
cision set forth in Exhibit No. 6. 

Ex _ hibit No. 8.—Notice of the Primary Examiner of September 
16, 1907, of an inter partes hearing &« to operativeness of Hitch¬ 
cock’s device. 

Exhibit No. 9.—Decision of the Assistant Commissioner of Pat¬ 
ents of October 3, 1907, denying Hitchcock’s petition that the hear¬ 
ing mentioned in Exhibit No. 8 be ex parte, and directing that 
said hearing be inter partes. 

10 Exhibit No. 10.—Decision of the Primary Examiner of 
October 25, 1907, dissolving interference No. 26,866 because 

of the inoperativeness of Hitchcock’s device. 

Exhibit No. 11.—Certified copy of Letters-Patent No. 876,267, 
granted Relator as assignee of Colburn & Washburn on their appli¬ 
cation Serial No. 238,592, which had been involved in interferences 
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Nos. 26,006 and 26,866, and which were issued after the final dis¬ 
solution of said interferences. 

« ^°* Notice of Redeclaration of Interference Colbuni 

& \\ ashbum v. Hitchcock, No. 26,866. 

Exhibit No. 13.—Notice of Redeclaration of Interference Hitch¬ 
cock v. Colburn & Washburn No. 26,006. 

Exhibit No 13a.—Colburn & Washburn’s motion to dissolve re- 
declared interference No. 26,866. 

,JS? hibi ‘? a Decision of Primary Examiner of August 24, 
1909 granting Colburn & Washburn’s motion to dissolve Redeclared 
Interference No 26,866 on the ground (among others) that the 
issue is res adjudicata. 

Exhibit No. 15.—Decision of Board of Examiners-in-Chief affirm- 
mg Primary Examiner’s decision (Exhibit No. 14) dissolving R*. 
dec ared Interference No. 26,866 on the ground (among others) 
that the issue is res adjudicata. 

Exhibit No. 16.—Decision of Acting Commissioner of Patents re- 
versing decision of Board (Exhibit No. 15), and thus re- 
11 fusing Colburn & Washburn’s motion to dissolve on the 
ground of res adjudicata. 

Exhibit No. 17.—Notice fixing times for taking testimonv and 
for final hearing in Redeclared Interference No. 26,866. 

. No * 18.—Decision of Primary Examiner of August 24, 
lyoy refusing to dissolve Redeclared Interference No. 26 006 on 

& Washburn on the ground of res adjudicata. 

Exhibit No. 19.—Notice fixing times for taking testimony and 
for final hearing in Redeclared Interference No. 26,006. " 

(30) That the only remedy under the law which the said Hitch- 
h^d» in relation to the decision of the Primary Examiner of 

October 6th, 1906, dissolving interference No. 26,006, and the de¬ 
cision of the Primary Examiner of October 25th, 1907, dissolving 
interference No. 26,866, was by appeal from the said decisions of 
the Primary Examiner pursuant to the provisions of section 4909 
of the Revised Statutes; and that the said Hitchcock having taken 
no appeal from either of said decisions, the same became final and 
the issues involved therein are res adjudicata between the parties* 
and that bv the refusal of the said Edward B. Moore, Commissioner 
of Patents, to dissolve, vacate or set aside the said redeclared inter¬ 
ferences, your petitioner was and is deprived of a legal right vested 
in him by the lav’s of the United States, relating to the granting 
of Letters-Patent for inventions, and is entirely without adequate 
redress or remedy, unless this Honorable Court, by writ of man¬ 
damus, shall interpose in its behalf. 

(31) That the action of the said Edward B. Moore, Commis¬ 
sioner of Patents, in the premises is a matter of public con¬ 
cern. 

12 Wherefore your petitioner prays that a writ of mandamus 

be issued by this Honorable Court to the said Edward B. 
Moore, Commissioner of Patents, commanding him to dissolve, 
vacate and set aside said redeclared interferences; and that all fur- 
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ther proceedings in these matters in the United States Patent Office 
be sta\ ed pending the final determination of this cause. 

(Sgd.) COLBURN MACHINE GLASS CO., 

By I. W. COLBURN, President. 

(Sgd.) S. T. CAMERON, 

REEVE LEWIS, 

W. B. KERKAM, 

Attorneys and Counsel. 

State of Pennsylvania, 

County of Venango, ss: 

I. W. Colburn, )>eing duly sworn, deposes and says, that he has 
read the foregoing petition by him signed as the President of the 
Colburn Machine Glass Co., and knows the contents thereof; that the 
statements therein contained are true of his own knowledge, except 
as to those matters therein stated to be on information and l>elief. 
and as to such matters he verily believes them to be true. 

( s gd ) I. W. COLBURN. 

Subscribed and sworn to before me this 18th day of March, 1910. 
[seal.] \ (Sgd.) WM. B. GRIFFEN, 

'K sits i pii Du A/i/i J /hp - n 


Notary Public, Venango Co., Penm. 
My Commission Expires Jan’y 21st, 1911. 



. 

__ 
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*i*mr 4 ni from Onr, J^ 


Apr. 3D* 1906. 



*~* W * XZB1BIT VO. I.Ap^AT*. 

[utTursaurcjc.] 


Department of the Interior. 



Wttd/utyUosi. (£, _,_ t m 


J0O. 


Epom Jfd.^ 808 . 

mmmmrniemitmu eh void t* afidnmtii t» 

OnmWim> if P.t.*te, 

0. C.” 


H lbTa t IX t ant 

oA lUxro,Cameron # Lewia & Uaseie, 

Washington, D.C. 

/> ^ aw fi^-below a copy of a communication from the Examiner concerning your 

application Sor.Ho. *38,592, filed Doo. 88, 1904, fop rttOCSSS * APPAB 
AW08 PQR THB CONTINUOUS PRODUCTION 0? SKK3T CTLA33, 

Very respectfully. . , , . ^ 

/I * <>OQ 

&< j. 

Commissioner of Patents 

r^ur case, above referral to, is adjudged to interfere with others, hereafter specified, 
th^-question of priority will be determined in conformity with the Rules. 

The statement demanded by Rule 110 must be scaled up and filed on or befogs the 

. ^ 1906 , 190 . With the subject of the inviSUsn, 

name of party filing u, indorsed on the cnsrlope. The subject-mutter involved in .the 
interference is 

oppnratuo for the manufacture of sheets of class 
the oomhlhation of a basin or repoptaols provided with a “ 

opowingi a httAtsd chamber, a drawlni^ rw> i 

J heo 1 ted cha "*r «• th4 e i2: iS e tS , 

tmVr.ti°? °* ? P *?i n «l an4 tor P»Cul»tin6 thO 

heated ihjnb«r. tto cUa " An U * n0T8nent from the slot to the 

i*. * n w ? n JJ? para i U8 for the nsnufssture of sheets of glass. 

0f f ba8ln or receptacle provided with a dii- 
JflJC° r °^ onin fi| a heated chamber separated from tHe^* 
f^JSSinS* *i°i °f op ? n W to permit thd cooling of the glass. 

Lchanlfm looated in the heated cha mber to pull the 
P 1 ";* «- *8 dUeharc .Tot or 

ZL cl — to “• 

Jv^.JliIi* a !L ai ? aratU8 for .the manufacture of sheets cf glams.' * 
!?r.^ a 22 e f» raa ^* ^cripping and moving a sheet of * 
glass arranged in said chamber and means for operating the 
gripping nocnonism arranged outside of said chamber. ' 

1X11 apmrat ^ t or naXln ^ »>JS>i-cl««s by a continuous 

inmtoiniPC ®olten glaJs, a chamber 
throw-h the continuous-wheat of glass is passed as drawn 

-ssne continuously advancing the’sheet t^etL-^h! a SaU^ # 
tom^for moving said bait trom said receptacle through^ 
at the comencement'of th« operation. r - 

















0#lb«rn * Hmhburn. * 
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a-. 


«^oh the continuous ihnt of •*•••» * ohanber thro 

M 2S&? v,e ' -•< *« 



a. at.rr.ren,, 1 ht.1t.. your .pplloation ahor. ld«un.d 

T" ^ , ‘* mrf * 0tar * ° f «— »«.. or *>..«, 

filed by Halbert JC, Rltohoook of Tarantnm *» 

la Tjo rw • e w P.<>. "*• ° f Tarantu *. **•. *>oae attorney 

in s. Wolcott, 30 * 950, Pit tabu*, Pa., and oho- aeol C nee 
1» Charlea V Broun of Plttabtr^, Pa. 

a. relation .r th. count. ,r th. infra™.. to a. dam. 
or th. raepaotlT. parti., l. ao follow... 


Counts 
1 
2 

3 

4 
6 
6 


Hitchcock 

1 

2 

3 

7 

* 

8 

a 

9 


Colburn & T7aahburn 

51 

52 

53 
37 
39 
43 


Hxamlfter Olr. 15. 


If 


KHXBX9 10. 2. 


2-253 


... Room 3o. 308. 

All 00 “5*»*cation8 should bo addressed to 
Die Commissioner of Patents" 
Washington, B.C." * 


BEPABTMJOIT OF THS III TER I Oh, 

Ohlted States Patent Office, 

Washington, D.C., July 19, 1906 


Re Interference 

Hltohoooh 


# 

Before the Primary Examiner, 


Colburn Sc Washburn 


' BIt Is Ion 16 

Intf. Io. 26,006. 

Manufacture of Slaas Plates or Shoots 


Uoaeo find bolow « oommunloation from the Bxaminer In 
orargo of Dlnslon 16 In regard to the aboTe-oited ease. 

▼ery respeotfully, 

F. I. ALLEN, 

Commissioner of Patents. 


This oaee has b.an transmitted to the primary enanlner for 
consideration of motion by Colburn 4 Washburn for aisaolntlon 
aa to oonnta 1, 2 , 4 , 6 and 6. 

The grounds of the motion aa to oonats 1 and 2 are set forth 
in paper no. 13. fll.d June 29 , 1906, andin bri.f amount to a 
contention that the., oounta do not mean the .... thing rten read 
*" the different structures. this eontention seems to be well 
founded. These issues originated ulth Hitohoook. - a. discharge 
alot in his devloe is . part of the drying mechanism. Colburn . 

4 Washburn’s dense la proTided nth an opening or slot In the 
oonr It is true, but this is . ,. r . hole and nothing more. 

The grounds of the notion as to eounts 4, 6 and 6 are set 
forth in paper no. 10. filed June 21. 1906. and amount to oon- 
*«tl«n ttat Hitohoook cannot make these counts. This «*,<> seems 


BEST COPY AVAILABLE 


Hitchcock vow Colburn & %shburn. 
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to ho won founded. mtohcook does not oi-.ow a oh.-t.bcr thro* 
"hich n continuous nheet «- ,**„ ia ** not ^ ^ 

in the sense r,eont by mhWn * Woburn, «ith v*or, tl.ooe oount. 

Qriglnatcd, ’for m oviru» the bait mvi 

* w\e oait, and doeo r.et tAxctt c rlp bare 

c -C'SSittg the cheat nc*’Unct the oarrifir (count 6). 

w* notion is accordingly granted and the Interference 1 . 
dUeo?.vod ae to count j 1, 2 , .n and 0, 

Appeal ie United to expire July 31, 1900, 


Examiner Div.XV. 
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Hitchcock 
Colburn & tfaahburn 


*** /Wswwy Examiner. 
Din's ion 


/ Intf.TTo. 26,006. 

F • 

■nanafaeture of Mass Plates or ah#ot . 
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Thl. Interference 1, dlseolred for the purpose of oubaUtuUr 
for the application of Hitchcock a role*.. application of that 
applicant, l„ a second interference .1th a creator mchor'of i 8i ue 
The limit of appeal la set for Oct. 16, 1906. 


^-xtriiner Diy. 15 


i 







datf U* *06. 


Department of the Interior, 

CDJ 


wo. *. 1 4 

Paper Re. 
flNTBKrtKKKOB.] 


Y/aY.J ' jfe/Y/'T, / 


Wtu/MUjtf&n, &f. ...y#? 


Colburn ft Ihskburn, 

II«ttira,CAncron,Lcvrls ft ’asaio, 

Vkehin^ton, D«C« 

Please find below a copy of a own muni cation from the Examiner concerning your 


application Ho* 236,902, filed Dee* 26, 1904, for PROCESS ft APPARA 


7US POR THE COHTIEVOU6 PRQDUCTIOM 0» SHEET GLASS. 

Very Moped fully. 


Room No. . 30C • 


AM mmim m n ic n U onM okumiU 4 * •ddrrmnl «• 

“TV# Cemmteaiofter ef I 

0. C." 


26365 


Commiuimur of Potato. 


an 


Tour cnee, above referred- to, is adjudged to interfere with others, hereafter specified, 
and the question of priority will be determined in conformity with the Rules. 

The statement demanded by Rule 110 must be sealed up and filed on or before the 

.. ... ... ..day „/ AN 1307 .' . /O0~. with the subject of the invention, 

and name of party filing it. indorsed on the envelope- The sulJect-nuUter involved in the 
interference- is 




v 






1* In an apparatus for the manufacture of Sheets of glass, 
s heated chawoer, gripping^ meohsnien having the portions en¬ 
gaging the glass Movable Stung in said chamber, and means for 
shifting the gripping mechanism arranged outside of said qgem- 
ber. 

is In an apparatus for making sheet glass by a continuous 
operation* a receptacle containing molten glads,'a chamber * 
through which the class as drown is passed continuously,grip 
bars engaging the sheet at intervale and an ohdices c&rrior 
for moving the grip bars continuously through the chamber. 

2* In an apparatus for making sheet glass by a continuous 
operation, a receptacle for molten glass, aoj^s for continu¬ 
ously drawing a sheet of glass of uniform width from said rec¬ 
eptacle,* said means ineluding endless belts or chains, a ser¬ 
ies of transverse bars, movable by said ohaine end means tot 
clamping the sheet against said bars whereby the pull or draw 
on the sheet is continuous or uninterrupted* 

The interference Involves your application above identified, 
and an application for the Manufacture of Sheet-Olass, filed, by 
.albort . Hitchcock, of Uferentm, Pa., whose principal attorney 
la Christy ft Christy ef P. 0. Pox 960, Pittsburg, Pa., and whose 



Colb-m Ci \7asiaijum- 
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associate attorney, i, Banrtn S. W„tt, m aCfirose, and *hos. 
aaoicned io Cut a. W. Brown, Pittobur c , p a . • 

r#uu#n of te ° «<"»*• of interference to the clalne 
of the reepectlre part ion io as follows:* 

« » 

Couate Colbia^ Vaehb-.rn iatohceok 








*—>uut. 


BCH IB IT 10 


... *6 


R«»No30d 


“Tl* Cimmimi+Hir % r '* 

""***+ o. c,< 'Department 


of the Interior. 



In He Interference 


Colburn and j'aahbum 


Hitchcock 


WtuthiuitfoU' / K (• UMrch 29 


lOO 7* 


Before the Primary Examiner. 


Division 15 


Manufacture of Shoot Glass. 


'W /•'..< /w ,, bi ^, n l6 ,, 

’ttfartl to the above-cited eu +e . 


1 s*-*t rfyf.rt/jut/f. 


vi?tX 


uinuruonrn 


75118 U * ' 30tl0n ror ai »—---ion brourftt by Colburn and 
Washburns* 

Mr. S. T. Carioron for Colburn and Whofcburn, 

Mr. D. s. Wolcott for Hitcbcook. . 

* 

The first around of this notion relate, only to count 
on, is to the effect that *U» both parties can nok. the Issue, 
its nooning 1 . different In the too cases. It *. contend* that the 
words “means for shifty os used by Hitchcock neon hlo stop, as 

against which the project** part, of finer. 18 strike an. ate there 
by turned in aaolnst the shoot of hot alass. 

Ih ‘ C::i>r03al0n * * cn •**** to the Colburn and Washburn eao 
it is costended, neon, the rod 09. a* hand,lover 70, and connecting 

part, ior suinglnc up out of the any the upper set of axle, ahd the' 

' —c-lod by then Hereby the noehine 1. tenp.rorlly thrown out 

'*orc 1. no definition of any part of the send -shift. 


CalbUtn AT*-h burn rw f Hitahoeck. 



to titter mm» Originally Hitchcock had a elato (84) rutfut ilka 
tMa issue to which tha wort -operating* na used inataad af shifting* 
Fr**bly ■operathig*U;a# applicable to hit stmotura aa •shifting*. 
ft* ward •eperating* in thia oohneotlaa he}§s to iafina tha ward 
•whitting*. Tha parts, whioh in Colburn and Washburn's correspond 
■oat aaarly to fhnotlsa and atmatwra to Hlteheook's •shifting■ mans, 
ara tha naaaa whioh carry tha to grips da into angagosont with tha 
glaaa wheat. Ihia aaana la nat f however, -outside of* tha heated 
ohaabar. It aaana, therefore, that tte mquBdteuhlttlng moans 
•tttfida tha heated ahaabsr in Bitdhooak does net find ita counter* 
part, to either amotion or ■ true turn, in that part of Colburn and 
Washburn's derioe distinguished by tha a me expression* 

The sen end ground for dissolution la that of no right on 
the part of Hitchooak to wake the counts apply*- to to \ the 
count** Counsel for Colburn and Washburn contends that it is ndt 
proper to state that Hltahoook's stops 28 shift the gripping neohan- 
im * t0 C0UB * x » -thto ground does not seen to ba well taken* The 
stops 28 engage with tha fingers 18 and oause these fingers to turn 
en their eentdre and grip or hold the hot glass* There is in Hitch- 
oeok's descriptien no exact definition of the expression -gripping 
aaahanion*, but he defines hie grip aa a bar 17, provided with grip¬ 
ping fingers, 18, to olanp the edges of tha glass against tha bar* 

Theso fineora 18 lit outside the glass, being drawn,until tbs steps 
28 are reashed in their sours# of travel when they turn and grip 
the sheet. The stops 28 thus boo owe the shifting neons* The con¬ 
tention that they shift only a part of the gripping noons and that, 
thersfsrs, the expression ■taeans for shifting ....outside* is inap¬ 
plicable to Hltoheook'Sfr is toe restrictive to be a fair interpreta¬ 
tion of the meaning of the expression. The content ion "that the stops 
zs oannot be wntitledneano for chitting because they are etationary•, 

Is cot found warranted* 

Tte grounds far tha notion as to count II are thus sunsar- 
issd in the brief 1 


Oslburn A Washburn . 

n. Eltebeook. 
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Mk, ’ “ 11 ther.for. that Hltohioek baa no right to 

■•ko th» claim constituting omnt 2, because • 

w ^«?i:ssrt^ r t2 r ogs^.^.f i »* 

lb> ^rx^St^x^f the * i ~ - 

•annool for Colborn end Washburn oontonda tint tbs Hitohoook 
carrier - 1. the chain. 6, 8, neroljr omrsy, the crip bar. Into 
tb. cbanbor and tbor. relsa... then, that thl. 1. not a notion thrsugh 
the chanbor and 1. not continuously effected by tbs chain. 6, 8 (tb. 
endless sorrier).Hitchcock. It 1 . contends*, dc. not «... M . c la„ 
thr<meh tb. ohanber a. drawn becaus. ha out. it Into S.ctIon. before 
It hp. passed thresh tbs chart,., ar* cony ay. forward thoo. sodtion.. 
Ih. «h««ts In Hitchcock pass directly into tha annealing cyan or. an- 
noallnc chart,.,. That is, according to hi. (Hitchcock*.) ctentlon 
tb. drawing chanbor and the anneal^ chart,., n , rgM tat0 #IW# 

While In Colburn sad Washburn they are distinct. The latter contend, 
that Hltchoo ok '-as no dlstlnot drawlnc ohanber, but nerely draw. hi. 
•law Into on. end of his annealing chamber. Thl., it l. Hitchcock's 
contention, l. a difference In nan. nerely. Hitchcock alec contend, 
that the expression -a. drawn* 1. as applloabl. to the operation of 
hi. d.yl.0 “ to that of Colburn and Washburn*.. Pcrtap. the centre 
r»rv a. to the expression *a. draw* turns upon diff.rrot neanlng. 
attributed to the word -as*. One party nay'be said to Into™--, it 
as haying the fore of on adyerb of nanner dying the o^rosd'oh Aon 
enlarged a neanlng somewhat like thl. ^ ^ ^ ( and condition) 
afeisjl hgi O SSUBO ^ tjjg, .lnp^fln^ t^ie drawing was completed . Hie 
other makes, It s»y be ..id, the word t. assume.. signlflconoo In • 
point of time only (th. third definition In the Century, and the 
fourth, In th. standard dictionaries), and nak. the egression 

Wb ° n 4rawn or ^ a ' 3 - ^ESSa* Ort dlotlonarles would support 
oithor neanlng. It seem, obligatory thorsforo to giyo It a nooning 
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OdXwmrm * fhshburn 
TV* Hitehoook. 


■PPllMbl* to both ««., i. o. th. second .bora. Hothlng happen, 
to the glass u It am, through th. Ohamlwr to Colburn and »a.hbum< 
dOTlos. In Hltohoeok*., hw.v. 1 * after it hw boon gripped Mao 

“ b0 "t ^ -V It. perpendicular tra.tr.*-, the «d .* th. 

bkaaosr is le aarksd or grooved than Snappedor broken. If we use 
th. Interpretation given to the oxpr.e.ion ^e tadloaW ^ 

a» praot leabl., this question of breaking seems to be Imterlal. 

Paaelng no. to tt. oon.ldoratlw .f the «.* -through*, th. 
u«ul meaning of this eord 1. -from .14. to .Ids-fre. end to end' 
limt to limit ,f.. i n tM , -through* 1, not applloahl. 

to th. Hit oho 00k oaistruetlea. It has, howver, another brother si s - 
nlfloatlon {, 1„ th. Standard «nd Century I, *, *, of nottac 

or pasoage, anfl In this senM eeeae to be appllwbl. to Hltohoeok*. 
etruotur.. The contention that Hltehrc* ha. no charter to bo 

-Ithout sufflolent foundation. h« Carrie* the glass te or through 
the heated end of his annealing oran, and this end oonslltdtee a 

0hanb "r thr ~ eh CU.. la paaaad. Ohdbr the a.oond law. « 

le required that thla passage be eontlnuou.. Colburn and *ahbum 
contend that th. Pweag. 1. not omttlnuoua. They , v that la that, 
caeo oncst Is passed oontlnuoualy through the chamber as a con¬ 
tinuous Sheet. This is, howerer, mere than the Issue call. for. I* 

le for merely moving the grip-bar. continuously through the __ 

bare. Hitchcock*, grip-bor. p... i„ t o the heated end of th. oh-bw 

IT T 1 " ella ' th * ««—*■, eh.no. thv or. r«ov- 

* ° n<1 th ° tP CirCUU ° 0np ^ tad returtdng th-o by hand to 

tholr starting point. Hitchcock ha. no mow. for of fee ting thla con- 

tlnuoue traverse of the grip-bar.. The vord-c^tlnuouelydoo. not 
neco.earlly express a limitation w to the kind of motion. If It did . 

vould mow motion In a circuit her./ It nay also have a meaning 
wto tlm.. That la. It nay m .» that grip-bar, are moving all the 

• just as water flows continuously or all the 
Potomac channel. In this sons, it define, the - 




Colburn & Washburn 
vs • Hitchcock. 
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tion of Hltohooek'i crips* 

Iho main contention to bo considered os to oount III, sold* 
trm oone already considered, la tint Hitchcodc has no naans ter son 
tinously drawing a shoot or glass booauso ho has no naans for regu- 
latlng the food and tho pull so as to keep then equal, and Colburn's 
counsel ooncludes that the Hitchcock device is Inoperative so far as 

count III is conoemod. Tho etatanent of faots Is correotj is the 
conclusion? 


Hitchcock, lines 11- 13, pace 4 of his dosoriptlon says 

whL?°*£ e ? U i£ tln6 forced food and tho pull on the 

? rc •*"»! tho class fod will always con- 

£2fdSe ?o toe t0 rcduotlon transrers. 


Colburn's attorney contends that evon this shows no neons 
and does not renors tho inoperativeness. Hitchcock states that it is 
only necessary to provide a valve in the air pipe 1* to offset this.* 
I do not think that a structure which shows on air pressure pipe in 
conjunction with a description which discusses regulation of tho 
foroed (by air) food, and refers, pace 8, line 5, to forcing air 
throuch the pipe 1 into the receptacle containing the class supply, 
is essentially inoperative because there is no conventional showing 
of regulating neons. Such means aro present by necessary iaplioatlo 
Counsel for Colburn has also impeached the inoporativonoes 
of the Hitchcock device on other grounds (See Colburn's brief, a. b. 
c.). Those are allegations ra her than proof, however, and, more¬ 
over, relate to matters which can only be determined probably by a 
thorough sifting of evidence not yet adduced in the case. 

The notion is granted as to count I and denied aa to counts- 

2 and 3. 


Hulo 124 provides that toon the Prfcory Examiner renders an 
adverse decision to the effect that too counts of the issue have dlf- 
rerent neanlngs In toe-eaees *<• different parties he shall at onoe 


roject such olalns as nap be affected. It doee not seen toot the 

-Elgin of either party la affected within the nooning of the Rule. That 

is can make this clain without doing violence to eaMi 




t 



Colburn A-W&shbum . 5 * 

▼o. Hitchcock* 

other's rights. 

Perhaps after the in t. or for an oe is oonoluded one or both 
parties nay be required to revise his phraseology in aooordanee with 
the siccestion of Mr. Juetioo Dwell in Podleeak and Podlesak re* 

. clnnemey, 120 0 * 0» ( 2137 , but that naed not be do tern in ad now* 


There is no appeal* 
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40 — wn lrtf— Ml *• wd d rr v ed U 

“Tli Ciw l wii i i ir *f Pvtonta, _ 

*-*•«*•. o. c.« Department of the Interior, 



Washington, 1). C.. . JSpril 29 J00£* 

/« Re Interference 


..Collmm <1 ''JanhTmm 

r. 

.. HitchoocJ: 


) 


Before the Primary Examiner, 


Division .2.5 


::©• 2C # GCC* 


Manufacture of Shoot Glaco* 


Pfe<M(S /ZmZ fo&w « communication from the Examiner in charge of Division 2.5 in 
regard to the nbove-cited ctuic* 

Very respectfully § 


$?j. as. 


Commuftiouer of I'tUenl* 

*his Is a notion to rcforo ono count of tbs losuo breast 
by Kitcbcoofc* 

IVe. 3. ?• Caneron for Colburn on.: r Svf:burn. 

*tr# T** 3* Wolcott for Kltchcoo! 

IJrlof fllod by Colburn and TJhShbum only* 

The notlcn Is to roforn count 1 of thi loans to 

follorrst^ 

*• I#* apparatus for the nanofocturo of 
cla«o, a h*at«<l c>j«ntx»r f crippins nMboiUai * 

j- 0 ?? “f* 3 *** oions ooM a bed 

ojon* for sovlnc ths crlppla# noobonlm &il» la 
yltt> <b» cJjos »l«or on 14 shonbar, an h SS- 
orrangsd outoldo said dumber* 9 

Count 1 originally rood so folio—■ 

• In c*x apparatus for the nanftetwi 








\ 

Colburn and Vuhbufn 
re* 

Hit o he ode* 

Ko» 26f646t 

Maroh 39, 1907, diesolution of tbs interforenee as to tills 
count was granted, and the torn* of this count war# found to now 
different things in tie etruotures of the too contestants* The offer* 
ed or roforaed clain io an attenpt by Hitoboock to noke a clain that 
both parties con aake with coincident nooning* 

This notion is opposed by Colburn and *hahburn f e oounool 
for the following reasons!* 

(a) Hltchoook neither shows nor dcsorlbed noane fnr 
hcatlnr. the ohnsb.er* 

<b) tho tern alon<- oaid ohanber lo too rogue and ill 
defined to apply to either conetmotion* 

(o) fho neane for noting tho gripping nechaniaBi is not, 
in Colburn and Taahbum’s c oistruot ion, orranrod outside pf tho 
dsflbtr* 

(a) As regards to tae first contustien, Hitchcock contends 
that *hile he shows no neane for heat tag his chnnber, he, howerer, 
refers to it as fa •annealing eren» or •annealing dumber*; the ex¬ 
pression necessarily inplies a heating means whioh any one skilled in 
the art night easily supply. He refers also to the fhot that dales 
allowed in his oass reolts • a heated charhor*, ttiich fact shows that 
tho toainer nust hare taken his riew of the cose* Iloroorer, it would 
seen that a chamber into which sheets of hot glass are continuously 

passing from below and nhioh has no opening at the top must nooeeaar- 
ily be a heated chamber* 

The clain has no limitation as to the nature of the heating 

noane. Ap arcntly either applic'jnt has a rxfiit to clain a heated 
chcr.ber* 

(b) as crlppinc ax£ia»lm lo roritod ao*h»Tln« portlona 

a#Tr !)1 * 019 ohr - wh ® r *» lone 1* do'lnod In tho Motion- 

ary as •thm or oror tho loncth of®. Sh. noonloc of this tom, then. 
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(Album and Washburn 

▼if 

Hltahcook# 

Ho* 26|8CG• 



appears not to bo essentially different from that of Hhro*0k 9 In 
count 2 of tho issue where is recited a "chamber throu/A idiich the 
^lass as drawn 13 passed, eto** 

Cow*sel for Colburn and Tashburn contends that this is in* 
definite and vague. A similar expression in th> original cotmt was 
■along in said chaafcsr#• This is possibly more restricted than a oia- 
il**r oppression with tho preposition "in* omitted# but the present as 

pres3lon seems to bo 3Ufficiontly definite to meet the roqulroBeots 
of the law# 

(c) Tho t’.ird objection of counsel for Colburn and Vash- 
burn to admitting this claim as count 1 of the Issue seems to be well 
taken# The moans for moving the gripping mechanism must in both 
cases bo the endless chains (5 of Eitchcook, 43 and 61 of Colbnni and 
."-'ashburn) which directly engage the gripping mechanism proper* In 
ono case, Colburn and Washburn^, these are within the heated chamber; 

e ' 

in t„e other, Kltchco&k*s, they are wiyijjUjk the heated chamber# The 
proposed claim, therefore, reads only on Eitcbaook** dovica. Hitch¬ 
cock wants to enlarge the meaning of the expression Moving means* in 
the Colburn and Va eh burn application so as to include all the mechan- 
lsm baok to tho outside sprocket chains shorn in their Mg, 1* suoh 
enlargement would give to this expression a strained interpretation by 
moans of a wider significance than is natural under the clrerastarBSs, 

or usual rdth the word •means." 

The motion is accordingly denied# 

Appoal is limited to expire 3£ay e, 1907. 
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•IZHXBXf SO. 7. 


*99—1 So. 378. 


«. Htwt Qffloe, Jane ^ 


lt07. 


Before the SxaBlnere*lB*chlef 9 ©n ^peal, 


10 th * * Mir of th# interference between th® application 
•f Irvins *■ 'Colburn and w*«r *.«hburn, filra fcrab.r 28 , isxvt, 
«d th. application of "alb«rt Jt, Hi teheeok for . rolrau. of patict 
»o. 805,084, granted Horrabor SI, 1905, applloatjan fllod Auprat 14, 
1W1. rWra. W llo.tl««.fn.d Juno W, loco. Int.rf.rrac.- - 0 . 

86s863. 

Improvement in Mtorafacture of sheet oiasa. 

<*» Motion. 


Vetera. 

Messrs. 


Itouro, Owwon, howl. * haasl. fop Oolburn fc Waohburn; 
-Sirloty A Christy and «r. Tarvln S. =oloott for Hitchcock. 


IM. 1. an wral from th. d.olalon of . primiry (xualnu . 
•denying a notion nad. i„ b.half of mtohooe* to roforo on. of th. 
•oount. of ».« Iran, th. Interfere... having b.an dUeelrod a. to 
*th. original oount on th. ground that raid oount bra a d If front 
•».ano (moaning) m th. ea... of th. dlff.rent parti.., and th. 
•primary Soamlnra having r.fu.ra Fitohoook. on th. ground that pro- 
•poood amand.d Iran. ra. obj.etlonabl. for the ram. reason.’- 

*. hav. no Jurlodlotira of thl. app.al .Inca m th. doel- 
•ion in th. cm. of Churchward v. tougla. Cptlor. 106 O.8., 2016, 
th. coaal.oianer hold that uhoro propoood additional oount. are not 

•oo.pt.bl. t. th. .-minor thi raving pra, hra not th. right to .rand 
or to appeal upon the aerlte. 

The motion appral.d 1 . furthermore not a.quootlon which 
properly b. brought to thl. tribunal for oonaldaratlon. It 
lnvolva. a puraly lntorlooutor, matt.r and not a matter of rant.. 
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SHZBIT 10 . 8. 


Room No. 


“* "■ Department of the Oterior. 

&)/U/ed ^a-Z/yp// 



fee. 


in He Interference 


Colburns & Vaohbom 


\r°Mn«Um., D. C. . Bap. U ., 19al , 


KO* » t 8 66* 


ifrwtfhctnro of Shoot Glass* 


Before the Primary Examiner. 


Division .... 15 


/i m/ below a communication from, thn 


re£<mf. / f , / J ir n borc-citcd. 


txaminer in cfutrfe of DivUionkJD in 


Vert/ respect full n. 




Commissioner of 1'a tents 

It haa boon round daalrabl. to rwoall thia interferon* 

°r ** *» ^ , 

' UaCl0#0k ln tZ “ w*e« the -»« e «*.*, 

T* t0 3ld0 ° f *“ *• «». <Mpa. It i, otated 1„ 

* 10 ’ U * w 7 * «• *"*»* the ^ 6 

oeyorod soctioos suspended tbarofrnm t* « _ 

"t> Qao narerPM,. It Is not aean how tbooa 

sections oan pass tho shaft 6 * An rninnrt,m<»w . 

m opportunity to taplaXn thlo 

Will be afforded Hdtohcodk at a hoarina Inter ^ 

wor parts* nndor J*a.o 

X3Q # in this rooa. Oot# 2. 1009 •+ 

v * ' 1907 st tm •’OJ.OCX in the Bon:iac. 

EltahcooJc to 0,0.. Hltohooafc prmontod on affidnrlt a> lao7 

OTOm t0 * **•**•*** *» <“"**ed km mpimmum of the 
operation of the part, abo^ W1(l « * n^rwoo. slcfla . . 

au» affimrtt «*-■%. to .(tot, tt *«, u „ 

c»nt. As nosh tt cannot bo atetttad _ taw, 

tho proTlsioBb 
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UMITCO STATES PATENT OFFICE, 

WASHINGTON, O. C. 

October 3. ISO?* 


In the natter of tho 
Interference of 

Colburn end Washburn 


Blteheoek 
Ceso Vo. 26 , 566 . 


) 


VetitIon by Hlteheook. 


Sir: 


Ton ere hereby informed thet tho decision of tho 
Assistant ComIss loner on tho shore petition Is as follows: 

int.rrIiJ££ # SI! t} l e r0oord «»at Jurisdiction of this 
sld£J f 2^^!tllS£« 1>## r». 8lT#n th# • 3MUI,ln#r in order to oon^ 

#f th# * p,rmtlT * n * M « 

... " Und ! , T th * Praotloe of the off loo tho hearing of 

>)l0u14 inter partes. If, after hearing 
the Interference should be diasolred, the proseoutlon of** * 
eaoh party a cue before the examiner will become ex narto. 
The petition is granted to this extent. - - 


Ootober 3, 1907, 


C. C. Billings 
As pie t ant Connies loner. 
Vydireotion of the Commissioner: 

v «ry rsspeotfully, 


Colburn and Washburn, 

c/o Mauro, Cameron, Lewis A Vassle. 
Washington, D. C. 



Aoting Chief Cleric. 






®—£/>«>• 


m ^RCKMII NO. .* 


BBBXf BO. 10. 


30 


“ " ^ Depar tment of the Interior. 

<&/«/«, Su^/ 




Washington, D. a. 


la Re Interference 


*>%♦ » 


190.. 


Colburn « Wbahburn 


/ ^ /WW/y Examine,. 


Kltohoook 


'Division 


1#- 


Ho. 268<5G. 


,Unufa °turo of shoot Qlaso. 


/,W /W ""'" eannHwtmtinn. from the Examiner it 

1 examiner m ehorgr of DtvUum^mm, 

regortl to thr nhore-rilrd «|.v«. \ am 


P>r/ y t'CMftoclfoJU, 


Cotnrni-sRioHs'r of PfitsHts 

**• “ M “»♦ «»* t. th. rraJmamtme fw *. 
oonaldaratlon of th. auction of ** 

„ , ^ #f «P<>r.tltenoa. of tto - 

dorioo with roapoot to th. oeTar»d (HI t_- 

a. a • ao lao » p^sia# the .an a, 

n °' O0 '" , ° 1 for •-“tohoook ortnlttod tho __ 

• f th0 *“<*«•* <"K>. in th!. rospoot. 

?ho intorforonoo Is accordingly dlaooltod. 

*** *• 1W '* <”""•* *r .« 

«hbnm.to th. off** that .t th. hterln* *. .on.!**, th. 
cratltete.. of Hitch**.. .tructur. act f* etch* *, »- 

otttetlte would h. o^lte to tho fact that Hitch**.. astute 
- ln.por.tlte In . mobor of .th* particular, optelfiod. 

ft ' h ** rlnc n,W ** «>« tetelwr ow not for dotoramin* 
2 ^.ratltetete in cenote! M th. *.t.tlte ftte 

to n^lTtecTSrt^^f^ bot *•* <l*t#ralnln« th. vtetlte w 

wtimap 1 '^^2*ln^. U 2tii^^^3« *• !*«“•«-«• 

U ^liod to «cpiS UX.^iSoff* *•**"*' ' 




... nm 

■i < i 


% 


PH 


WWi 

mm 

~ <•< i? 




- 









w 

Eh 

Sd 

W 

3 3 

r> ■ Pa 

CD 

CQ 

W 

CQ 

£ 


CQ 

CQ 

<1 ~ 
►5 M 

C& W 
c_( W 

tH go 

M £ 
&d m 

CQ M 

cm 5 

O o 


EH 

O 

CD 

Q 

O ^ 
OS o 

Pi S 

CQ » 
tD °* 
O d 
tD « 

5 2 
H S 
521 E 

° z 

O § 

M £ 
td 5 
Eh ° 

W H 

pcj £ 

o E 

.Cm H 


£T 

\ 

j 7 f 


a 


+ZI' 




Q9 

£9- 


\AZ/' 




^ ! : .j»! ‘ if- *£• 





/ 


in !| \ 

it 5 \ 

K j 

Pi 

-h 


. j„ 

? ^ 
* > 

»ly 
I ft 


® J 


8 // 


>iei- 
I M r - 


.V- 


■'"" 1 ?_^ 




EST^ 


^=>=F 



S 


© L J2) 


^/A 


9/A 

























No. 876,267. J PATENTED JAN. 7, 1908. 

I. W. COLBURN A E. WASHBURN. 

PROCESS AND APPARATUS FOR THE CONTINUOUS PRODUCTION OF SHEET QLA8S. 

APPLICATION FILED DEO. 28.1004. 
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No. 876,267. E PATENTED JAN. 7, 1908. 

I. W. COLBURN <fc E. WASHBURN. 

PROCESS AND /PARATUS FOR THE CONTINUOUS PRODUCTION OF 8HEET GLASS. 

APPLICATION PILED DEO. 28. 1904. 
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KHZBIT VC. 


* DEPARTMENT OF THE INTERIOR, 


12 . 

Paper •Yc... 

f iyT*RintR*!»r. 




o; 


United States Patent Office. 

WASHINGTON. D. C.. 

RadeiUrttion of interference Vo. 26,866. 

. . 190 


Col bur ft and Washburn, 

* 

o/o Mauro, Canorcn, Lewis k Vaseis, % 
Washington, D. C. 

Please find belay a copy <</ </ cotnru n ntcatim. Ilf Exunurut 


on turning your 


applieatien for Prooees and Apparatus for the Continuous Produc¬ 
tion of Shoot Qiaos, fllod Doc. 28, 1904, Sor. Vo* ‘ 238.592% sat 

ented Jen. V, i.908, lio. ‘ 

Vm/ respect) u // // 


Jxoom An. 

.4/1 ro7nmi4ftinthr.ua *h-n.h1 A. 


306 

O’trfr, \%r tf f .. 


‘ Tbs ComipiiiioAfr of PiNMt 
W athmyton DC* 



' i *f f of [\lffUta 


. • * %# ttoovr referred tn % / v mi imi tjni t»» interfere inf it in rr•$ jt» r .*/»*«*! 

//jt question of priority will he d'h-mu »t >/ ■/, coyfnrmitu >f '" //•#• 

. ./■ r.,.., tr., ... --- f -- --^-j i j , jl_ 

"'•ir.- r;/’— - i , ■ «>. » / . .. . . . < . 

w_ 14il ill * lAl IPIIIII fl^lAAU.al 

i • • Uy p i r» r*»7i ed ifi t.htS 


Count Is In »n apparatus for making shoot glass by a continuous 
opera .ion, a roooptado containing molten glass, a chamber through 
phich the glass as drawn is passed continuously, grip bars engag¬ 
ing the sheet at Intervals and an endless oar-*ier for novln" the 
grip bars continuously through the chamber. 

Count 2: In an apparatus for making sheet glass by a oontinuous 
operation, a receptacle for molten glass, means for continuously 
drawing a sheet of glass of Uniform width from said receptacle, 
said means including endless belts or chains, a series of trans¬ 
verse bars, movable by said chains and means for clxiping the 
sheet against said bars whereby the pull or draw on t?».o rficct is 
continuous or uninterrupted. 


The interference involves ..our application above idonti- 

*« 

fled, and an application for Manufacture of ‘Sheet-Glass, ilod 
by Halbert K* Hitchcock of Tarentixa, Pa., •t’ioso attorneys / re 
Christy and Christy of Pittsburg, Pa., and Those associate at tor* 
»ey i« Darwin 3. Wolcott of Pittsburg, Pa.; assignees, hi- self 
and Charles W. Brown of Pittsburg, Pa. 


Ptttsburg, Pi 

(Vo. 26,846) 

Inis interferenoe/was dissolved (Oct. 25, 1907) on the ground 


that Bitchoook's devise was inoperative. 

The inoperative feature upon which that decision was ren- 




54 


C«lSuV**“S a £; HltCh00ok * *»«• *0. 20,86,5. 

W m *< 

dorod having k* M „_ D _ 

»*•* on two count., ’ no * i3 «o.ta8- 

Count,; ° n ° f ti9 coont * *>»1„~ a. follow, 

1 2a ^ g ^ ***** 

00 

8 25 . 


<50 



^^rwordod from DwA ^ ( 0 

rfOTriaj* Tan. 


O > 

*_2ia. EXHIBIT NO. 13. 

Paper j\ o . 

department of the interior, f ixTP»-ntit«xr*.i 


United States Patent Office, 


WASHINGTON, D. C., 

Redeclaration of Interference *o. ?6,006. 


. 190 


Colburn an I Washburn, 

c/o Hauro, Catron, Leals * Haas la, 

Kashin gtoi, t>, c. 

_ JW find a < W »/ a cotnntuuicatUn Ao ,„ , ie ^ ^ ^ 

9 |«r the Con*, lnuous Produc 
* nte<1 J-n- 1908,’Pat. Ho. 876,24?” ' S,r * So * 238 . 89 2| P»t 


Room .Vo. 308 

.1// <m«iirtWi,* M..„M 7. 

The Cemmitii«n« r 0 f Pitenii, 
VV ••Sington. 0. C. ’ 


1 'try re«pe t tfully. 




Commit*, „ vr i//* /V» wf*. 

l our ,,.r. nrfnrrrd to, ..djndfird Mrrfm 

~ £1 _ a » - 



interference is 


• ■ • ' '» i it ’• l -1 n , t: / , ... / , / 

1 o.o.*r\(i ni the 


In an npp^ratus for _ 

r.eatsd chanber. neons for ri’’^nr vi.» 3 ceC ~ or glnoa, a 

Sliced In said chamber V?Z r ^» ’•»'* ° jlaaa 

ne chanis* arranged outside of s£ld chkrj, .' g the * r ^P in C 

The Interference ineolre, ; our a.^llea- Ion patent) rfcsc 
Identified, and an application for v-inuf-.cture of Class Plates 
or Sheet., filed ty Halbert K. Hitchcock of Tare at w, Pa., , J e 
attorneys are Chrl.ty *d Christy of ?i.t ; hur~. ?a . f associate 

attorney 1. Dar.ln s. tolcott and chose assignee, are hi-,self an- 
Chaa. W. Brom of Pittsburg, p a . 

This Interference (*6,006) ,a, dlsscl,,,, Oct. 6, 1906, e or 
the puj-pose ,f substltutlnc f. r the application of Hitchcock a 
reissue application of that applicant in a second interference 
•sith a greater number of issues (Intf. No. 26,86.5). 

In said interference (26,866) the count of 26,066 kss in- 
eluded. It was decided, h.-erer, (H ar . 29, 1907) that the said 

count did not mean the sane l„ tt e tec cases and said intorfor- 
ence, 26,866, t» 8 dissolved as to the count. 






50 




-a- 


It VPMr, that thl, lntorf i~na« <26, 0 ^) Jjl9uld b , 

tobllshM bot„.* th. upplt-tl- of Hltohootic th. Colburn 
and 'aohburn appUeatlou. no, p.t.nt *• a,. „ t# , Ms 

count. 


Interference Ho. 
the slngfte count. 


26,006 19 aooordxngly redeolared as to 



Hltn^oook: Solbttrn ft Van^htirn? 

a 


EXHIBIT NO. 13o. 


f 


Ii: THE UNITED STATES PATENT OFFICE, 


COLBURN & WASHBURN 


HITCHCOCK. 


INTERFERENCE NO. 26,066 


MOTION TO DISSOLVE, TRANSMIT. AND SUSi'SBD. 

aTO cone the Colburn & 7ashoum. by their 

at tom ays, Maura, Cameron. Lewis a Maasio. and move this in¬ 
ter faranoe be dissolved for the reasons that. 

XXXxrra- 

* x ^ I X x 

. (2) Colburn i 7anhburn further r.ove that this Inter¬ 
ference be dissolved for the reason that the subject -matter 
a between tno parties Colburn L Vashburr, and Kitchcocl: 
is res ad Judicata, the same subject-matter bavin* boon in con¬ 
troversy in a prior interference (of which this interference 
lb alleged to be a redeclaration), -which interference was ' 

dissolved for ti e ra-snn *i-o+- - 

h0n - Kat nitehcock had no right to make 

the -claims. beceuso his structure was inoperative, and Hitch¬ 
cock saving failed tc take an appeal from such decision, the 
same oecaro final, end he bo cane bound thereby. 

( 3 ) XXX * Zx *Xxxxxx 

Colburn Sc -ashbum further move that this motion be 
transmutes to the iri-ary Examiner for his consideration and 
determination thereof, and taut pending determination of said 

notion rurthor proceedings in t-is int A rf , 

o ic *..is interference be suspended. 

Respectfully, 

KAURO, CAK2RQN, LEWIS & ’CASSIE, 
attorneys for Colburn & Washburr 

Washington, D. c 

April 17, 1909.' 

C /V 



Room No. 30S# 

A * *« "Mm#,! „ 

Th. #f 

WMknitsu. D. C. - ' 


•-sea. 


EXHIBIT HO. 14. 


OKPAftTMKNT or THK INTtHIOR, 

United State# Patent OrncE. 

WASHINGTON. O. C.. 


Re Interfs react 

Colours and Vashbura 


tfltohoook 


. 100 0 . 


Stfen tht Primary Ctaminar, 


Division . JLS 


If#. *3,«<3S # 


L'knufaotur* *f feo.t oj Mf , 


PIOOSO /tint l/tlow 


regard to the above-cited 


a communication from the Eximh.. • _ „ 

/ m tn ' m charge of Division XI. 


Vory rat peat fully. 


Commissioner of Patents. 

Mttioa ftr Dlftsoiutloa. 

“ r ’ 8 ‘ ** # “ ,r " *» ««»«« #nd »#gh'>«ra, 

Kr * ># v «Xo#tt f#r Hit«ho« 

«.«l m ^ **"• - - th. question of 

! k * f *" « *» * «"U*- d«Hi Haroh *>, 1907 , 

* rar, ° d h# “ t# 9#,at *. tw MUNt, to tb. 

««... Th. ET.^nd. ##r. dl^, pr ,. rot . M ^ 

*** * th * tat * rf,r ««’ ronsnd.d U a# by to. Bteetoor 

° ^ ». 1 W . tor to. 

og h. »«**« of »por»tlr«i«,, .f «h. Mttoo** 4*1## to 
t. to. #b#« #. At tb. boartns to thto 

° h0# * «“ ln to«r#«l 1 r,n03, of hl . d#Tto , tho 

raapoot ~atl#a.« ^ to. lat.rf.roa,. w„ # 0 „ rdlllBIy dU _ 













* Hitoho9^k # 


,1 “• n BW 

. «"• >“•. —to. Ma. a. x„, a. « ltuwt 

"" „ r a. 

• r ***rr*» '♦» Wt sIm «an ather jrawda# T>.^ t 

•-.^*i re an. rapantad and ^ tf |« ta lattar ,f 3lame y w, 

!taWrt “•**•»»• •"« l««ar, mioiMd „d *, , JarA 
10, 1W. th. Intorforwoo — ... th. inat^na 0 , 7atcho0( * 
ralnotatad batMa. U. W U*tl* and th , ^ 

0^.. a M*a-t,.f o,l„«rn and OfcahbVB. m mlnatnt^ «* 
tat.r fWW# ,, I « M -Thl. latorrar^oa an, di S1 , 1W Ortobor 

**' 1W * °° th * .«*• »“«*••**. daria, an, in^. 

UT ” *" 1-P-miT, foatar, ^ ^ ^ 

nanda.M hTin- Man ".rom. «* artel,*! j, r*. 

•sta*llahed en tvo o#tKis«* 

2o« aftw tiU ral.Mat.MBt, aatlan * r dlasoio- 
UOn *“ br ° Ugbt * -9 a*. a n ^ r 

-rwmd, and thi. notion ana tranalttad to tha ft-tear- iani- 

*° r *»• sroond antltlad ttfefadd* to 

those terxaj 

Inrontlon a^^^iatr* 1 ”'’ 8 ' wllo *» 1 «* *■ not ?or th. am 

ti* la ao^r^ 1 !? *» *S* thia quo.- 

cat lea aa a-j«n<5ad 1« for a appli«* 

cation as filed. It it DeS^too' thaB 5add 
to arc® that Hltcheesk*. .?'?* f f. « d "^anhburn 

aona .at forth ^ 

f * r «* oonoldarBtion o? hi, „,ond c ro«di 
* h O > j L.JM aa roller*.] 

«>a (Tormd "thirtho^aJ^^ji** f» r dlaMintlan ao 

1A hatMan tboao partlaa Tirana Bf Jj. la ana la jdiMiAn. 
trm ahleh no *ppSa o»! tit« ^1 tWa9r dlaaoinTtSf 1 ^ 

darlea «• lnapi?««^ To^LlL ^! ?!"*? thB ' H»tahoiS*a 
«.n *f th. ^onld nV^ 

-a. »*„ fron hi. Malalw ta tha a *—«- 
aooaar and In Po.aln, w «d afrimln- tha Mam« a, tb. 

•snelnar af IntarforoBoa., A»alat®t Comiaalaaw aoaao^ 


Col bum a*4 Dukbun T. Xlttftstok, 


n/ui# th# rtaarki 

tlon of tho^ottoT**«*d 1 *I«w«*vh 1 a?*??i* tr “»nittte tho por- 
m„u. application l. no? f” that Hitchcock-o 

•nt, in io far as It ur^oa t>»®* as his pat» 

•Bonded Is tor a different r **®®*® application ac 

flltd; hs also transmitted /rround two^^ J? id application os 
arcs* that tho subJeot-*attsr f X V notlon f tfiioh 

*y reason of tho fonL^Ji«TIi« th# lfl5TW 13 £2ft nd-Wlotitn. 

5SS ?n l0 tL.T ln H?? r ‘ t1 ’?* «^»525^ 

thooo croundo of tho notlon^o'dlMolTer* t ’‘ un ' ,nl3l5lon °f 

It 1. ol.nr, therefor., that tho consideration of 
♦J 10 flrot point, namely th«t of no. matter In tho reissue np. 
plloatlon, H ro.tplotod to such not tor a, was tntroduood 
om.o tho epplloatlen .an fllod. Iht. application a. filed 

n ’ *°' 5Bt *” n * u - v te - er ^» »f tho original patent .differing 
fron that jatont mainly In certain additional elate.. i t te 

not powlblo, thoroforo, to o.nold.r th. mo.tlon of no. natter, 

. . . < ‘* P * rt,,r * »• opplloatlon .. orl G tnally m.d • 

Without auoh consideration having tedlroot boar Inc upon tho 
?oo.tl«n of departurs fron tho origin#! patent. 

It te required that tho doeorlptlon aot forth an op.ra- 
tlT# dorloo and If tno original pro.ontatloo ho defective In 
thl. particular, naondaeat. within certain rc.trictlonc nay bo 
te applloant nay/ ^.4tod m , s part. Sn dor, c. D „ 
1582, page 22, eltod by both tho partlo* In their brief#, n* 
«Wly suitable oonnootlono, to ted a onrtnc to a pa«, a ' 

Handle te * c rani, eto.* The aaao decision etates that 'an 
•PPlloant oenact bo ponsltt.d, ho.. T , r> t0 , r „, the lln „ „ f 

hi. drain* and dollno.t. th. conotnactloa and operation 
•f « port fully ,h, TO and do.crlbte.- Colburn and Wttahbu™ 
contoad that Hitchcock 1 , anondaont. violated th. principle, of 
thl. decision a. .11 a. that of « part. 3 rl.do, C. B., 1908, 

pog. 880, wherein CeenUelon.r AUon ate, the foil owing state- 

MBit 
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6elbum nd %*fckur». v. Iltoheeok. 

•Th* MnildintiMi ftr dhioh patents are granted and 
tha reason ftr the existence tf tht patent systen is found in 
tht fall disclosure of tht invention *iloh the inventor nnRoo 
In the patent x x x tad this full disclosure i 3 rcquirod to 
have been raedt then the application upon whioh the potent isoues 
originally filed.* They quote alao ex parte W.lets, 

C. B., 1905, page 107, therein Wr. Allen said "Changes cannot 
ho Bade ia the a plication based open allegations of fact not 
eh own by the record.* 

In ex parte Belbey, C. D., 1901, page 103, the pres- 
ont Comlssloner, then acting Conniesioner, said: TFroo a 

araful oenaideration of the description and drawing, it is 
olear that it is natter presented to the amendments ehioh 
was not originally presented in this oase as filed. Much of 
trio matter would support claims should they be presented. 

If this new Matter was now admitted, there would be no reason 
' , *hy cl alas drawn to coyer the same should not subsequently 

jo admitted and allowed* Such a contingency •should not be 
permitted.• 

The attorney for Celbum also calls attention to 
parte Xieffer, C. 3)., 1902, page 360, ex parts Austin, C. 

15., 1691, page 127, Bower Ye. Converse, 0. I)., 1903, page 404, 
and to Seotion 4916 of the Revised Statutes and Rule 80 basod 
thereon. To thie list nay be added *iat is practically the 
latest decision on the question, and to which attention was 
sailed at the hearing, Townsend vs. Thullen, 142 0. G., 1116. 

After the oltatlen of these authorities, he points 
out the following particulars in whioh he sontends Hitohooak 
has violated the provisions of the rules snd the spirit of the 
decision and practice. These are briefly (a), different 
construction of gearing and shafting froa that of his original 
application. Thie relates te the correotion ef the shaft 8, 


OtHnrn and «AMn T». Utikitok. 


*loh la th. .rlclnal drawee was ,» as * 

t«t.rr.r, with th. ^ 

th# dr * wln « M «»t thin nhaft 8 b.oa*o tno stub 
8, on. 0 , eld. or th. aachIn. bdtww which stub 

a!lSft ° th# dr "" 8fcMt «•*« P«». Ih... shafts a.,-, pr0 rld.d 

Wlth H ° r * " l#M Sr"! 14 "* 11 " st0ra «•«*»« tn th.lr n« 
f ‘ ”" ,ntatl#n * • that thin 1. in Tiolatlon or Delboy 

aboy., basaua. Hltohcook oould unquestionably basa a data on 

tMS ° 4a,trUOtlte of «•«*•« nhaft Inc. , ltehooak 

,W ttlS " BS ftn obTloo » «»,, that hi' lnadrart.no. 

nr els take, the op rocket aha*. 6 w.r. shorn In the orl-inal 

patent and In the ordinal reissue application a, socurod to a 
cot-ion shaft t, that this elatake should hare boon seen by tho 
applicant, the attorney, the exaalner. or by tho attorney 1» 
rre-arinc the rel.eu. applloatl.n. This eay ba, but whether 
or r.ot It oucht to hara baan sean appears to ba irreverent to 
the question .. to Aether th. Introduction of a chon-, in tho 
Tom is In vlol.tloa or the practice. I cannot help but con¬ 
clude free . rerle. of the decisions cited and nr8 . 

eentsd, that Hltohcwk ra. allorad to c o too for m the cbnr.ro 
indicated, 

(b) The serorin* d^l.e. m th, rot,,,, application, 

blade, 28, i„ fl 2 ur. 4, r.r. .how a, n.etlnj and are deaeribod 
«a outtln- blades. I„ . n „ f^u-, 4 „ . ^ flla , ^ 

c. 1108, these sase blade, arc shew ,11-htly cnarated. 0^1. 
nally, he spoh, of the blade. .. -cutting blade, and said: 

eh “ S * *‘ 3 “ 4# t# a,,t «>• objeotion of th. s,anln.r 
-ho stated that -a. show In fl-ur. 4, th«r would operata to 

cut the das.-. It ..era froa th. desoriptlon, howaror, that 
mtohcock contemplated a oraokln* off ef the -laas at tho 
lino or contact o f th.M 8«lb«, w -that .mo. 
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Colburn and Washburn v». Ritohoock. •} 

H n *°****ry for Hitehoook to amend his description oo 

r Tnat t hoy 

as to stotoAiors down and In towards the bar, forcing the 
rortiona of tho edges of the "lass In and onto ledges or 
shoal dors 17* of tho bar. 1 }' 

- (e) This relates to a dlagroraatio valve construction 

shown atteohod to the pipe a » In figure 1 and attention vao aloo 
called to the rheostat and not©r added In figure 1. These 
eeen to bo merely conventional representations of well known 
objeots and their introduction hero seems to have boon within 
the limits contemplated in Snyder and the other decisions 
quoted. 

I conclude, therefore, notwithstanding ny statement 
quoted above in trip letter reinstating the interference, that 
Hitchcock had no right to make the changes indicated in the 
paragraphs (a), (b), (c) and (d), above. 

The second ground of the motion is that entitled 
Rea jt'Mudloata. Colburn and Washburn contend that in view 
of the decision In Hewcesab Rotor Company vs. Hoore, C. D., 

1903, page 333, that when Ritohoock abandoned his appeal free 
my former decision dissolving the interference on the ground 
that Hitchcock»s device was inoperative, that decision become 

ft 

final as between the parties te the interference. They state 
that without regard to Aether the decision of'the Exuniner 
was right or wrong that dsolslon in view of Hitchcook's failure 
to appeal whether right or wrong,became final, 31aokford vs. 
Wilder, 127, 0. 0 ., 1265. This finality they say sect ended 
not only to the claims presented, but to any other olaims Which 
might have been presented later to matter oomon to the two 
parties. 

Hitchcock on the other hand, contends that tha ques¬ 
tion of inopsratlveness decided in my former dsolslon was an 
interlocutory^ matter and that the dootrine of res adjudicate 


Colburn tad Ihflhbara ▼. Hitoho#ok. 
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.tht bladtt •perate la a heated ©hanber, they will necessarily 
hava th# itai temperature a# that of the ©hanber, which would 
bo nearly th# #am# a# that of th# -las# itself.* I , L , not 
abl« to determine just how ,treat a difference in ten c.at'irc 
nirht maintain, but it ie probabl# that there would be eon# 
difference between the hot -las* just drawn and these rotating 
blades and any nail differenee of this kind would bn suffi¬ 
cient to start a orach, I tbink, in -lass in the condition hor# 


proeer.ted. Perhaps it ai^ht crease or cut the c l&u 3 a t th# 
eaue time. It is probable that the chan-# in the drawing in 
tnis reaptct, though snail, is in violation of the 3nyder da* 
cision and others oited above. 

(c) This refers l o another eban^ in th*-. draw 
in.^c of Hitchcook's application aadc after objection by the 
Office. So adequate ae ana for turn in- the rotating Irniyoa 


Trr.fi ori-innlly disclosed and ir. order to provide such uocna, 
Hitchcock wa* ohli-od to describe rcid to show Joi-.tc * rae!: 
bor^ on the links of his conveyors* These raqk here had to be 
of a particular type and dimension in order to offoot the' 
rosvjt sought. In presenting rack bare of suoh t -r *io h« 

aptarently a—ain violated Delhey and other decisions referred 
to above. I mkr the save finding ns to section (d) of lol- 
bum'3 and Washburn's notion. This relates to the roans 
for -rin inr the freshly drawn sheet. Originally, these noons 
wore inadequately -resented. In • repariny a fullor presenta¬ 
tion Hitchcock was apparently obliged to present details be- 


yov.d anything 
culr.rly the <?•> 


oriyinrlly dinclcncd. 
oul»*er« or l r d*’OH 17® 


Those detaile are partl- 
or. the bar 17. 


To thos* V*rs eftd shoulders in the now presentation 


** - r ' attributed a certain effect and operation oertalnly not 


dir closed nnd scarcely hinted at in the cri-inol presentation 
and it was aonarently th# absence of any such showing which 
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m4# ** t *a t* tbey^ f ° r * ltcho0ck t0 ^"nd hi* description no 
aa to stste/^jove down and In toward* the bar, forcing the 

portions of tho edges of the glass In and onto ledros or 
shoulders 17* of tho bar.}' 

(e) This relates to a dlagrviatio valve construction 
•Sown attaehod to the pipe a* In figure 1 and attention wan alco 
oailed to the rhesstat and motor added In figure 1. Theoo 
seer, to bo merely oonventlenal representations of well known 
objects and their Introduction here seems to have boon within 

tr ‘® llalt# contemplated in Snyder and the other doclalona 
quoted. 

I conclude, therefore, notwithstanding ny statement 
quoted afcoye in xnp letter reinstating the interference, that 
Sltehooek had no right to make tho change® Indicated in the 
paragraphs (a), (b), (c) and (d), above* 


The second ground of the motion is that entitled 
-ed.in^ioata. Colburn and Washburn contend that in view 
of the decision In Newcomb Rotor Company vs, Woore, C. D«, 

1903, page 333, that when Rltohoook abandoned his appeal from 
•ay former decision discolding ths Interference on the ground 
that Hitchcock^ device was Inoperative, that decision become 
rJnal as between tho parties to the lntsrferenoe. They state 
that without regard to Aether the decision of'the Examiner 
was right or wrong that decision in view of Hitchcook'a failure 
to appeal whether right or wrong,became final, 31aokford vs* 
Wilder, 127, 0, (j. f 1265. This finality they say eoctsndsd 
not only to the elates presented, but to any other dates Which 
night have been presontod later to natter oomon to the two 
parties. 


Hitchcock on the other hand, oentends that tha ques* 
tion of inopsratlveness decided In ny foraer deolsion was an 
interlee utory^ waiter and that the doctrine of res adJudicfttp 
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doo* not oprly to lntorlooutfdtjr aattor*. He otato* that 
the queetion of InoporatiTentgs oerreependa %o a dontutfcr 
to a pleading in equity and that a dooiaion on an interlock 
utory ouoation or on a demurrer1» not rital and dooa not ella» 
lnate either party to an aotien. 

^ le, of oourae, ia true and Aether it allies hera 
rerutina to be seea* 


One of the decisions that needs ia be oonsidered Is 
Anna, Ccmtasionar of patent* v. the United Ststea ef *jerl- 
oa, »i £Sl* Lowry end Planter* Coapross Company, C. B., 1908, 
pat* 848* In thin.notion wae brought for dleaelutlon on the 
ground that the prees of one of the partlee was Inoperative. 
Ihls notion woe granted by tho Sxamlner, but that decision m 
subsequently set aside by bin In view of affiiaTlte filed. The 
subsequent proceedings In this oaso so far as we ere concerned 
here,deal with tho question of the right of a party to ameal 
froa a decision adverse to hin, <61oh affiras tha patentability 
of an Issue or the right of a party to nake tho sane. Rule 124 
expressly provides that there shall bo no appeal in such caoo*. 

Thl8 4#<,lol<,n the history of an attmapt, which failedfo sot 
aside this provision of that ra 1«. In this oaso, the ques¬ 
tion of Inoperativeness sight bo raised at any stage of the 
jreenedlng on priority and Bight bo taken up for consideration 
by nny tribunal.before whoa the case night coos. ths decinion 


of ths Primary Pxaalner was, therefore, not final, since it 
night be reviewed at any tiae. In tho MowoOTbUotir^ati,^ 0 332 


XowoOBb brought notion to dissolve on tho -round that tho other 


party had no right to aske the clalns. This notion, tho Es- 
nalner -rnntod. tonp and Thompson, the other part/^lnsiotod 


C’.at they vero entitled to a second rejection of their clalns 
which constituted tho Issue, bnt took app.alsto tho Sxnnlnors- 
ln-ehlof ns they wore entitled to do. They persisted in their 
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attempt to fet second action on tholr olalae or the lsauo and 
«:en they finally round thens-lree unable to -st ,;uoh on ao- 
V.or. withdrew tholr opicM and proceeded ex parte with the 
prcsccrllon of tholr .^cations. The olein, of the,. «re 
r-jected, but. von a.-peol to the ficsnlner.-ln-ohief, .one of 
theeo claims mere allowed cr.d the Interferone. so. r.lnotated 
Including Sewcesb. Immediately, TTowoomb noeed ftr kleeolo- 
en the cround of ^ adjudlcata. -.ino, Tho^con and 

10 ’ Uh< * r4Wln e th * lr appeal(fron the Miner's d o 0 l,i« 
deny In- tholr rl.-Jtt to W, th , , ;a l«. of the l.pu, became pro- 
r'udod^fron afterwards -roo.odln n with tho Interference. Thl. 

* aS/ * Ti '' that t: *’ adopted and It a „n, to 

be th. ono that dhould ho applied horo. Th. contention rnloed 

i» that decision ya. that the Bcanlnor'e decision was Inter- 

lo©utory ac»r©ly and no 1 , 'Inal ir*>,e_ «... 

.mol. Thio, th© court refusal to 

fulopt aa it© ri©w. T*in»wr «,*«,_ + n ... . .. 

' 9ten t0 r9 i>*r<l tho decision in th© 
l0W °' ° ttM " interlocutory , bao.ua. It bain* . decision 
arnncatlTe or a rl-ht to claim tho question to which It re¬ 
lated cold be efterwd, rerloeed by any tribunal. Th V 
■tay -Bh« the decision of fo. Primary i w .lnor that Thor, con 
and ten;, fcrt no rl.-ht to meh. th. dale. In issue became ri nol 
an* re. odjadlcata. those parties »er* eliminated from the 
cate, and appellant w*, entitled to -o hence In the ftU and 
uninterrupted enjoyment or th. patent,* and ale,, .« ftlIw 

ereforo, that mho n Thomson and hemp abandoned their appeals 
from th. decision of the Primary Zx^ln.r demyln, their rl r ht 

that *«oltlea became final and 
re. adjudicate .. between th, parti., t. the laterftreaee, 

tent thereafter the OonalaUenar «. without Mtherlty to di¬ 
rect th, Prlaary ^amlner to readjudleate 1 » The,,.,., ^ 

t " p, ‘ " P * r ‘* the ,«„ti. B -tether had 

th. rlsht t. moh. th. ldentleal data. ,f tta lean, la the Inter, 
feronoe proceeding.• 
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The action for dissolution is -rants* on both 
•AyX>«a! is limits* to Sac. 20. 1909. 


-rounds. 
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'ppeal ;'o. 2370. 


-• a. Patent Office, beeber // . 


I,f0re th * XftBln 'r.-lo-Chl.f. on Appeal. 

in the natter of the interference be tee.n the P #u«» u 

r ng ... olburn and : dear Washburn, >io 976 n aT 
7 larfl 976,2 ® 7> ernntod January 

• 19C6, on an .application filed h.center 2a . 1904 fnd fh 

cation „f albert r. . U ch.oc k r 

^ ^i*‘?cclc for p lien* *# A 

rei»« u « of patent .'Jo# 605.064 

£» r,k;i ted ovenber 21 iqar 0 - - * 

x: * * Oli r-r] 1 <*r> t i nn f i 1 ~ .4 • 

a^icnxion filed August 14, 1901* 

" " WllCI,UOn ». Aerial ho. M8 . m . ' 

Interference :: 0 . 26,S*S. 

inprovenent in the anuf.etur. of 3h..t 
"n : otlon, 

tiidr® c , rur0j ^.ft/noron* * e^fin • **.. 4 - 

* 18 " - MB “ for Colburn and raanburn: 

*»ore. Chrioty ^ Chriatv and r . . 

.oleott for llltchcoolc, 

“ “ '' PP ' al fr0C th « *«**t*n of the primary 
* "° UOfl f ° r ’ ,l888l “ li0 " *«■** »> th. party Colburn and 
Lr0Uai ‘ that .■itohboo* has no right to oak* 

« claim# constituting the count, of th. l.su. because hi, 

application 1, „ ot for the .an. t„r# n ti 00 as hi. patent. a ad MO ond. 
that th. subject matter of th. l.cu. 1. re. fiesta betw „„ th .„ 

parties bv virtue of the dl..,lutl. n of n former int.rf.renc on tne 
ground that nit.Ucn... device ... lo . p „. tl „. froM lhlc , , cU#n ' 

no Appeal w*« taken. 

■he interference. inoic.ted above, i. be t.een , r.l.aue 
application of the party Hitchcock and a patent to Cothurn and 
burn. nlteheock*. reissue application a, originally filed contain, 
ed substantially the disclosure a. hi. original application, and 

.the drasing# „ r . identical except for the ool.eion of a f..tur# of 

the original dr.vlng., which feature #ub«<,uently .deed to th. 
reissue draalng. ?he pur p„ c ef th . ^ ^ ^ 




••th, *an to add oertain olaiaa which constituted the counto of an 
interference between another applioation of Hitchcock and an appli¬ 
cation of the party Cdburn and ‘ashbum on which the patent here 
involved issued. These claims, however, were rejected by the exam¬ 
iner ae involving new matter and subsequently cancelled. As the 
omission of these claims in the original applioation constituted the 
only defeot alleged in Jlltohaook's oath, it appears that their can¬ 
cellation removed the reason originally assigned for the reissue. 
However, three other claimo were allowed to I’itchcock on furtner 
prosecution, which elaims were suggested to the party Colburn nnd 
Washburn and the present Interference declared. After other pro- 
codings, which are not material to the consideration of the pres* 
ent appeal, the primary examiner obtained Jurisdiction of the in¬ 
terference for the purpoee of determining the opsrativenese of nltch- 
cock 3 device. After an inter js&rtes hearing the examiner held 
that illtahooek's structure was inoperative, the counsel for Hitch¬ 
cock having admitted its lnoperatireness at the hewing. 

In order to understand this holding of imperativeness 
a general knowledge of the structure will be sufficient. The 
subject matter of Hitchcock's application is a device for manufac¬ 
turing sheet glass in which a bait is employed to draw a sheet of 
glass through rollers from a tank of molten glass. ^*he sheet is 
held by grippers which raise it into vertioal position between the 
Jews of n severing instrument which severe a sheet of considerable 
else from the following material. The sheet is then carried on the 
bare to which it ia gripped through an annealing chamber, tne bars 
being fed along by endless chains and the sheet of glass depending 
^ vertical planes.. jii the original drawings and also in the 


drawings of the reissue application as filed, a chaft 8 is shown, 
on the ends of which are sprocket wheels carrying chains for lifting 
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th * * rlppla « i * r * »«ftloally UK) alts proalded at ena and with driv¬ 
ing MohulMi. Tha ahaft «. howarar, at tan da aoroaa tha path »f 
tha gi..,, thu. r.nd.ring tha d.alo. inaparatlaa. .hla ... tha 

•»!» raatura of lnoparatlaan... oon.ld.rad by th. .acinar at that- 
tlaa. 


Thaugh ooua.al far Hltcheaak adaltt.d th. lnoparatlaan... 

• f tha dealoa a Unit af arp.ai a«, flx.d whleh arplrad with no ,p- 
P*«l t^ran. Th. l„t,rf.r.ne. baaing b.an dlo.ola.d, dltehoeok pro- 

«..d.d part, to aaand tha oa.e and th. lntarfar.no. aa, , cb - 
aapnantly radaelarad. In hi. d..l.l„ n from .hloh th. pr.a.nt appa* 
-a. tak.n th. hold, tha, Kltohoao*.. right to th... data. 

1. ra. Judl.it. by alrtn. of hi. fona.r deoi.ion dlaaolalng th. In- 
t.rf.r.„e. on th. eround that Hltohoo.if. deal.. incp.raua,. 

Th. c... relied on by th. examiner 1 . th. S.woomb •• otor -a.., c. D . 
1»08. S3S>. in that o... T.woomb wo . in i n terf.r.nc. alth other ap¬ 
plicant.. temp and Thomaon.. o.ooub brought a notion to dl.aola. 
or. th. ground ...it tf-c partl.a hemp and Thomson hid no right to aah. 
claim, corra.pondin, to th. count, of th. U.u.. the eraaUn.r SIU t 
.d th. motion to dl.aola. and no app.al ... takon. r,ub..»uontly 
td,. claim, aero again alloa.d to th. pnrtl.. srw Th.rn.on on an 

a* £srt. appeal • A ne. Interference .a. d.oln „ 4 ,< t h th. party 
h.. 0 ,»b. h.veont moaeo for dl..olutlon on th. ground that th. mat- 
t.r ... re. JudWa and th. Court of Appon’. .aid that when th. 

d.ololon of tha primary „. wrMr b . <w floll lt bln<(lng upon 

pnrtlen and the ri # ?ht nf r—v. 

ri ' nt or uen P rnd to mait tae clulna >M 

res judicat a. 

It urged ,n behalf of HUohe.,4. nn«vor. that th. deci¬ 
sion in th. ewcomb oto- case t rntd on the fact that the declolcn 
of the primary eanmlner that the par tie. -.up wl d Thomaon hid no 
right to nai he ol.lm. a.. . final dccl.to on a matter 
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goinn to tne merits of the case, end tncy advance the view that 
the examiner’s decision of inoperativencas in the preeen’ case was 
an interlocutory ns-ter and point "to the fact that he subsequently 
permitted the amendment to the drawing to obviate the inoperative¬ 
ness. If, aowever, the objection of inoperativeness was curable 
the application would have supported the counts of the issue, and 
the primary examiner was wrong in dissolving the interference on the 
ground of inoperativeness. It is fundamental that the disclosure 
of an application is not inoperative where, by the exercise of ordi¬ 
nary mechanical skill, it nay be developed into an actual operative 
machine, article, process or manufacture. And this i 8 true whether 
the knowledge of those skilled in the art be applied to correct an 
obvious error or to merely supply ordinary mechonical detail, 

ut whether or not the ex.-miner was correct in hia holding 
18 innaterial 30 far ne the question of res judicata is concerned. 
The applicant, accepted the view of the examiner and permitted the 
dissolution of the interference to become final. 7he decision of 
the sxaminsr was in effect a holding that the party hitchcook had 
io right to make the claims because hs had never disclosed an opera¬ 
tive machine on which the claims corresponding to the issue could be 
based, and eicn a holding was as fatal to his right to make the 
olairae, and ao conclusive upon hia, as if his right to make the 
claims had been denied for «ny other reason, such as that the claims 
were not readable upon his structure. he examiner is in our opin¬ 
ion right in holding that having accepted his decision dissolving 
the interference Hitchcock was orecluded from prosecuting the claims 
e* 'arte• After the decision diesolving the interference the Col¬ 
burn and ashbum replication matured into patent, to wit; on Jan¬ 
uary 7, 1908, 


i 



Aftsr JUtthtottk had aaindad the drawing «£ parts to renown 
the feature of Imperativeness heretofore referred to.the examiner 
oalled hie attention to otill other foaturoo and Hitohoook filed an 

* 4 

amendment substituting for sheets 1 and 2 of hie drawing other sheets 

showing a aunber of ohang*a.intended to obviate the objections raised 

by the examiner. "’hese amendaente are in violation of the terns of 

Section 4910 of the Revised Statute, wnlch are as follows; 

"no new natter shall be introduced into the speciflcatlcn, nor 
in case of a machine pntant shall be model or drawing be amend¬ 
ed, exoept each by~ the other*. 

In the present ease no model was filed so that it would appear that, 
from the language of the statute, appellant is precluded from amend¬ 
ing hie drawings. 

But were it adnitted that the right of ilitohoock to make 
the claims is not res Judicata and that hie amendment to the drawings 
is not prohibited by tho statute, we are yet of the opinion that the 
ohanges nade, necessitated by the lnoperativenees of the original 

showing, ere not such as arc within the skill of the mechanic and 

• • 

therefore permitted by the established preotioe, but are changes which 
affect the character of the invention and call for the exercise of 
inventive skill. It 13 well settled that the right to reissue was 
not given for the purpose of amending inventions or structures to 
make them operative but was for the purpose of curing defects in the 
Instrument in which the invention ie set forth. 

The first change made by the party iitchcock was to confom 
the reissue drswing to the drswlng of the patent. it is essential, 
according to the specification, that the feed of the gloss be accom¬ 
plished not by the pull of the bait alone, but that it be assisted by 
*■ ^ *rced feed, and for -this purpose he provides pneumatic pressure on 
the tank. A pipe was shown for this purpose in the original draw¬ 
ing but omitted in the reissue drawing as filed. appears that 

it was proper to correct the reissue drawing in this rsspect. 


* * * 


!i tohoock further says that it is necessary to regulate 
the forced feed and the pull on the shaft a0 that the two are oquah 
J.o ntano for this purpose wan disclooed in the drawing of the pr tout 
or reisaue application «s filed, hut in the ovfcntitutc sheet* of 
drawings which were introduced 'pr.U f, l-ioe, the pipes ruppi,, c 
pneumatic pressure were shown provided vlti. « valve ? ./;d th.rc B 
dlegraphic represents tion or neene for controlling the otor wniefa 
drives the mechanical prrte of the device. it woulc uppoar to us. 
however, tbrt ouch ordinary rcgulrUne -fesns are inferable fro* the 
functional statement that regulation of the feed «-nd mechanism io 
essential. : n amending the drying to avoid the objection that the 
shaft 3 would interfere with the feed of the sheets of glass’the 
drawing wan amended to show stub shafts terminating short of the path 
of the sheets of glass and bearing the ajrockets originally s. l0 vn on 
the continuous shaft 3. ^urthernore; gearing in added to drive the 
sprocket which would otherwise, by romon of the change ti the atop 
»:^rts. be Without, driving moons. :t. is claimed on behalf 0 f .itch- 
cook that this change is a peminsibU one and ••ithiu the u ill of 
the ordinary mechanic. Ic further taken the view thnt vithout toe 
added elements the device would be operative for i;h. reason i u r. the 
oecond sprocket would be driver, indirectly through the endlcs:. chain, 
and the sprockets and shaft at the loner end of the anneal’ng chrr^ber. 

he means for nrv. ring the rl? into cl.eete is s.loo modi¬ 
fied by the changes in the drerin G end description. the patent 

this nc chan inn ip described in tne follov.-i,ig terns; 

v» convenient Mochaaisn for that purpose is clearly 

shown in >’ira. 1. i?, sad 4 and consists of blades 29, provided 
at .iair **ids wito trunnions 20, which nre mounted in suitable 
bearings on the frame 9. These blades are arranged on oppo¬ 
site aidos of the plane of movement of the sheet and are ro- 

2 ;® ' th ; t i heir inn *r or cutting edges while operating to 
crank tae sheet are moved in the same direction and at the 
ssme speed as the sheet. 'his rotation of the blades is ef¬ 
fected by means of rack-bars 31, secured to* the lifting-chains 
5 in suen relation to toe hooks 12 that the blades will be 
brought around so that their inner edges will simultaneously 


4 - 


l 


®»WJ, ?. 


oontaot with end bear upon apposite aids* of tho sheet in a 
j.ir>» a short distance above the grip . This raok*»bar Inter- 
a pinloc 32, secured up*n whe trunnion of one of 
the blades and intcnMihlng with a o<; rreeponding pinion 33 of 
t. * trunnion of tho other blade, it is preferable that the 
hooke and eevering wefcanlev should be ao located with relation 
to tne travel of the abeete that the blade® will operate uuou 
tnc aheet Juat at the tine that th- preceding: grip la beginning 
to peso around the upper sprocket wneele ?, *o that a alight 
bend or flexure will bo given to the aheet, thereby faoilltat- 

bla^ a*" Cr<lCk * i18 ** poAn or iAu * pressure of the 

it wan pointed out, however, that it would be impossible 

to cut class in tnia manner if it were sufficiently hardened to 

crack. it wan further pointed out t*nt trr rack 31 aunt be 

*°Jf* * : ‘ ou ^ t° Clve tne cutter bar* a cor.plete revolution ao 
?* '\ ?*** the ? A *2 P° aitAon for u.« next operation. To pro¬ 
duce . . * amount of rotation the length of the rack would have 
to ~*s -sore than three tlaes the diacctcr of the gear 32. If 
thi* racx were & rigid bar it would extend over the length of 
a. leant more tnan two link, of the chain and would, hence, pre- 
x ** j-uding, if attadied to one link it could not naoo 
_ tne upper sprockets and would interfere with the crip bar 
feedx.)g meohaniew when passing around the lower rocket wheel..• 

eply to thin criticism the new drawing disclose* the 
blndes ** of wuch width an not to meet when lying in the *%r.e plane, 
aee figure i, and it was caid in tho letter calling attention to the 
changes that the knives are not in contact when in operative posi¬ 
tion; that they were not intended to act ao cutters but oimply for 
chilling tne glaso in a line aorcas tne aheet sc that it would readi¬ 
ly crack• o suggestion of this operation was contained in the 
original patent nor in the reissue application as filed, out it ap¬ 
pears fro.:, tie use :f the terc -cutting edges* in connection with 
these -lace., ind tne fact teat the blades lere originally aa own a. 
in contact in one position, that they were supposed to cut or indent 
the glass *htn-ia a serci-plastic condition. "itcftoock cailo atten¬ 
tion to the fact that ix. tne original drawings these plate. w«re 
shown hollow and apparently with passages for fluid through their 

«.ut this structure would not necessarily imply that tne 


trunnions• 
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bl^.. were Intended for chilling the gloe. to ernolc It .v the point 
of oontaet with th. bl.de.. for It night have been intend.! to cool 
the bl.de. to prevent their de.truotlon. However. the oper.tlon. 
no fnr nr. doeeribed. appe.ro to have bee. . cutting operation ana 
the apparatus an originally di.clo.eU ooulu operate in no other nay 
since t^e bl*de» were a>u»wn %a cowing together. 

* n rCply to th€ uxafiiin«r*u criticism that the rack born 
n ® 8h0wn woul<i not opcrtt • ** a inoerted the following cuMndoant: 

t"«*rnci'bar’wil^ 10 * hioh “ UOh ‘ ,#otio ° “ eeeur.d, no that 
ehain?* ” 0 ’ e aro ' Jn4 t; >» ^rocket wheel, with th. 

... suggestion of any suoh structure was dl.closed either in the 
original patent or in the reissue application *» filed. 

The examiner further objected to the grip bare as inopera¬ 
tive. It appears that there bare with their gripping finger.prop¬ 
erly positioned are laid by hand in po.ltion to be engaged by the 
vertically acting sprocket chain. Th. gripping ir) the Ufu 

ing operation pn. B conn ea which are ,uppo..d t0 turn tll0n dom ^ 

position to , rip the. glnew. It appears. however, that there le 
noth!ng to hold thee, in this po.ltion after they p„. the C8r , 0 „ 

"* that a. originally ehown they are Inoperative. 3n the , ub . M . 

tut. eheete of dr.wlng the grip bar. are ehown a. provided vlth a 

Groove or *hould-r portion «nd the firmer, « 

. lrs^ert ns r>re®einf tho chest of 

glntin into thin -roovo. ^he rJcacrioMnn i n 

oeacrio.lon In tae relanu® application 

aa filed i«» a*, follow*: 

th. nwS* 1 f5Ti , i!. e 2SJ2."3 ,, S! b V he Sook '> »f 

dlass being drar,, LtU S' ° f 

2<i. wnxon are *ecur*d to the frm S I! ol J*Ang-.to?« 

th* r >y the en ^ eMen t of tn*ae fingira with Sf ** Fic * 

the fingers are turned down In front of th^ ^ hft 4 > clo »^n«-*topc 

bar ther «° f 
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‘ 0 in figures 8, 3 and 10* It would appear that after the 

i8 •efficiently cooled the gripping bar* would hold it by 
Mans of these shoulders or ridges formed on the glass* There 
is nothing on which to base this operation in the original disclo- 

further than the statement that the bars ere provided with 
shoulders* 


■io are satisfied that the Hitchcock original disclosure 
•as inoperative in the features to which we have referred; that 
•ewe, if not all, of these changes are not within the skill of the 
ordinary nechanio and henoe not such as could be made in an appli¬ 
cation, ahethsr original or reissue, after filing. And further, 
the changes ere not for the purpoee of correcting defects merely in 
the legal instrument but relate to the aotual device disclosed. 

Th ® smamlncr was in sur Judgment right in dissolving the intvrfer- 
•noe for the reasons given by hi*. 

The decision of the exaainer is affirmed, 
uimit of appeal is ^Ciy\ *3/ /?/£■ 


John B. 1'acauley 
7. G. Steward 

r.xaminers-in-Chief* 


3rd* aeabe* absent* 
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EXHIBIT »0. 16. 


January 26, 1910. 
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In the United States Patent Offi c *. 
Colburn and Washburn ▼, ItttchcocV. 


p fctent Interference »*o. 26,866, 


Appeal from Examine-s-1n-Chlef. 


Manufacture of Sheet -lass. 


Application of Irving 
. ,2 p * 1^°4, patent 

Application of halbert *. 
granted Uoyemher 21. 
filed June lr, 190,: 


^• Colburn nnd 
printed January 

.. . . , «w • » * - ■" I V < f. f »1 . 

190? "o k 14 • 1901 • n* , r nt 

S82?321? ’ • r *'* 6U * 


^dpar Washburn filed December 

7. 1908, M o. 876,267. 


Messrs, 

Messrs, 


’’auro, Cameron, ’ e/. Is 
Christy A Christy >,rd 


f Massle for Colburn and Washburn, 
r. ~arvl n S. Wolcott for MtchcocV. 


Thle la an apnml by Utoheock from the decision of 
txeelna-e-ln-chlc? .fflr,l„- .be decision of the primary „ wW 
dtseolyinp this Interference. 

MtchcocV is an applicant for reissue. Colburn and 
VaaWburn are patentees. 


Tbs Interference „ orlrtnally declared In >c ember, 
1906, embodied three counts. Soon after the declaration Colburn 
and Washburn moved to dissolve, allege,- non Interference In fact 


as to count 
three counts 
inopcratlre 


1 and that ’ 1 tchcocV had no rirht to -aVe ary of the 
on the rround, anon- oth-s, that his apneratu* was 
for the nurpose described. I n hi.-, decision on this 
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motion, the oxaminer dissolved the interference as to oount 1, but 
held that hitchcock had a rir v t to make counts 2 and 3 which are 
the present counts. Times were then set for taking testimony, but 
shortly thereafter, the examiner requested JuMadictlon of the In¬ 
terference to consider the *operat.ivenesjs of* the '*ito*eock derlce 

repp^ot to the several sections passing the shaft A," as stated 
J.n the decision rendered by the primary ocamln-r on this point Oct¬ 
ober Z, % 1907. Before deoldlng this question an Inter partea hear- 
in? was had. At that hearIn? the attorneys for Colburn and Wash- 
hum sought, to urge that other defects were present in Mtohcook’a 
device, but the examiner prcp-rly refused to reooen the question of 
inoperativeness, which, as above noted, ms considered on Colburn 
and Washburn’s first motion to Issolve, except aa to the effect of 
shaft P. Counsel for MtcNjook admitted at the hearing that the 
shaft A wao in a position to rake the devic- inoperative in so far 
as It prevented the passage o' the sheets of glass, a fact which mo 
perfectly obvious on the face of the disclosure once attention was 
called to it. The aotion of the examiner upon this state of facts 
was expreoeM-’ in- tha following words -The interference is according¬ 
ly dissolved.* He set a limit of appeal fro« this decision to ex¬ 
pire *0v«aber 24, 1907. Wo appeal was taken. 

Two points may here be noted, first, this decision did 
not In ter*. bold that Hltcl*ock *ad o* right to make the claims la 
issue 4}nd therefore ia vi«s or.jfis qd missis* before the ex miner, 
thsi^ was no reason for; film to appeal) woond, the record does not 
ahow tbs t t there wee at axis tiwe any contention cither for or against 
Mtcbcocpc’s right »ar remedy the dsfsoc hs admitted to exist. 

Tkfe interference ■••’w cUeolvsd the examiner permitted 
vttchooofcTo «*e r i fcxa drawings by showing ths alddle part of shaft 
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0 out out and, furtH^r ror«, r*qulrad)ampllfleetion of the specif1- 
oat Ion *nd drawlnr •« *o nwral ut*e r detail* o'* the structure. 
Jhar lng the time consumed in cornnlyln'* vlth these requirements the 
Colburn and Washburn application wac passed to Issue and became the 
patent now involved herein. 

When v ltohcock had satisfied all the requirements»of the 
examiner, th* tnterf-rence was redeclared with ♦he same Interfer¬ 
ence nOaber and -1th the same two counts which had previously been 
held properly readable on Hitchcock's disclosure In the examiner's 
decision on Colburn and Washburn's first motion ^or dissolution. 

Shortly after.the redeclaratIon the present motion to 
3 lasolve was brought by Colburn and Washburn. As presented before 

the examiner of Interferences for transmission, it contained three 
grounds as follow*: 


♦ 5llt « h o®<* has no rirrht to make the claim ccnsM- 

tilting the counts of the i ayue * 

"(a) Because his device la Inoperative *. 0 drew 
sheet-^lasa: 

*(b) Because his reissue application is not f cr 
the same invention as bis patent ' T o. P 3 © # Or, 4 * 

♦ v,« ^causehe ha* not co.molied with the law and 

the Buies of Practice relating to t*e rrant.ln^ of 

reissue# x x x 

h ? haB not alleged x x that hi* 

tv* V.?v “ V i Z t Bub J‘ J ct-matter at Issue between 

t e parties Colburn & W a #hburn and b!t c >>cocic Is res ad 1 ud1— 
ca t. a. x x x —— ■ 

ift •rteZenc*;** x* J| b * #w,ae of Irregularity In declaring the 

Oround (l) (a) was refused transmission by the examiner 
•f interference* for th* following reason*: 

•• Coiw«.*» M « h v r JI!f 0nB {°r 4 . ln °P 6r<ktiT « n «® s alleged are such 
a* Colburn and W»,hburn night have raised or did raise in their 

thil dlaa ?iy tl ® n w^twr the original declaration of 

tl^n lTlII? C ? 4 0n i hl ! l»»ua. Their original mo- 

dissolution having boon denied or having failed to 

tnei^w " °J r i a ]V 6 “ 0n * ftr dnoperativenesa here raised 

n J* Preluded from urging the Inop erst Irene ss of hitch? 

«d t 2 iC€ w° n t 52 ^T 0unda for reasons fully stat¬ 
ed in Townsend v. Thnllen v. Tonne, 138 0. 0. 7dP.* J 



(1J ,. w,s s, °° ^ t0 T0Unds 
(c), ( 1 ) (rf) Bn<1 (j) # 

Ground ( 1 ) ( b ) was trans-nittM In n.nf 

in part as expressed In 

^’Howinfr parerrnpb; 

in so far 2TuV<?'i™\ho? thVhttn<J° v^* ,ht3 

tion as amended Is for ft “diee.jJ !' , tc ^ coo,t r «i*4»Je eppllcn- 
cat Ion aa rrT-d. It appli- 

burn to u rgm that. hitchco-v». i 1%t *. or Co ^ l ' u *‘n and n'aah- 
ly filed was r or a different )r\*#*»r application uu original" 

orountf ( 2 ) r.uttrr to th. ,....tl,„ , f r „ mj.*,..,. 

••a also transmitted. 

R *° h P#rty Rp ”"‘* 1 * d r ™" Alston trsn.-lt.tln, th. 
■otlon 1„ so f«r .. ,t „„„ t# M „ ^ f> „ 4-#| 

•ff ir*ned on June 25, 1909. 

-ha Motion was *>»n h»*tr* ..^ 

. ' anc ^ was '’Abided a^alnat. H tehem 

on ho* h of the grounds trarmoltte-* by tve orinar 

» oy me prlnary exunin-r and 

th^a examinees-In-chief t n turn, »nd *he , r , 

» np nr*.?#*** r«cof>9} vm& ♦ n v #Jn# % 

'■rom this Mttoor or th, c „, M e ,.. r ,„ frf , w# Hp . 
but too nation, now up for cona, W ,o„. , lr ,. ;> ^ 

interference be ^ . 

c 'ssciven becnufte M tehr orlr * .* t n„n 

c rocK w aonll notion mend¬ 
ed !a for fl B ^ 

Inr-ntlon To- To spoil c -,. l0 n .. fn ^ 

are and, .'■ooli It b» lis .olrril b-esna. To .„v. . 

ciufae me 3ubJ ect-nitter t>,n-*eof is 

roa ad.iud lcata. 

" t0 th ’ flrst “ •"ouM b. m ., d ^t., iL ,. 

ference between th»» int.ntu. ». 

InTsntton aa sbc,„.,bon tbs oppllctlon was 

m.e, nd as shown no, t. net .n.oa r.., w f/>r d ,„ olTlnF 
ths lnt.rfsr.no.* If th, showing as r U .„ .. <p!>#rta< , ^ 

1S ”“ P ~“ n ' "Wh. th.„. ,t lm.tsrlal 

for th. purpoass of thl, interforonc. .b.t C h„„ bow, b.,„ 

unlsaa. lnd,.d, a wh,U y 1 *f.r.nt aosels, of T- lotion h.. 

b-n .ubatltutod, .Mch is obwl.u.ly not tru. this ..... , f 
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th. ohWff.. mad. ..re warranted, no not,on need 6, ta-cen of tv..,. 

If not, they cn bn eliminated. after tv, Ration 0 e prlorU , ( 
b«on determined, by proper a n.rte action. 

.Applying these principles to the present case, « find 
that Colburn a,d Wshburn had th-tr day 1„ court at the tine of 
their f.ret motion to dissolve for shoe,nr that Hitchcock's appll. 
cation .. filed would not support, the claims. They ur*ed then that 
It »«1H not. and the dueat lon *„ decided a-alnst th-e by the , x . 
-inrr. Clearly, therefore. »w ere not entfled to raise th. 

- 10 " 8 '"‘ ,n Unl,S " Rt heartn-. „ polnt e d 011t by t „, 

examiner of Interference. tr.namltt In- this notion. It la not 

unders+ooi ♦*rtt. *v« v ,«.* r .«_« . , 

1 * present disclosure will not 

cupport the claims. but it Is clear that If the original .ho .!-- „ ld 

the present. ,„e -111, sine, the chan,, mad, were for the purpose 

of supplement In;- the shoalne of details or to correct obvious 

errors, 1 „ response to, end r or the purpose of meeting t he re- 

qulrn-ont.a of t*e oxa^i^r. 

Resolution upon the ground that the application as. amend- 
a different Invention from the application as filed ml-ht, 
therefore, be denied elthout further comment. hut It may fc . # . u ’ 
to consider particular one cWe ,„ st h „ ^ B , ands 

upon » footin'- someohet d Ifferent from tv, 0 *h~s. Thin t.h, 
Ohan.ee ,n the sho.lnr Of shaft *. It mldJrt h, „ r ,,d tv„. Oolburn 
and fash bur n are not nos precluded from object!-- to this chan-,, 
on the present moMon. h-oause after th. decision on the fIr.t mo- 
tlon to -lacolre. hold In- that h,t c v c ooVs disclosure would 9vpp9rt 
the Claims. MtcVcock's attorr-y ha. admitted thrt his defl- va. 
inop—at lT e In tv, 6 respect (see examiner's decision of October 
28. 1«07). and tv-t unleas th, c.ar-ectlon of this feature .a, ,. r . 


ranted, Mtcheock h« no. no Hr- to -nke the clatra. Colburn 
•nd »a»hburn contend that amendment the Mt.beoek 

percisalble under section dSld of the Revised n*„ tut „ , tnd 

olncn ho Is nn applicant for rM.m, .nr *here 1, no 
*od.l on rtln by -hloh the correction a,;, bo a.do. It 
doubtful whether this question can oroperly be raised under either 
of the nround. of dissolution traneHtted. but „ T .„t »„ 

contention 1. believed b, unsustainable, first, because the 
admission of thl tehee ok Is not an admission of such inoperative- 
nes.- aa 1.-, fatal, and, aecpnd, because Ohe provision or ooetlon 
49lr, the Revised Statutes that, In the reissue of a machine p, t . 
on, the model or dr. w i„- shall not be amended except each by the 
other la bellaved not to apply to a case like the present. 

The .haft ft as- originally 3ho-n by d0MM Un , # , n f 

ur. 2 extended directly aero.. . pe,s. p . thro..-, which the susoend- 
rd aheata of ftl.ea nust paea accordlnr to the ordinal deeorl-tlon 
Of tbe operation. It would be obvious to any on« building a maeh- 
ln. In accord.no. with the patent that thl, shaft must bn rmoved , 
•nd It mlrht be done by alaply cutting out the center section, 

Without deotroylnr th. .potion of the r.aohlne. Hitchcock ^ended 
hla drawing t. she* the .haft ao cut «. y .n d d ,s fac , r „ &r . 

in* in ftpure 2 for drlv^, directly, th, rlpht hand end of .b e 
•haft. Th. e ..n„r ... no t essential, however, and »,. , f ur e h er- 


•ore. . warranted addition alnoe auoh rearing haa. from th. r lmt , 
been Indicated . t th . t pl . 0 , l n ' fl)tur . a . Th , deree . nQt> 

therefore, one th.t rendered th. Invention a. a .hole lnopa-atlve. 
and I a. convinced that th. original ahowln* would have aupport.d’ 
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the claims in isaue if for any reason amendment had been Impossible* 
It seems doubtful Whether eection 491$, of the Revtoed 
Statutes was Intended to apply to a oase where there was no model 
required, but assuming that it was, it must in such a oase be tabaa 
as referring only to substantial amendment of the drawing, and net 
to the correction of obvious mistakes of the drmfts-an. That the 
Supreme Court of the United States has taken thla yiom is indicated 
by the fact th*t in the case of Hobbs v. Beach, lftO U. S., 385-394, 
*h^' sustained a patent to ^eoch reissued for no other purpose than 
to correct a mistake in the drawing and the records of this offl OO 
show that there was no model filed. In discussing this point the 
court said: 

"Possibly the error was such as wo'ld not have impaired 
the patentee s rights under his original designs; but ha was 
entitled to the full scope of his invention and if he ware 
dissatisf ied •vith t v, c dr?>.w ings as they stood, and the erro r 
was a purely inadvertent one, re think it was within tha hria^ 
diction of the Commissioner of Patents to order the oatent 
t.o be reissued. 

m * * > > * •; 

"T v e only alternative of a reissue was a suit upon the 

origin*! pit'vrt, in v v ich the patentee would be compelled * 
to take hts chunces of success notwithstanding the er^or in 
the d«-awln^3, when in <r»3e of defeat the time in which to 
bbtaln a re icaue night have expired. We do not think he 
should bn driven to thi.; expedient." 

Sirco the showing of shaft P aa clea-ly inconsistent 
with the description of the operation and obviously an error of 
the drafts-an, I a~s clearly of the opinion that, there is no r*as«B 
for holding thnt Mtchoock has no right to make the claims on 
count, of such defect in original showing, and that in arjr "vent the 
fault was such as might be remedied, for the canons given In the 
decision of the Supreme fourt above cited. The oth*r changes made 
In ’ itehcock's dr*.,in^s are found to have no relation to the q» ms- 
tiono raised on f hl:> apoeal, end need not be considered at this 


t ime. 
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It mxtns to determine w v ether the eubjeet-matter of the 
interference is res *d lud l oot a by reaeoa of the decision of the ex¬ 
aminer, dated October 23, 1907, d lsaolvinr the Interference on the 
ground that hi te^cocV*e dev if* was inoperative due to the position 
of the s v aft P. 

In support. of their contention that the subject-matter is 
re* ad.ludlciit ft Colburn and Washburn here cited the case of the Xaw- 
comh ' f otor Company v. '-'oore, 133 0. 0., lfiftO, 30 App. T>, C., 434. 

Tv* holdln-T In that case Is, briefly stated, that a derision on a 
motion to dissolve holdtn- that ore of ♦/-•e.part lee has no rifthi to 
aaVe the claims, renders the question of his rirfht to -.ake those 
claims res n1jiidic?»t», unless *he appeal provided for by the rules 
Is prosecuted. The circimctar.ces of this case d 1st.infpiish ?t from 
the Vewcomb Motor Company case in several important particulars, 
first, hitchcocV did not make any attempt here to try out ex partes 
a question which he should have appealed Inter partes, ns was done 
In t v * v eweor.b -'ot.or case. *£9in, in the latte** case the interfer¬ 
ence os redeclared presented exactly the same situation is pre¬ 
viously, while t n this case the defeot, ^avinn been found formal 
rather than substantial, had been wholly removed before the rede¬ 
claration; furthermore, and oerhape moot important of all, the ex¬ 
aminer *a decision did not state that V.ltcheonlc had no rl^ht. to make 
the claims. That the examiner did not, in fact, consider the 
defect In Mtehcock*a dr&v*in«* such cu> affected hie ri-ht to make 
the cloimo is indicated by the fact that V d i-* not d*ny this ri£ht 
In th'e decision **•». rendered and by the further fact that he nd— 
mJtt.ed the amendment overcoming *>e defect and reinstated the in¬ 
terference. It soul* seem ‘hat he considered it rather in *ho 
nature of tin informal lty in t>*e declaration thr interfer nee. 
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'Onsldered In that lirht the case presents a situation analogous t.o 
.that of Man t. Shepard, 105 0. 0., 2 0d2, where an interference hid 
been dissolved upon th a r round thnt there was no Interference In 
fact, and wherein It was said: 

h*f.JL*.v* % l! houyh * n interference was de C 1%-ed f 0 exist 
beta an -hem. it was dissolved without » fins} decision un- 
1 * lon Of priorl*y of inrerMon. • The office -ay 

lJ d d.M*to ^:*ij t ' rf, I #noe "' fT ' ! th ' l * , ooolMt1on ■..jo ci.Vr- 

It would seen that, if examiner e of the opinion 
that the defect in Hitchcock's drawing was such as *i r v he cor¬ 
rected by amendment, he was in error in dissolving the Interfer¬ 
ence because of that defect. Put whether the procedure of the 
examiner in dissolvinr and relrntatinr the Interference w ? ,s the 
best practice is not now un for revlo,. It Is sufficient, to de¬ 
termine ehetw the dissolution was conclusive of the ri.. ; ht. of 
ons of the parties to make the elates In issue. In my opinion U 
was not. The decision was not final because the^ re-alned t.o be 
determined whether the defective Khowlnr of shaft. * was such as 
mlrht be remedied. The case la c! early dial, In ruishaMe fr0fn th , 
Newcomb ?fotor case in this and o*V*r reonects above pointed out. 

I am of the opinion that. n o valid grounds fo- dlajolu- 
tion are presented and that the cose Is Peculiarly on* which should 
not be disposed of on on Interlocutory .rot ion, but should proceed 

to th* takl nr. of testimony and final hearing on the 

# 

The decision of the exo.mln*rs-in-chief is reversed. 

?. Fillings. 

February 12, 1910. Acting Commissioner. 
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*®c*ftdi’v* g nr** *hin da*' r-ounod 


intorforonc.T h»H + ires 


f nr taking to»^in>ny 


in the n''or** entitled 
* 

and -'or final hoarinr 


are react aa follows: 


Testimony in chief of Cor,urn end Washburn to clo.eHarch 2a, 1910 
Testimony of Hitchcock to close Anrll 2.5, 1910 . 

Rehuttal testimony of Colhurn und v.'ashhurn to close Hay 0 , io 10 
^inal hearing July 12, 1910, nt 11 A. »r. 
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JO f m m *m tc«lt*n$ §houi,l U »<*d r t— 4 I* 
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Wnkii|lM, D. C. H 


•-•58. 

DEPARTMENT OP THE INTERIOR, 


EXHIBIT HO. 18. 


United States Patent Office, 


WASHINGTON, D. C., 


In R» Interfere ace 


Hitchcock 

v. 

Colburn and Washburn . 


Aug..~.2A.., 190.9. 


Before the Primary Examiner, 


Division .—Ao 


Ho. 26,006* 


Ui^.ufacturs of Claaa.PlASas. or Sheets. 


Please find below a communication from the Exmmlntr in charge of Division^L^,. in 


regard to the above-cited case . 

Very respectfully , 



Commissioner of Patents . 


MSt ion fbr Dissolution. 

*'r. D. s. Wolcott for Hltchcoott 

% 

**r. 3. T. Cauoren for Colburn and Washbom. 

iri9 oaso coaos boforo as on a B*tSon Ibr dissolution brought 
bj Colburn and Washburn and transnlttod for consideration of tfco 
CXOvbsA Slat 

* has Vo Rlofct to ^ the TinWi 

•J®**** sunjo o vanettoror vm solo count of taxo 
iocuo o„ the interference is rot ad tvioabw hneing *v>mod the 

ieT,c of the intsrfore^o dooSii 1 SS^ Sd 

JJ°?t a# WA herring been taken thrro* 

- r ?=? T 4 ;* 4 ? tb * * *?? -«■ ap^eeC Tio* # Oetsber 16, 1S06, 

said interfersnoo finally tsmlaatod.* * 

The issue of this interfersnoo is 

In -n apparatus for tbs asaufsotara of shoots of rXoa*. 
a heated oh&ubor, esoso for gripping and Bering a shoot of gLnfloT 
er ranged in laid ohsabor and aeaao for operating the grio /inr 
-echanisn arranged outside of sold chaafesr. ^ C *' 4ac 

This woo originally oowit I. There uoro originally nia bat 

the interfersnoo uno dioooloot os to the others jyfty 19. 1006# Zt 











8S 


Vit«h«Nk r». Mkn 4 !•» 




was dissolved Oat* 1M as ts the rsaMnlni (lh« pngaalloeoBl 
M was la tar nnMiM Var* 1*, 1809, ip« the renewing 
groradi 


•This interference (96,008) was dissolved Oct* 0, 1906. 
f6r the purpete af eUbet ttut lag far the application of Hltohooak* 
a reissue application af that applicant la a second intorforonon 
with a greater nwaber af issues Uatf. He. 36,866)• 

Xn sat'd interference, 96,866. tha count of 36,006 rma 
lnelnded* Xt was decided, however, Mar* 39, 1907, that tha saM 
scant did sat itaaa tha sans la tha two oases and sold Into rfer n u os, 
26,866, was 41 sbo1t 6« as to this count* 

Xt appears that this interference (36,006) -should ho 
reestablished between tha applieatlca of Hitchcock and tha Colburn 
and Waehbum application, saw patent Wo* 876,267, *s no this count* 
X have tha hanar, thoiwfara, to forward iaterfersnoe Ho* 36,006 
for redeclaration, as to tha tingle ootnt* 9 


Xt la argued as behalf af Colburn that slnaa fron tha deci- 
alas of tha Hrioai? Ixamiaer dissolving Ha* 30,868 aa to origin¬ 
al count 1, aa appeal tbs takas, that deals Ion bsonne final and 
£tt ad.iud testa and that slnoe tha subjeot natter af that count 
la tha aaas (though their eoepe say bs different) aa that of tha 
present Issue, tha a bole subjeot setter la ras adladiaatou 
Tha oaunt af praaant interferons# Is nearly tha saao ae 
count 1 of 26,868* Interference (80,866) ^as dissolved as te 
this count Var* 29, 1907* 5a appeal was token thnrefroe* This 


di societies m to tha affaot that while bath parties nl^ht oaks 
the Issue it had different naan Inga In the tea cases* Concerning 
this, Hitohoaak says In his present briefs 

■The ixiBlnar In declaring the interforonoe, recited 
that Hitchcock was entitled to olala tha present icrjo* Tty his 
dowlsios os Oolburn and Washburn 1 a sot Ion for dissolution, this 
jndgsent w*a jcftarflr^ed, and it was further hold that thin iomas 
had the ew*a srsaoing whan applied to tha ssshlnas described wd 
ahsan la the application lnrolTad is tha Interference. A daci» 
si os la another Interference lnvol-la* a different applloatton 
of Hitohoodc and aa entirely different state of f'-cts, nnd can¬ 
not haTO any boar lag os the present ease* 9 

ft so caw that Hitchcock** oestantlen ie sound* The prsoont 
Interference, 28,908, Is a different erase fron Xnterfor^noo 
96,868. Because uhen a count af 84$868 when read apes the n%rco~ 
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tm of Col tarn ana *a*ht«ra it naat seaethina difibmit fm 
«h&t 11 neent when read epea a lit ohoodk strueture* it doM ant 
follow 'hat a so-wo^at different count wh«i mad upon the mbs 
at mo turn w of Colburn and thshbum aeast ease thin* * iffnrurrt 
,, h r t it noaao road upon another and different itmotqn 
of Kiteheocb* 

«dJttlicnt& a“«w that the x*ostlon has boon prerieualy 
decided. The question prewlouel? dtoided is that of no lnterfsr- 
cr.co in feet no to a different Issue In another ease between the 
crre parties* That litohcoch aciuiesoed in that need not bind 
!.la in this* The piestien inwolTedi i* 9* 9 the relatlen of the 
subject matter of the interferons# of the applloatlons io differ* 

ent • 

The motion is denied* 

There is ne fppeal* 



Room No. 201. 


»— 824. 


" or PATurra, 


EXHIBIT NO. 19. 


y.>. 


department or the interior, 
United States Patent Office, 

WASHINGTON, D. C., 


Paper Jfo. 


!M HE 


Intorforonco »o. a. 

Hitchcock 


Eovoaluur..a.. 190 g. 


Colburn and P'aohVjrn. 


Befof the Eseminer of Interferences. 


Colburn and ’Vashhnrn, C/o ffa, 


»ro, Carwron, Lewis & ?taoni«, City. 


Please find below a communication from the Eeamin.* 4 
to the above-cited case char 9° of Interferences in regard 

Very respectfully. 


Commissioner of Patents. 


•# 

Proceedings art* this day roM-j?n«,i i« , 

.iimeyl in the a^oro entitled xn- 

"r:*erer!ee ar.d *w„ * . . . 

. 1 ' tln « -°»*lnony am! for final hearing 

ra rr»n-. an -olio »s: 

’'ltchcock'a testimony In chin? to clean January 5 . ln0 . 

0 «l-..rn * S.chhurn*, tentmony to close Pehruary 5 , join. 

1 itchcock'a rebuttal tentirony to clone Pc'n-uury 21 , io 10 . 

Pinal hen-inn April 21, l«10,-,t n A . w. 
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9o Hub to Show Cause. 

Filed March 23, 1910. 

* * * * * * * 

J.'n <onsideratio., of the petition for maudamu, in the alxne- 
ent.tled cause, it is ordered, on (his 2:Sd day of Mare],, 1910 h at the 
respondent herein slam cause on the oth day of April 191o’at 10 00 

ivrit°o k f M V ,ef<,r Y "n ] f ’"" rt : sitti "K «» Circuit Court Xo.’l. why a 
'lit of niaiidaiiius should not issue, as prayed in said petition• iiro 

uded that a copy of this order and of said petition he served upon the 
respondent on or before the 24th day of March, 1910. 

. WRIGHT, 

Associate Justice of the Supreme Court 

of the District of Columbia. 


90 Answer of Respondent to tin Dale to Show Cause. 

Filed April 5 1910. 

******* 

1 ^olumbia 1 ^ 16 ^ ' hu ^ e * ° f tIle s,1 l ,,eil| e Court of the District of 

The respondent, Edward M Moore, Commissioner of Patents for 
answer, paragraph for paragraph, to the order to show cause why 

belief^ ° man< a,m,s <,loul(1 not upon information and 

1. Respondent admits that he is and was Commissioner of Pat¬ 
ents as alleged in paragraph 1 of the petition. Concerning the alle¬ 
gation.'' respecting the relator contained in said paragraph respond¬ 
ent is not informed and can neither affirm nor deny the truth of the 
same. 

2. Respondent admits that the allegations of paragraph 2 of the 
petition are true. 

3. Respondent admits that th° allegations of paragraph 3 are true 

4. Respondent admits that the allegations of paragraph 4 are 

true. 

97 5. Respondent admits that the allegations of paragraph 5 

are true. 1 

6. Respondent admits that the primary examiner of his own 
motion dissolved said interference No. 26,006, as alleged in para¬ 
graph 6 of the petition, hut denies that this action was a final disso¬ 
lution of said interference. 

Respondent admits that the allegations of paragraph 7 are true. 

8. Respondent admits that the allegations of paragraph 8 are 
true. 

9. Respondent admits that interference No. 26,866 was dissolved 
as to count 1 thereof by the primary examiner, as appears from his 
decision of March 29, 1907 (relator’s Exhibit No. 5), but denies that 

2—2490a 
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the ground of such decision was as stated in paragraph 9, and further 
answering says that the ground of said decision was that said count as 
applied to the applications of the respective parties had different 
meanings in the two cases. 

10. Respondent admits that the allegations of paragraph 10 are 
true. 

11. Respondent admits that the allegations of paragraph 11 are 
true. 

12. Respondent denies the allegations of paragraph 12 in the 
manner and form in which the same are set forth therein and on 
information and belief says that the truth in regard to the matter 
apparently attempted to he set up in said paragraph 12 is as follows: 

The primary examiner after obtaining jurisdiction of said inter¬ 
ference No. 20,866, for the purpose <>f considering the operativeness 
of the Hitchcock device gave notice on September 10, 1907, 

98 that an inter partes hearing would be had to determine the 
operativeness of the device of Hitchcock in the following re¬ 
spect: 

“The shaft 8 extends from side to side of the machine. Fig. 2. 
The grips, it is stated in lines 10, 11. page 7. are carried around the 
wheel 6 with the severed sections (of glass) sus|tended therefrom. It 
is not seen how these sections can pass the shaft 0 (8).** 

It further appears from this notice (relators Exhibit No. 8) that 
prior to the time said notice was given. Hitchcock had filed an affi¬ 
davit giving an explanation of the operation of the parts referred to 
in said notice and stating how figure 2 of the drawings should be 
changed to agree with the rest of the application, but that the ex¬ 
aminer considered the affidavit as an amendment and held that 
under the provisions of Rule 109 of the Rules of Practice of the 
Patent Office, he could not enter such amendment during the pen¬ 
dency of the interference. A copy of the affidavit of Hitchcock is 
attached hereto and made a part hereof and marked “Exhibit A.” 

13. Respondent admits that the allegations of paragraph 13 are 
true. 

14. Res|H>ndent admits that relator's Exhibit No. 10 is a correct 
copy of the decision of the primary examiner rendered October 25. 
1907. after an inter partes hearing, and admits that said interference 
No. 26.866 was then dissolved, but denies that in and bv his said de- 

t 

cision (relator's Exhibit No. 10) the primary examiner held in effect 
or otherwise, that Hitchcock had no right to make the claims con¬ 
stituting the counts of the issue of said interference No. 26.866 and 
further answering says: 

That following said decision of October 25. 1907, the primary ex¬ 
aminer did not reject the claims of the Hitchcock application on the 
ground that Hitchcock’s device was not operative with respect to the 
matter considered at said inter parte* hearing, but on November 23, 
1907, admitted an amendment to his application filed by 

99 Hitchcock on November 6, 1907, a copy of which amendment 
is attached hereto and made a part hereof and marked Ex¬ 
hibit B and which was substantially a duplicate of the amendment 
filed by Hitchcock SeptemWr 7, 1907 (respondent’s Exhibit A). 
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That in his official action of November 23, 1907, admitting the 
amTn^'said ^ ^ ^ November 6, 1907, the primary ex- 

The application drawing has been amended to remove the fea¬ 
ture ot lnoperativenes in respect to the shaft 8.” 

Tiiat in his official action redeclaring said interference No. 26.806 
(relators Kxhibn No. 12), the primary examiner further said: 

I Ins interference No. 26.866 was dissolved (October 25. 1907 ) 
on the ground that Hitchcock’s device was inoperative. The inoper¬ 
ative feature upon which that decision was rendered having been 
overcome, this original interference is restablished on two counts ” 
lo. Respondent admits that the examiner in dissolving said in¬ 
terference No. 20,866 set a limit of appeal from his decision (rel- 
ators Exhibit No. 10), but denies that thiswas in accordance with the 
esta dished practice of the Patent Office, since, as stated above, this 
dissolution was not a decision on the merits, and the practice of set¬ 
ting a limit of appeal from decisions on motions to dissolve an inter¬ 
ference is governed bv Rule 124 of the Rules of Practice of the Pat¬ 
ent^ Office, which rule in force at that time read as follows: 

124. Where, on motion for dissolution, the primary examiner 
renders an adverse decision upon the merits of a party’s case, as 
when he holds that the issue is not patentable or that a party has no 
nght to make a claim or that the counts of the issue have differ¬ 
ent meanings in the cases of different parties, he shall at once re¬ 
ject such claims as may lie affected and shall set a time' for recon¬ 
sideration ; after reconsideration, if he adheres to his original con¬ 
clusion, he will make the previous rejection final and fix a limit of 
appeal. The appeal must go to the examiners-in-chief in the first 
instance and will be heard inter partes. If the appeal is not taken 
within the time fixed, it will not be entertained except by permission 
of the Commissioner. 

“No appeal will be permitted from a decision rendered upon 
motion for dissolution affirming the patentability of a claim 
100 or the applicant’s right to make the same or the identity of 
meaning of counts in the cases of different parties. 

* * Appeals may be taken directly to the Commissioner, except in 
the cases provided for in the preceding portions of this rule, from 
decisions on such motions as, in his judgment, should he appealable.” 

16. Respondent denies the allegations of paragraph 16 and fur¬ 
ther answering says: 

That by the decision of the primary examiner rendered October 
25, 1907, and the fact that Hitchcock did not appeal therefrom, re¬ 
ferred to in paragraph 14 of the petition, it was not finally decided 
that Colburn and Washburn were the prior inventors of the sub¬ 
ject-matter defined in the issue of the said interference No. 26.866. 
and that Hitchcock was not the prior inventor thereof, but it was 
merely decided that due to the showing in figure 2 of the Hitch¬ 
cock application the interference could not be continued, that the * 
decision dissolving the interference was for the purpose of allowing 
the amendment filed by Hitchcock to be entered and considered 
with the intention that if said amendment were entered and con- 
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sidered and found to correct the defect in the drawing, the inter¬ 
ference would he reinstated. 

17. Respondent denies the allegations of paragraph 17. and fur¬ 
ther answering says: 

That the effect of the decision of the primary examiner set forth 
in paragraph 6 of the petition (relator’s Exhibit No. 3) was that 
the question of priority of invention as between the parties Colburn 
and Washburn and Hitchcock with relation to the sole count of the 
interference No. 20,000 was to he determined by 11 le result of inter¬ 
ference No. 20,800 only if said interference No. 20.860 was decided 
on its merits and the question of priority of invention as be- 

101 tween Colburn and Washburn and Hitchcock finally deter¬ 
mined by such decision. 

18. Respondent admits the allegations of paragraph 18 so far 
only as they state that a patent was issued to Colburn and Wash- 
bum on their application No. 238,592. which had been involved in 
interferences No. 20,000 and No. 20.800, but denies that prior to 
the issuance of this patent it had been finally determined that Col¬ 
burn and W ash burn were the prior inventors of the invention set 
forth in the issues of said interferences. 

19. Respondent denies the allegations of paragraph 19 in the 
manner and form in which they are set forth therein, and on in¬ 
formation and belief says that the truth in regard to the matters 
apparently attempted to be set up in said paragraph 19 is as fol¬ 
lows: 

That after the primary examiner had rendered his decision dis¬ 
solving said interference No. 20,800 (relator’s Exhibit No. 10), he 
admitted the amendment filed by Hitchcock on November 0. 1907, 
which was substantially a duplicate of that filed September 7, 1907. 
and ruled that said amendment overcame the feature of inoperative¬ 
ness of the Hitchcock device, upon which said decision was based, 
that he then suggested that there might lie other grounds upon 
which the operativeness of the Hitchcock device might be called 
in question, as appears from the letter of the primary examiner 
of November 23, 1907, which reads in part as follows: 

“The applicant’s drawing has been amended to remove the feature 
of inoperativeness in respect to the shaft 8. 

“It appears, however, that there are other respects wherein the 
operativeness of the applicant’s apparatus may be called in ques¬ 
tion.” 

That Hitchcock was allowed to further prosecute his application 
with respect to the said grounds raised by the examiner and which 
were not referred to in tlie decision dissolving the interference, that 
said decision was not a final decision on priority in favor of 

102 Colburn and WVhburn. and that after Hitchcock had over¬ 
come the grounds of inoperativeness raised bv the examiner. 

said interference No. 20.890 was redeclared between Hitchcock’s 
said application Serial No. 322.121 and the application of Colburn 
and W’ashburn, Serial No. 238,592. which had matured into patent 
No. 870,267. r 
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true^ ^ es P on< ^ en ^ admits that the allegations of paragraph 20 are 

true 1 Respondeilt admits that the allegations of paragraph 21 are 

tmt KeSpondent adnlits that the allegations of paragraph 22 are 

true 3 ' Resp ° ndent adn,i,s that th e allegations of paragraph 23 are 

true 4 ' ReSP ° ndent “ dmitS U,at the al'egations of paragraph 24 are 

tm?' ReSp0ndent admit '“ that th e allegations of paragraph 25 are 

tnie Resp ° ndent adni,ts ‘hat the allegations of paragraph 26 are 

true 7 ' ReS|, ° ndent admi,s "‘at the allegations of paragraph 27 are 

tm f Res,,ondent admi ' a that the allegations of paragraph 28 are 

29. Respondent admits that the exhibits cited in naraarn.h 29 
show a part of the history of the Colburn and Washburn and Hitch 
<oclc applications and of the interference proceedings in which the 
same have been involved but denies the conclusions sough to £ 
drawn by relator from the same. 

l, ;W ' Respondent denies that the only remedy under the 
. hiw which Hitchcock had in relation to the decision of W 
piimaiy examiner dissolving interference No. 26,006 and the de- 

Zi v/’S exa 'T er ° f 0 , < '' 0ber 25 ’ di-lvins t 
(heTr ansivering 45 ’ aP ' >e ** dedsi( >" 8 > a " d f,tr ' 

That there was no obligation upon Hitchcock to appeal in the 
st <ase since the issue of interference No. 26,006 was merelv 
ansferred over to the interference later declared as No 26 866 and 
that the question of priority of invention of (he issue No 26 006 
was to be determined by the result of the interference No 26 866 
only ... so far as the latter was a final decision oiHhe merits derid’ 

Washburn!' ° f ' nVentlon 88 between Hitchcock and Colburn and 

That there was no obligation upon Hitchcock to anneal in the 
se ™. n . <1 case - fnee he had admitted the correctness of the^.xaudnlr’! 

< riticism of the drawing of his application Serial No 322 121 in 
\olved in interference No. 26.866, and had prior to the rendering 
of tlie primary examiner’s decision of October 9^ 1Q07 ,u 1 • ^ 

said interference, filed an affidavit SLint^g out how Ihe TrSnc 
should be corrected to avoid that criticism drawing 

Respondent further says that the issues involved in the interfW 

of X foe. l Jj! t nTu re r ad j udicata between the partis bv realm 
>f the fact that Hitchcock took no appeal from such decisions 

right ned n in ft n by SflS'o? fiTe l£ed ' egal 

granting of letters patent for inventions by the‘rehila 8 !,'/'L^oS 6 
ent to dissolve, vacate, or set aside the said redeclared interfSci' 
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He further denies that relator is entirely without adequate redress 
or remedy unless this Honorable Court by writ of mandamus 
104 shall interjH>se in its behalf, and further says that relator 
has a complete and sufficient remedy by appeal from any 
final decision which may he rendered adverse to it by the examiner 
of interferences in said redeclared interferences, as provided in sec¬ 
tions 4004, 4009, 4910, 4011. and section 0 of the Act of February 
0, 1893. J 

31. Respondent denies the allegations of paragraph 31 and fur¬ 
ther answering says: 

1 hat the matter referred to herein merely affects the rights of 
the respective parties Hitchcock and Colburn and Washburn and 
their assignees. 

And now having fully answered said petition, respondent prays 
that the rule to show cause issued against him be discharged, and 
that respondent be hence dismissed with his reasonable costs. 

EDWARD B. MOORE, 

Commissioner of Patents. 

ROBERT F. WHITEHEAD. Attorney. 


District of Columbia: 

On this day personally appeared before me. a notary public in 
and for the District of Columbia, Edward B. Moore, and made oath 
that he is the respondent in the above entitled case; that he has read 
the foregoing answer bv him subscribed and knows the contents 
thereof; that the same is true of his knowledge, except as to the mat¬ 
ters there stated to l>e alleged on information and belief, and that 
as to these matters he verily l>olieves it to be true. 

Sworn to and subscribed before me this fourth dav of April 
1910. " F 

[seal.] W. BERTRAND ACKER. 

Notary Public, D. C. 
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Exhibit A. 

Serial No. 238,592, Paper No. 10. 

Mail Room, 

Sep. 6, 1907, 

U. S. Patent Office. 

U. S'. Patent Office, 

Filed Sep. 7, 1907, 

Division XV. 

In the United States Patent Office. 

Before the Examiner, Room No. 308. 

In the Matter of the Application of Halbert K. Hitchcock Im- 
Serial' n!> U ° f SheCt G,aSS ' Filed June 18 > 1906. 


rrTTSBURG, Pa., Sept. 4, 1907. 

Hon. Commissioner of Patents. 

? ffidavi ‘, is fil , ed herewith in regards to the incorrectness 
of the drawings m the above entitled application 
Respectfully submitted. 

DARWIN S. WOLCOTT, A tfy. 

106 Mail Room, 

Sep. 6, 1907, 

U. S. Patent Office. 

In the United States Patent Office. 

State of Pennsylvania, 

County of Allegheny, ss: 

ofSSSt^nK^ {, TAu' y [ esidin « at Akron in ‘he Cbunty 
i„ t hlrv the State of Ohio, but now a resident of Tarentum 

m the County of Allegheny and the State of Pennsylvania 

1901 Z fit' A s "' om > deposes and says that on or about August 14 
1901, he filed an application for Letters Patent for an improvement, 
in the Manufacture of Sheet Glass, that Letters Patent No. 805 064 
'' 10anted to him on said application on November 21 190> 
That on or about June 18. 1906. he filed an application for ^2»e 
of said Letters Patent, That Fie« 1 md 2 nf the j • e , ss V® 

I-*"™ »•> »kdm. ..a,p P t!L r 

Letters Patent are incorrect and not in accordance with the data 
from which the drawings for said Letters Patent were prepared 

of the hem 8 I Y h 7 n ? x,endin S entirely across the upper portion 
of the heating chamber into which the sheets are drawled from 
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which they are passed into the cooling chamber; and in that the 
shaft marked x in the accompanying is wrongly shown in Fig. 2 of 
the drawings of the Patent No. 805,004 and the application for re¬ 
issue of said Patent. That in pencil drawings made prior to Feb¬ 
ruary 1901 and ijow in the possession of the applicant no shaft as 8 
is shown extending across the heating chamber in the path of the 
movement of the sheet from the heating to the cooling chamber. In 
the said drawing the sprocket wheel carrying the chains (5 of the 
drawing of the application) are mounted on short shafts provided 
at their outer ends with pinions which intermeshes with pinions on 
a driven shaft placed above and entirely outside of the line of 
movement of the chains: that this error in the drawings oc- 
107 curred through accident, inadvertence or mistake and without 
any fraudulent or deceptive intention on the part of the ap¬ 
plicant. That it is obvious from the described operation of appli¬ 
cant's machine that no such shaft should extend across the heating 
chamber, as indicated in dotted lines, and that an ordinary mechanic 
without invention or instructions would readily perceive in what 
manner the machine should be constructed to perform the described 
functions. 


It is obvious that if the shaft 8 were continuous through the heat¬ 
ing chamber it would be unnecessary to run the shaft x through the 
heating furnace and drive shaft 8 from its left hand end. That the 
obvious means of driving such a continuous shaft would l>e bv a 

gear wheel b . a pinion a 

| pinion )* on its right hand end intermeshing with | gear wheel |* 
on shaft x. 


That shaft marked x in accompanying print of the drawings of 
the patent is improperly shown in Fig. 2. which figure should be 
corrected so as to show the shaft in front of the sprocket chains 35 
and in the relative position indicated in Fig. 1 of the accompanying 
print. 

To properly illustrate affiant s original construction the pinion a 
and gear wheel l> should be added as shown in Fig. 2 of the accom¬ 
pany- print, and removing the dotted lines indicating a continuity 
of sliaft 8 and removing the section lines on end of shaft 8 in Fig. 1. 


TTALRERT K. TITTCHCOCK. 


Sworn to and subscribed before me this 4th dav of September 
1907. 

[notarial seal. ] CHARLES BARNETT, 

Notary Public. 

Mv Commission expires January 10. 1909. 


[• Words and figures enclosed in brackets erased in copy.] 
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Exhibit B.f 


Mail Room, 
Nov. 6, 1907, 

E. S. Patent Office. 


U. S. Patent Office, 
Filed Nov. 7,1907, 
Division XV. 


Serial No. 322,121, Paper No. 11. 

In the United States Patent Office. 

Before the Examiner, Room No. —. 

In the Matter of the Application of Halbert K. Hitchcock Im- 

STno 1 322^121 UfaCtlire ° f S1 ‘ eet ° laSS ‘ F,led June 18 ’ 1906 ‘ 

October 11th, 

,T n . . „ „ PiTTSBiTRd. P.v,. Oct, 11. 1907. 

lion. Commissioner of Patents. 

Sir : It is requested that Figs. 1 and 2 of the drawings in the 
above entitled application he amended as indicated in red in the 
accompanying prints: i e. Fig. 2 should he amended bv removing 
he portion of shaft 8 between the points marked *; by showing a 
pnnon n on the right hand end ,of shaft b and a gear wheel c on 
sliaft 8 intermeshing with pinion „ and showing the shaft b in 
front ol sprocket chains 35; and Fig. 1 should he amended bv 
erasing section lining of shaft 8. 

Respectfully submitted, 

HALBERT K. HITCHCOCK. 

Ill State of Pennsylvania. 

('(unity of Allegheny, 88: 

Halbert K. Hitchcock, the above named jietitioner, beiim duly 
■sworn deposes and says that he does verily believe himself to be 
the original and first inventor of the improvement set forth and 
claimed in the application filed .lime 18th, 1908, Ser No 322 121 • 
that deponent verily believes that the letters patent referred to in 
the foregoing petition are inoperative and invalid for the reason 
that the drawings thereof are defective and that such defect con¬ 
sists particularly as regards Fig. 2, in showing shaft 8 continuous 
across the chamber into which the glass is drawn, in the omission 
of a pinion and gear-wheel driving connection between the right 
hand end of shaft 8 and the shaft to which power is applied by the 
motor 10 and m showing the power shaft behind the sprocket chains 
3o; that the defect m Fig. 1 consists in the section lining on the 
end of shaft 8. and deponent further says that the errors which 
render such patent so inoperative and invalid arose from inadvert- 
ence, accident and mistake, and without any fraudulent or deceptive 

[t In pencil in copy.] 

3—2490a -- 
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intention on the part of deponent; that the following is a true 
specification of the errors which it is claimed constitute such inad¬ 
vertence accident and mistake, relied on: in showing in Fig. 2 
shaft 8 continuous across the chamber into which the glass is drawn, 
in the omission of a pinion and gear wheel driving connection be¬ 
tween the right hand end of shaft 8 and the shaft to which 
112 power is applied by the motor 10 and in showing the power 
shaft behind the sprocket chains 35; that the defect in Fig. 
1 consists in the section lining on the end of shaft 8; that such 
errors so particularly specified occurred through the failure of the 
draftsman to copy the drawings furnished by affiant for the prepara¬ 
tion of the application on which said letters patent were granted. 

HALBERT K. HITCHCOCK. 


Subscribed and sworn to this 11th day of October, 1907. 


[NOTARIAL SEAL. 


ALICE 


A. TRILL, 
Notary Public. 


My Commission expires January 10, 1909. 


113 Mail Room, u 

Nov. 6, 1907, 

F. S. Patent Office. 

In the United States Patent Office. 

To the Commissioner of Patents: 

Your petitioner, Halbert K. Hitchcock, a resident of Tarentum 
in the County of Allegheny and State of Pennsylvania, showeth 
that on or about June 18th, 1900, he filed an application Serial 
No. 323,121 for the reissue of Letters Patent No. 805,004, dated 
November 21st, 1905, said application including a petition for the 
surrender and reissue of said Letters Patent upon the amended 
specification accompanying such petition. N our petitioner now 
prays that Letters Patent may be reissued to him for the same in¬ 
vention upon amended specification and drawings amended as in¬ 
dicated in red in the attached prints. 

Signed at Tarentum in the County of Allegheny and State of 
Pennsylvania. 

HALBERT K. HITCHCOCK. 


(Here follow drawings marked pages 114 & 115.) 
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116 Mail Room, 
Nov. 6, 1907, 

,U. S. Patent Office. 


U. S. Patent Office, 
Filed Nov. 22,1907, 
Division XV. 


Serial No. 322,121, Paper No. 12. 

i . 

Account. 

% 

Pittsburg, Pa., November 5, 1907. 
Hon. Commissioner of Patents, Washington, D. C. 

Sir: Will the Office kindly amend the drawings in the applica¬ 
tion of Halbert Hitchcock, filed June 18, 1900, for the Manu- 
facture of Sheet Glass, Serial No. 322,121, as requested in amend¬ 
ment and shown in the print filed in said application of even date 
herewith, charging the cost of same to the account of Messrs 
Chrmty & Chrsi'tv. 

Respectfully, DARWIN S. WOLCOTT. 

O. K. 

Q. W. o. 

• * . ” * , • 

11/13/07. 

rEii<joised:l Wolcott. 1). S. C. V S; Patent Office. Number 
213.499. Received Nov. 6. 1907. Chief Clerk. Rec’d in Div. 6 
Nov. 6, 1907. Correction ordered 11/6/07. Corrected and for¬ 
warded 11/21/07. Account 50<*. Book 231. page 61, div C 
Forward to mail room for Div. 15. U. S Patent Office. Copv made 
Mar. 31, 1910. ' 

ID Motion for Peremptory Writ of Mandamus. 

Filed April 7, 1910. 

******* 

-'>>d now comes the relator, by S. T. Cameron, Reeve Lewis and 
>>. B. Kerkam, its attorneys, and moves for a peremptory writ of 
mandamus against the respondent, notwithstanding the return of 
the respondent herein. 

S. T. CAMERON, 

REEVE LEWIS, 

W. B. KERKAM, 

TTr „ Attorneys for Relator. 

Washington, D. 0., April 7, 1910. 
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Supreme Court of the District of Columbia. 


Wednesday, May 18, 1910. 

Session resumed pursuant to adjournment, Mr. Justice Wright, 
presiding. 
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L pon consideration of the motion of the Relator for a peremptory 
writ of Mandamus against the Respondent filed herein, it is ordered 
that said motion be and it is hereby overruled. 


Agreed State of Facts. 

Filed November 25, 1912. 

******* 

The Honorable the Judges of the Supreme Court of the District of 
Columbia: 


The parties hereto respectfully represent to this Honorable Court 
that it is agreed between them that the facts in relation to this 
cause are as follows: 

(1) That the respondent. Edward B. Moore, is the Commis¬ 
sioner of I atents duly qualified and acting as such at the time of 
the occurrences between the parties hereinafter set forth, and that 
for the purposes of this suit, it is admitted that the Colburn Ma¬ 
chine Class Co., the relator herein, is a New Jersey corporation 
doing business at Franklin, in the State of Pennsylvania. 

( 2) That Irving M. Colburn and Edgar Washburn filed in the 
United States Patent Office on December 28th. 1904. a joint ap¬ 
plication for a patent for a “Process and Apparatus for the Con¬ 
tinuous Production of Sheet Class,” which application was given 
in the I atent Office Serial No. 288,592, ami that said application 
was assigned to the relator, the Colburn Machine Class Co. 
120 (3) That on August 23rd. 1905. Halbert K. Hitchcock 

filed in the I nited States Patent Office an application for 
“Improvements in the Manufacture of Class Plates or Sheets”, 
which application was given Serial No. 275.402. 

(4) That on May 8th, 1900. the Commissioner of Patents de¬ 
clared an interference. No. 20.000. between the application of Col¬ 
burn and Washburn, No. 288.592, and the application of Hitchcock, 
No. 2 <d. 402, the is>ue of said interference being stated in six counts 

(5) That on motion duly made by Colburn and Washburn, a 
decision was rendered July 19th, 1900. dissolving said interfer¬ 
ence No. 20.000 as to counts 1, 2. 4, 5 and 0, leaving original count 
3 as the sole count in said interference. That the limit of appeal 
from this decision was fixed to expire on July 31st, 1900. and no ap¬ 
peal was taken. 

(0) That on October 0th. 1900. the Primary Examiner of his 
own motion dissolved said interference No. 20.000. and commu¬ 
nicated this action to the parties in the following manner: 

“This interference is dissolved for the purpose of substituting for 
the application of Hitchcock a reissue application of that applicant, 
in a second interference with a greater number of issues. The limit 
of appeal is set for Oct. 10. 1900.” 

And that no appeal was taken from this action. 

That this action was taken bv the Primary Examiner in order 
that the entire matter might be decided in one interference. 
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(7) That on June 18th, 1906, Hall>ert K. Hitchcock filed in the 
l nited States Patent Office an application, No. 322,121, for the re¬ 
issue of letters patent No. 805,084, dated November 21st, 1905, for 
“Improvement in the Manufacture of Sheet Glass”. 

That Hitchcock had no model on file in connection with 
121 the application resulting in his U. S. Letters-Patent No. 

805,064, dated November 21st, 1905, which it was the object 
of bis reissue application No. 322,121, involved in the present con¬ 
troversy to reissue, nor did be have any model in connection with 
the reissue application, and that no model has been filed bv Hitch¬ 
cock in connection with either his original or bis reissue application. 

(8) That on December 11th, 1906, tl le Commissioner of Patents 
declared an interference, No. 26,866, between said application of Col¬ 
burn and A\ ashburn, No. 238,592, and the said reissue application of 
Hitchcock. No. 322,121, the issue of said interference being stated in 
three counts, of which count 1 was the same in substance as count 3 
of interference No. 26,006, previously dissolved. 

(9) 4 hat on motion duly made by Colburn and Washburn the 
Primary Examiner rendered a decision on March 29th, 1907 dissolv¬ 
ing said interference No. 26,866 as to count 1 of the issue thereof, on 
the ground that there was no interference in fact defined in count 1, 
l>ecause said count as applied to the applications of the respective 
parties had different meanings in the two cases. 

(10) That after the decision mentioned in paragra |)li “(9)”, 
Hitchcock moved to reform count 1 of the issue of interference No. 
26,866, and that on April 29th. 1907. the Primary Examiner ren¬ 
dered a decision denying said motion. 

(11) That Hitchcock appealed to the Board of Examiners-in- 
Chief of the Patent Office from tlie decision of the Primary Examiner 
denying his motion to reform count 1 of the issue of interference No. 
26,866, which appeal was dismissed by the said Board of Ex- 
aminers-in-Chief for lack of jurisdiction, their decision being ren¬ 
dered June 19th, 1907. 


122 (12) That on July 26th, 1907, the Primary Examiner re¬ 

quested jurisdiction of interference No. 26,866, for a the con¬ 
sideration of the operativeness or inoperativeness of the structure of 
at least one of the parties”. That having obtained such jurisdiction, 
the Primary Examiner on September 16th, 1907, gave notice to the 
parties that an inter partes bearing would be had to determine the 
operativeness of the device of Hitchcock in the following respect : 

“The shaft 8 extends from side to side of the machine, Fig. 2. 
The grips, it is stated in lines 10, 11, page 7. are carried around the 
wheel 6 with the severed sections (of glass) suspended therefrom. It 
is not seen how these sections can pass the shaft 6 [81.” 

That prior to the giving of this notice, on September 6th, 1907, 
Hitchcock had filed an affidavit giving an explanation of the opera¬ 
tion of the parts referred to in said notice and stating how figure 2 
of the drawings should be changed to agree with the rest of the appli¬ 
cation. That the Primarv Examiner construed this affidavit as an 
amendment and ruled that as such it could not be admitted, since it 


did not comply with the requirements of Rules 109 and 153. 
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(13) That Hitchcock petitioned the Commissioner of Patents to 
instruct the Primary Examiner to hear the question as to the oper¬ 
ativeness of Hitchcock’s device ex parte instead of inter partes, and 
that on October 3rd, 1907, the Assistant Commissioner of Patents 
-endered a decision holding that the hearing should be inter partes. 

(14) That after an inter partes hearing had in accordance with 
the directions of the Assistant Commissioner, the Primary 

123 Examiner on October 25th. 1907. rendered a decision in 
which he stated: 

‘This case was sent back to the Primary Examiner for the con¬ 
sideration of the question of operativeness of the Hitchcock device 
with respect to the severed sections passing the shaft 3. At the hear¬ 
ing, counsel for Hitchcock admitted the inoperativeness of the Hitch¬ 
cock device in this respect 

The interference is accordingly dissolved.’’ 

(15) That in his decision of October 25th. 1907. dissolving Inter¬ 
ference No. 20,866. the Primary Examiner set a limit of appeal from 
said decision, to expire November 4th. 1907: that no appeal was 
taken, and the interference was dissolved. 

That there was filed on November 17th. 1907 an ex parte request 
by Hitchcock to amend his case, which request was as follows: 

“Tt is requested that Figs. 1 and 2 of the drawings in the above 
entitled application be amended as indicated in red in the accom¬ 
panying prints, i. e. Fig. 2 should be amended bv removing the por¬ 
tion of shaft 8 between the points marked .r: by showing a pinion <• 
on the right hand end of shaft f> and a gear wheel r on shaft 8 inter¬ 
meshing with pinion a and showing the shaft h in front of sprocket 
chains 35; and Fig. 1 should he amended bv erasing section lining of 
shaft. 8.” 

This amendment was admitted by the Examiner, and in official 
action of November 23rd. 1907. addressed ex parte to Hitchcock, the 
Examiner said 


“The applicant’s drawing has been amended to remove the feature 
of inoperativeness in respect to the shaft 8.” 

“Tt appears, however, that there are other respects wherein the 
operativeness of the applicant’s apparatus may be called in question 
(16) That on December 5th. 19§7, the attorneys for Col- 
124 burn and Washburn addressed to the Commissioner of Pat¬ 
ents the following letter: 


“Washington. D. C., Drc. 5th. 1907. 
“Hon. Commissioner of Patents. 

Sir: On March 30. 1906. an official letter was addressed to appli¬ 
cants in this case, stating that the amendment of March 29th, 1906 
‘appears to put the case in condition for allowance’. Since that time 
two interferences with two different applications of one Hitchcock 
have been declared and dissolved, and interference No. 27.141. with 
George and Shortle. was declared and decided in applicants’ favor 

on the record. _ _ _ 

The last interference with Hitchcock. No. 26.866. was dissolved by 
the Examiner on the ground that Hitchcock’s structure was inoper- 
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iitive, and this inoperativeness was conceded by Hitchcock. Such 
being the case, the claims are not patentable to Hitchcock, and as it 
has already been found that applicants have a right to the claims, 
and as there is no known reason why applicants’ patent should not 
issue, applicants believe that they are justified in asking that this case 
be immediately sent to issue. In making this request for immediate 
action, they would call attention to the delay of more than a year 
and eight months to which they have been subjected by harassing 
interferences, and venture to express the hope that the Examiner 
will lecognize in this long delay alter applicant's case was ready for 
issue, a sufficient reason for granting the immediate action re¬ 
quested.” 

That on December lltli, 1907, the application of Colburn and 
\\ ash burn, No. 238,592, was allowed for issue, the final fee w r as paid 
on December 12, 190/, and patent No. 87(5,26/, issued thereon Jan¬ 
uary Jth, 1908 to the Relator as assignee of Colburn and Washburn. 

(1<) 1 hat the patent thus issued to the Relator was issued with 
the identical claims which had been involved in interferences with 
Hitchcock, No. 26,006 and No. 26,866, which had been dissolved 
prior to the issuance of said patent to the Relator. (Compare the 
counts of the issue in original declaration of interference No. 26,006 
(petitioner’s exhibit No. 1) with claims 51, 52, 53, 37, 39 and 43, 
resj>ectively of the Colburn and Washburn patent No. 876,267. 
Compare also the counts of the issue of interference No. 26,866, as 
originally declared (see petitioner’s exhibit No. 4) with claims 54, 55 
and 5(5, respectively, of said patent No. 876,267.) 

125 (18) That after the Primary Examiner had rendered his 

decision of October 2*)th, 1907, dissolving said interference 
No. 26,866; and after the limit of appeal from said decision had ex¬ 
pired without any appeal being taken; and after the Commissioner 
of Patents had issued to your Relator, as the assignee of said Colburn 
& Washburn, Letters-Patent No. 876,267, Hitchcock continued to 
prosecute his said reissue application ex parte. And on November 
23, 1907, the Examiner permitted Hitchcock ex parte to amend his 
drawings in said reissue application in compliance w T ith the request 
set out in paragraph “(15)” hereof, saying: 

“The applicant’s drawing has been amended to remove the feature 
of inoperativeness in respect to the shaft 8.” 

And that Hitchcock was allowed to, and in fact did, prosecute his 
application ex parte, and to further amend his case, and at the time 
of the issuance of the patent upon the application of Colburn & 
Washburn, the said reissue application of Hitchcock was still under 
rejection on grounds of inoperativeness other than those considered 
\ t e Priman T^xannnci in his decision of October 25th, 1907. 
That as the result of ex parte prosecution occurring after Interfer¬ 
ence No. 26,866 had been dissolved, the Primary Examiner ruled 
that Hitchcock had overcome the inoperativeness of his (Hitch¬ 
cock s) structure as to the feature on wdiich the decision dissolving 
interference No. 26,866 was based, and thereupon, under date of 
March 18th, 1909, the Commissioner again declared an interference 
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between Hitchcock’s said reissue application, Serial No. 322,121, and 
the “application” of Colburn and Washburn, Serial No. 238,592, 
which had materialized into patent No. 876,267 on January 

126 7th, 1908; and that in the official action thus declaring this 
second interference, the issue is stated in two counts, identical 

in every respect with the counts (2 and 3) of the issue of said inter¬ 
ference No. 26,866 when the same was dissolved. And that in the 
redeclaration of this interference, the Primary Examiner made the 
following statement: 

“This interference (No. 26,860) was dissolved October 25th, 1907, 
on the ground that Hitchcock’s device was inoperative. 

The inoperative feature upon which that decision was rendered 
having been overcome, the original interference is re-established on 
two counts.” 

(19) That on the same date, namely, March 18th, 1909, an inter¬ 
ference was redeclared between the patent of Colburn and Washburn, 
No. 876,267, which had been granted upon application Serial No! 
238,592, and the application of Hitchcock Serial No. 275,462. That 
the issue of this redeclared interference was the same as the issue of 
interference No. 26.006 as it stood when dissolved bv the action of 
October 6th, 1906. 

(20) That in the official actions declaring these two new interfer¬ 
ences between the same parties with identically the same issues as in 
the previous interferences. Nos. 26,866 and 26.006, it is stated that 
the said prior interferences are “redeclared.” and in subsequent pro¬ 
ceedings, said two new interferences were given, respectively, the 
same numbers as the corresponding prior interferences viz No 
26.866 and No. 26.006. 

(21) 1 hat Colburn and Washburn moved the Commissioner of 
Patents that said second or redeclared interference, No. 26,866, be 
dissolved on the ground, among others, that the subject-matter in¬ 
volved in the issue was res adjudicata between the parties, by 

127 reason of the action of the Primary Examiner in dissolving 
the prior interference on the ground of the inoperativeness of 

Hitchcocks device, and because of Hitchcock’s acquiescence in said 
decision. That said motion was duly argued before the Primary 
Examiner, and was granted by him on the ground that the issue was 
res adjudicata, in a decision dated August 24th, 1909. 

(22) That Hitchcock appealed from the said decision of the 
Primary Examiner of August 24th. 1909. to the Board of Exam¬ 
iners-in-Chief, and that said Board affirmed the action of the Primary 
Examiner in a decision rendered December 11th. 1909. 

(23) I hat Hitchcock appealed to the Commissioner of Patents 
from the decision of the Board of Examiners-in-Chief of December 
11th, 1909. That on February 12th, 1910. the Acting Commis¬ 
sioner of Patents rendered a decision reversing the decision of the 
Board of Examiners-in-Chief. thus in effect denying Colburn and 
Washburn's motion to dissolve said second or redeclared interference 
on the ground of res adjudicata. 

(24) That on February 17th. 1910, the Commissioner of Pat¬ 
ents. Edward B. Moore. resjKmdent herein, issued a formal notice 
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to the parties to said second or redeclared interference, No 26 866 
hxi ‘‘K for takill ,K testimony and for final hearing thereon ’ 

„ ,[ Zo > tliat alter the redeclaration of interference No. 26,006 
Colburn and A\ ash burn -moved the Commissioner of Patents that 
.said interference be dissolved, on the ground that the issue between 
the paities was res adjudicate, and after hearing the arguments, the 
Primary Examiner, on August 24th, 1909, rendered a decision 

19<i denying sai,l motion, and refusing to dissolve said second or 
128 redeclared inter-ence No. 26,006. 

(26) That from said decision of the Primary Examiner 
mentioned in the last preceding paragraph, denying Colburn and 
W ashburn s motion to dissolve, they (Colburn and Washburn) have 
no appeal under the practice in the Patent Office ' 

,. o i 27) t T !‘f °" Nl ’ Veinl , ,cr 1909 > 0ie Commissioner of Patents 
respondent heretn, issued a formal notice to Hitchcock md to Col' 

SSWJSrVP TT “~" J .S: 

(28) That on November 28, 1907, Rule 88 of tlu» r> 

tice of the Patent Office read as follows: ° f Prac ' 

."88. New matter shall not be allowed to be introduced into the 
teissue specification, nor in the case of a machine shall the model or 
drawings be amended except each bv the other ” 0(161 ° 

That prior to July 81st, 1906, Rule 122 of tho TCnloc p 4 - 
of the United States' Patent Office read as follows 

122. Motions to dissolve an interference upon the around that 
no interference in fact exists, or that there has been such irreaular 
ity in declaring the same as will preclude a proper determinatffin of 
the question ot prioritv, or which denv tlio ndlntuK lit T f 
plicant’s claim, or his right to mate"L oLKSm “T 

be made not later than the twentieth dav after the sta emenuTnhe 
parties have been received and approved Such ..ZIU, j 1 „ 

motions of a similar character, shoffid ^ accomian^l hv « , ' 

to transmit the same to the primarv ex m nr n,7 .7 a !" otlon 

transmit should be noticed lor ^ 'P 0 w *° 

the examiner of interferences \\ 7 i, ' *7' cert ? ln before ' 

presented wi,l be transmi teTby S^eland,! i^m^Lt J'S 

",r , T" 

motion^ therefor should accompany ^hi"for tanst 

129 “When the motion has been decided by the primarv ev- 
ZfZ t'he^xaminer'wil’l mturn £ 
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from the decision on such motion will be entertained, but the matter 
may be reviewed on appeal from the final decision upon the ques¬ 
tion of priority of invention.” 

That prior to July 12th, 1900, Rule 124 of the Rules of Practice 
of the Lnited States Patent Office read as follows: 

*124. Appeal may be taken directly to the Commissioner from 
decisions on all motions except the following: (1) On Motions to 
dissolve which deny the patentability of applicant’s claim; (2) on 
motions to dissolve which deny the right of an applicant to make 
the claim; (3) on motions involving the merits of the invention. 
Decisions on these motions, when appealable, go to the examiners-in- 
chief, in the first instance, and upon such appeals, the questions 
shall be heard inter partes. 

“From a decision affirming the patentability of the claim or the 
applicant’s right to make the same no appeal can be taken.” 

1 hat on May 10th, 1906, the Commissioner of Patents rendered 
his decision in Newcomb v. Thomson, C. D. 1906, page 235. 

1 hat on July 12th, 1906, Rule 124 was amended to read as 
follows: 

124. \\ here, on motions for dissolution, the primary examiner 
renders an adverse decision upon the merits of a party’s case, as 
when he holds that the issue is not patentable or that a party has no 
right to make a claim or that the counts of the issue have different 
meanings in the cases of different parties, he shall at once reject 
such claims as may be affected and shall set a time for reconsider¬ 
ation; after reconsideration, if he adheres to his original conclusion, 
he will make the previous rejection final and fix a limit of appeal. 
The appeal must go to the examiners-in-chief in the first instance 
and will be heard inter partes. If the appeal is not taken within the 
time fixed, it will not be entertaintxl except by permission of the 
Commissioner. 

No appeal will l>e permitted from a decision rendered uf>on mo¬ 
tion for dissolution affirming the patentabiltv of a claim or the ap¬ 
plicant's right to make the same or the identity of meaning of 
counts in the cases of different parties. 

Appeals may be taken directly to the Commissioner, except in the 
cases provided for in the preceding portions of this rule, from de¬ 
cisions on such motions as, in his judgment, should be appeal- 
able.” 

130 That the Court of Apj>eals of the District of Columbia 
rendered its decision in the case of the Newcomb Motor Co. 
v. Moore, Commissioner of Patents, 30 App. I). C., 464 on March 
3rd, 1908. 

That on April 3rd, 1908, Rule 124 of the Rules of Practice of the 
Patent Office was amended to read as follow’s: 

“124. Where, on motion for dissolution, the Primary Examiner 
renders an adverse decision upon the merits of a party’s case as 
w;hen he holds that the issue is not patentable or that a partv has no 
right to make a claim, or that the counts of the issue have different 
meanings in the cases of different parties, he shall fix a limit of ap¬ 
peal not less than twenty days from the date of his decision Appeal 
lies to the Examiners-in-Chief in the first instance and will be heard 
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inter partes. If the appeal is not taken within the time fixed, it 
will not he entertained except by permission of the Commissioner. 

No appeal will he permitted from a decision rendered upon motion 
for dissolution, affirming the patentability of a claim or the ap¬ 
plicant's right to make the same or the identity of meaning of 
counts in the cases of different parties. 

Appeals may lie taken directly to the Commissioner, except in 
the cases provided for in the preceding portions of this rule, from 
decisions on such motions as, in his judgment, should be appeal- 
able. 

(29) That the parties shall have the right to refer to the official 
actions and decisions of the Patent Office mentioned in the Petition 
and the Return, in explanation of the facts admitted, as if the same 
were set forth at length in this agreed statement. 

(30) And that this agreed state of facts is not to be taken as 
denying to either party the right to treat, as part of the facts in this 
case, all those things distinctly admitted as true in the Answer of the 
Respondent. 

Washington, D. C., Oct. 15, 1912. 

REEVE LEWIS <fe 
W. B. KERKAM, 

S. T. CAMERON, 

Counsel for Relator. 

S. T. CAMERON, 

Of Counsel for Relator. 

R. F. WHITEHEAD. 

Counsel for Respondent. 

•: 

» 

131 Supreme Court of the District of Columbia. 

% 

Friday, November 29, 1912. 

Session resumed pursuant to adjournment, Mr. Chief Justice 
Clabaugh, presiding. 

******* 

Now come here as well the relator by his Attorneys Messrs. S. T. 
Cameron, Reeve Lewis and W. B. Kerkam, as the respondent by 
his Attorney Mr. R, F. Whitehead; whereupon this cause came on to 
be heard upon the petition for Mandamus, rule to show cause, answer 
of the respondent thereto, motion for a peremptory writ of man¬ 
damus, notwithstanding the return of the respondent, and agreed 
state of facts, and after argument by counsel of record for the re¬ 
spective parties, was submitted to the Court. 

Whereupon, it is considered that the prayers of said petition be, 
and the same are hereby granted, and that* the writ of mandamus 
issue herein and that the relator recover against the respondent its 
costs of suit to be taxed by the Clerk, and have execution thereof. 

From the foregoing the respondent by his Attorney in open 
Court, notes an appeal to the Court of Appeals of the District of 
Columbia. 
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132 Assignments of Error . 

Filed December 5, 1912. 

******* 

Now comes the respondent and assigns the following errors in the 
action and proceedings of the said Supreme Court of the District of 
Columbia in the said cause: 

1. The court erred in granting relator’s petition for writ of man¬ 
damus. 

2. The court erred in holding that the decisions of the primary 
examiner rendered October 0, 1903, in interference No. 26,006, and 
October 25, 1907, in interference No. 26,866, were “decisions on 
the merits.” 

3. The court erred in holding that the failure of Hitchcock to 
appeal from the decision of the primary examiner rendered October 
6. 1906, in interference No. 26,006, constituted in effect an election 
to try out the issue of that interference in the new interference and 
that therefore the Commissioner of Patents was without authority 
to redeclare said interference No. 26.006, when it was found that 
this count in the new interference had different meanings as applied 
to the applications of the respective parties thereto. 

4. The court erred in holding that the facts in this case bring it 
within the ruling of the Court of Appeals of the District of Co¬ 
lumbia in the case of United States ex rel. The Newcomb Motor Com¬ 
pany v. Moore, 30 App. D. C., 464. 

5. The court erred in holding that the duty of the Corn- 

133 missioner of Patents to set aside the re-declared interference 
is clear and indisputable. 

6. The court erred in failing to hold that the relator has a com¬ 
plete and adequate remedy by the statutory course of appeals in the 
re-declared interferences and in failing to dismiss the petition on 
this ground. 

7. The court erred in failing to hold that the action of the Com¬ 
missioner of Patents in re-declaring the interferences was within his 
discretion and in failing to dismiss the petition for mandamus on 
this ground. 

Wherefore the respondent prays that the judgment of the Su¬ 
preme Court be reversed. 

ROBERT F. WHITEHEAD. 

Attorneg for the Commissioner of Patents. 


December 5, 1912. 

Designation for Record. 

Filed December 5, 1912. 

******* 

The Clerk of said Court will prepare a transcript of record for 
appeal to the Court of Appeals of the District of Columbia, to in¬ 
clude the following papers: 
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Petition of relator and rule to show cause; 

Relator's exhibits; 

The return of respondent; 

Respondent’s exhibits A and B; * *5^. 

Motion for judgment by relator; 

134 Decision of Justice Wright; 

The agreed state of facts; 

Decision of Chief Justice Clabaugh. • '! 

ROBERT F. WHITEHEAD, 
Attorney for the Commissioner of Patents. 


135 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, John R. Young, Clerk of the Supreme Court of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
134, both inclusive, to be a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 52480 at Law, wherein United 
States of America, ex rel. Colburn Machine Glass Company is Re¬ 
lator and Edward B. Moore, Commissioner of Patents, is Respond¬ 
ent, as the same remains upon the files and of record in said Court. 

Tn testimony whereof, I hereunto subscribe my name and affix 
the seal of said Court, at the City of Washington, in said District, 
this 7th day of December, 1912. 

[Seal Supreme Court of the District of Columbia.] 

n JOHN R. YOUNG, Clerk. 

Endorsed on cover: District of Columbia Supreme Court. No. 
2490. Edward B. Moore, Commissioner of Patents, appellant, vs. 
United States of America ex rel. Colburn Machine Glass Company. 
Court of Appeals, District of Columbia. Filed Dec. 14, 1912. 
Henry W. Hodges, Clerk. 
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Id the Court of Appeals of the District of Columbia. 

January Term, 1913. 


Edward B. Moore, Commissioner of 

Patents, appellant, 
vs. 

United States of America ex rel. 
Colburn Machine Glass Company. 


BRIEF FOR THE COMMISSIONER OF PATENTS. 

May it please the court: 

This is an appeal by the Commissioner of Patents 
from the judgment (Record, page 109) of the Supreme 
Court of the District of Columbia, granting the 
prayers contained in the petition of the relator, Col¬ 
burn Machine Glass Company, and ordering the writ 
of mandamus to issue. The prayers of relator’s pe¬ 
tition (Record, page 7) are in substance that a writ 
of mandamus may issue, directing Edward B. Moore, 
Commissioner of Patents, to dissolve, vacate, and 
set aside certain interferences and all proceedings 
taken therein subsequent to a redeclaration thereof. 

71933-13-1 
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STATEMENT OF THE CASE. 

This proceeding grew out of two interferences 
declared between an application of Colburn and 
Washburn, which was assigned to the Colburn 
Machine Glass Company, and certain applications of 
one Hitchcock. Colburn and Washburn filed on 
December 28, 1904, an application for a patent for a 
“Process and apparatus for continuous production 
of sheet glass,” No. 238592. On August 23, 1905, 
Hitchcock filed an application for a patent for 
“ Improvements in the manufacture of glass plates or 
sheets,” No. 275462. The primary examiner in 
charge of these applications was of the opinion that 
an interference existed therebetween, and accord¬ 
ingly, after appropriate actions under the rules of 
the Patent Office, declared such interference on May 
8, 1906. This interference was numbered 26006. 
The issue thereof was set out in six counts, corre¬ 
sponding to claims 1, 2, 3, 7, 8, and 9 of Hitchcock's 
application and claims 51, 52, 53, 37, 39, and 43 of 
the Colburn and Washburn application. 

On July 19, 1906, the primary examiner, on a 
motion by Colburn and Washburn, dissolved this 
interference as to all the counts, except count 3. 
(Relator's Exhibit No. 2, Record, page 11.) On June 
18, 1906, Hitchcock had filed an application for the 
reissue of a patent granted to him on November 21, 
1905, for “ Improvement in the manufacture of sheet 
glass.” The primary examiner was of the opinion 
that a claim substantially the same as the original 
count 3 of interference No. 26006 could be made in 
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Hitchcock’s reissue application, and in order that the 
whole matter might be tried out in one interference, 
he dissolved interference No. 26006 in order to 
declare a new interference involving the reissue 
application. (Relator’s Exhibit No, 3.) 

On December 11, 1906, this new interference was 
declared and numbered 26866. It involved Colburn 
and Washburn’s application and Hitchcock’s reissue 
application. The issue was set out in three counts, 
of which count 1 was substantially the same as 
original count 3 of interference No. 26006. Col¬ 
burn and Washburn brought a motion to dissolve 
this interference and on March 29, 1907, the pri¬ 
mary examiner granted this motion as to count 1, 
on the ground that it did not have the same mean¬ 
ing when read on the applications of the two parties. 
He denied Colburn and Washburn’s motion as to 
counts 2 and 3, which was based on the allegation 
that Hitchcock had no right to make claims cor¬ 
responding to these two counts. (Relator’s Exhibit 
No. 5; Record, page 16.) Hitchcock moved for 
reformation of the interference as to this count, 
which motion was denied and an appeal to the 
examiners in chief from the decision of the examiner 
denying this motion was dismissed for lack of juris¬ 
diction. 

Subsequently the primary examiner obtained 
jurisdiction of interference No. 26866 and on Sep¬ 
tember 16th gave notice to the parties as follows: 

It has been found desirable to recall this 
interference for the purpose of determining 
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the operativeness of the device of Hitchcock 
in the following respect: The shaft 8 extends 
from side to side of the machine, Fig. 2. 
The grips, it is stated in lines 10, 11, page 7, 
are carried around the wheel 6 with the sev¬ 
ered sections suspended therefrom. It is not 
seen how those sections can pass the shaft 6. 
An opportunity to explain this will be afforded 
Hitchcock at a hearing inter partes under 
Rule 128, in this room, Oct. 2, 1907, at ten 
o’clock in the morning. 

Prior to this notice of hearing, Hitchcock had filed 
an affidavit (Respondent’s Exhibit A; Record, page 
97) admitting that the shaft 8 in Fig. 2 of his ap¬ 
plication was incorrectly shown and pointing out 
how that figure should be changed. The primary 
examiner in his notice of hearing ruled that this 
affidavit was in effect an amendment and could not, 
under the provisions of the rules of the Patent Office, 
be entered during the pendency of the interference. 
On October 25, 1907, the primary examiner ren¬ 
dered a decision dissolving the interference on ac¬ 
count of the showing of the shaft 8 in Fig. 2 of Hitch¬ 
cock’s application, but refused to consider other 
grounds of inoperativeness attempted to be argued 
by counsel for Colburn and Hitchcock. (Relator’s 
Exhibit No. 10; Record, page 30.) Thereafter the 
primary examiner admitted an amendment filed by 
Hitchcock on November 6, 1907 (Respondent’s Ex¬ 
hibit B; Record, page 99), and on November 23, 
1907, ruled as follows: 
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The applicant’s drawing has been amended 
to remove the feature of inoperativeness in 
respect to the shaft 8. 

It appears, however, that there are other 
respects wherein the operativeness of the 
applicant’s apparatus may be called in ques¬ 
tion. (Record, page 104.) 

After Hitchcock had overcome these objections, 
the examiner ruled that the application was in an 
allowable condition and March 18, 1909, redeclared 
interference No. 26866, with two counts, which 
were respectively counts 2 and 3 of that interference 
as originally declared. This redeclared interference 
involved Hitchcock’s reissue application and the 
patent to Colburn and Washburn, which had issued 
on their application No. 238592 on January 7, 1908. 
Interference No. 26006 was also redeclared on 
March 18, 1909, with a single count, which was 
count 3 of that interference as originally declared. 
This interference involved Colburn and Washburn’s 
. patent and Hitchcock’s application No. 275462. 

In each of the redeclared interferences Colburn and 
Washburn filed a motion to dissolve. The motion 
in interference No. 26006 was transmitted to the 
primary examiner on only one ground, namely, that 
the question of priority of invention as to the count 
thereof was res ad judicata . (See Relator’s Exhibit No. 
18; Record, page 87.) The motion in interference No. 
26866 was transmitted to the primary examiner as 
to two grounds thereof, namely: (1) That Hitch¬ 
cock’s reissue application, as amended, was not for 
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the same invention as when filed and (2) that the 
question of priority of invention as to all the counts 
thereof was res adjudicata by reason of the prior 
decision of the primary examiner dissolving the 
interference (see Relator's Exhibit No. 16). The 
primary examiner denied the motion to dissolve 
interference No. 26006, but granted the motion to 
dissolve interference No. 26866. On appeal by 
Hitchcock, the decision of the examiner in the latter 
interference was affirmed by the board of examiners 
in chief, but, on further appeal, this decision was 
reversed by the acting commissioner in a decision 
rendered February 12, 1910. In his decision the 
acting commissioner held that certain questions as 
to the operativeness of the Hitchcock device could 
not be raised on a motion to dissolve in the rede¬ 
clared interference, since they could have been raised 
but were not so raised on a motion to dissolve in the 
original interference, that the primary examiner 
properly admitted the amendment with reference 
to the shaft 8, and that the subject matter of the 
interference was not res adjudicata by reason of the 
decision of the primary examiner of October 25, 1907. 

Subsequently orders were entered in each inter¬ 
ference, setting times for taking testimony. On 
March 23, 1910, the petition for mandamus was 
filed and a rule to show cause was issued. On 
April 5, 1910, respondent answered the rule to show 
cause and on April 7 relator removed for the issu¬ 
ance of the writ, notwithstanding the return of the 
respondent. On May 18, 1910, this motion was 
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denied by Mr. Justice Wright. On November 25, 
1912, an “agreed state of facts” was filed, and on 
November 29, 1912, the order was entered by 

Mr. Chief Justice Clabaugh directing that the man¬ 
damus issue. 

ASSIGNMENTS OF ERROR. 

Now comes the respondent and assigns the follow¬ 
ing errors in the action and proceedings of the said 
Supreme Court of the District of Columbia in the 
said cause: 

1. The court erred in granting relator’s peti¬ 
tion for writ of mandamus. 

2. The court erred in holding that the deci¬ 
sions of the primary examiner rendered Octo¬ 
ber 6, 1906, in interference No. 26006, and 
October 25, 1907, in interference No. 26866, 
were “ decisions on the merits.” 

3. The court erred in holding that the failure 
of Hitchcock to appeal from the decision of the 
primary examiner rendered October 6, 1906, 
in interference No. 26006, constituted in effect 
an election to try out the issue of that interfer¬ 
ence in the new interference and that therefore 
the Commissioner of Patents was without 
authority to redeclare said interference No. 
26006, when it was found that this count in 
the new interference had different meanings as 
applied to the applications of the respective 
parties thereto. 

4. The court erred in holding that the facts 
in this case bring it within the ruling of the 
Court of Appeals of the District of Columbia in 
the case of United States ex rel. The Newcomb 
Motor Company v. Moore (30 App, D. C., 464). 







5. The court erred in holding that the duty 
of the Commissioner of Patents to set aside the 
redeclared interferences is clear and indis¬ 
putable. 

6. The court erred in failing to hold that the 
relator has a complete and adequate remedy 
by the statutory course of appeals in the re¬ 
declared interferences and in failing to dismiss 
the petition on this ground. 

7. The court erred in failing to hold that the 
action of the Commissioner of Patents in re- 
declaring the interferences was within his dis¬ 
cretion and in failing to dismiss the petition 
for mandamus on this ground. 

ARGUMENT. 

Mr. Justice Wright denied the motion for the 
peremptory issuance of the writ, because, as he 
stated, a question of fact was raised by the plead- 
ings, namel), whether the decision of the primary 
examiner of November 25, 1907, dissolving inter¬ 
ference No. 26866, was in fact a final decision. No 
written opinion was handed down by Mr. Chief Jus¬ 
tice Clabaugh, but at the close of the hearing he 
announced his decision, stating that as to interfer¬ 
ence No. 26006 Hitchcock was bound by his election 
when he accepted the decision of the primary exam¬ 
iner dissolving that interference as originally declared 
for the purpose of declaring an interference involving • 
his reissue application, and as to interference No. 
26,866, that it fell under the ruling of this court in 
the case of U. S. ex rel. The Newcomb Motor Co. 
v. Moore (133 O. G., 1680; 30 App. D. C., 464). 
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A comparison of the petition and the respondent’s 
answer with “The agreed state of facts” will show 
that identically the same question is raised in the 
case now as was raised when the motion for the 
issuance of the writ, notwithstanding the return, 
was filed, since that motion, like a demurrer, admitted 
for the purpose thereof all the facts set up in the 
answer. 

INTERFERENCE 20000* 

When the examiner, on March 29, 1907, dissolved 
interference No. 26866 as to count 1 thereof, his 
decision in no sense could be construed as deciding 
the question of priority of invention with respect to 
this count, for it was dissolved on the ground that 
this count, as applied to the applications of Hitch¬ 
cock and Colburn and Washburn did not mean the 
same thing. Certainly, this decision no more ren¬ 
dered the question of priority res adjvdicata and pre¬ 
vented the declaration of an interference between 
these parties, involving applications wherein this 
count stated the same invention, than would a deci¬ 
sion holding this count unpatentable be a bar to the 
declaration of a subsequent interference on patent- 
able counts. Such a decision as the latter has been 
held by this court not to render the question of pri¬ 
ority of invention res adjudicata. (Gold v. Gold , 150 
O. G., 570 ; 34 App. D. C., 229.) 

Nor does the doctrine of election of remedies 
apply to this case, for the reason that the remedy 
chosen by the primary examiner and in which 
Hitchcock acquiesced turned out to be no remedy 

71938-13-2 
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at all that is to say, no decision on priority was 
or could have been under the decision of the pri¬ 
mary examiner rendered in interference No. 26866 
with respect to count 1 thereof, which was substan¬ 
tially the same as count 3 of original interference 
26006. 

Election exists where a party has two alternative 
and inconsistent rights and is determined by a mani¬ 
festation of choice; but where a party through mis¬ 
take attempts to exercise a right to which he is not 
entitled it does not prevent his afterwards exercis¬ 
ing one which he had. 

In the case of William W. Bierce, Ld ., v. Hutchins 
the Supreme Court of the United States said (205 
U. S., 340-347): 

The fact that a party, through mistake, at¬ 
tempts to exercise a right to which he is not 
entitled does not prevent his afterwards ex¬ 
ercising one which he had and still has unless 
barred by the previous attempt. 

In the case of Snow v. Alley (156 Mass., 193; 30 
N. E., 691) the court said: 

Election exists when a party has two al¬ 
ternative and inconsistent rights, and it is de¬ 
termined by a manifestation of choice. (Met¬ 
calf v. Williams , 144 Mass., 452; 11 N. E. 
Rep., 700.) But the fact that a party wrongly 
supposes that he has two such rights, and 
attempts to choose the one to which he is not 
entitled, is not enough to prevent his exercis¬ 
ing the other, if he is entitled to that. There 
would be no sense or principle in such a rule. 
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In the case of Whiteside v. Brawley (152 Mass., 135; 
24 N. E., 1088) the court said: 

If the plaintiff had sued the original de¬ 
fendant in trover, and had been defeated on 
the ground that, before action brought, he had 
affirmed the exchange, he could have brought 
another action for the deceit, and the former 
judgment would not have been a bar. 

In the case of Sullivan v. Ross 1 Estate (71 N. W., 
634) the court said: 

Counsel cite several cases in support of the 
rule, about which there is no dispute, that “a 
judgment given against a plaintiff on the 
single ground that he has mistaken his remedy 
or form of action is no bar to his subsequent 
suit brought in the proper form,” 

and on a rehearing of the same case (76 N. W., 309) 
the court said, after stating the rule as to the con¬ 
clusiveness of an election: 

This rule is not inconsistent with the practice 
of bringing a second and different action where 
it appears that the plaintiff never had a right 
of action as first brought, and therefore could 
not have elected. There is a difference be¬ 
tween an election of remedies and a mistake 
of remedy, and the law has not gone so far as 
to deprive parties of meritorious claims 
merely because of attempts to collect them 
by inappropriate actions, upon which re¬ 
covery could not be had. 
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INTERFERENCE 26866. 

The right of relator to the mandamus, so far as 
interference No. 26866 is concerned, was predicated 
upon the decision in the Newcomb Motor case, supra. 
When the facts of that case and the one at bar are 
considered, however, there will be found a wide 
difference between them, even though there may be a 
superficial resemblance therebetween. In the New¬ 
comb Motor case it appears that in an interference 
involving certain applications of Thomson and Lemp 
and Newcomb motions to dissolve, filed by Newcomb, 
had been granted by the primary examiner on the 
ground that the inventions in issue were not disclosed 
in the 1 homson and Lemp applications. Thomson 
and Lemp noted appeals from these decisions, but 
subsequently withdrew the same and proceeded, 
ex parte , before the primary examiner to prosecute 
their applications on the very grounds upon which 
the decision of the primary examiner had been 
predicated, and from his adverse decision appealed 
to the examiners in chief, by whom some of these 
very claims were allowed. The primary examiner 
thereupon reinstated the interference. 

The Supreme Court of the District of Columbia de¬ 
nied the petition of the Newcomb Motor Co., owner of 
the Newcomb patents, for a writ of mandamus, but on 
appeal this court held that the writ should have been 
issued, basing that holding upon the ground that the 
decision that a party had no right to make the claims 
is ancillary to a decision of priority of invention and 
that when Thomson and Lemp withdrew their appeals 
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from the decision of the primary examiner the 
question became res adjudicata , and the commissioner 
was thereafter without authority to readjudicate in 
Thomson’s and Lemp’s applications the question 
whether they had a right to make the identical claims 
in issue in the interferences. 

The decision was therefore based on the theory 
that the decision of the primary examiner was a 
decision on the merits, for it is only such a decision 
that constitutes a bar to a subsequent proceeding on 
the same claim or demand. (United States Fastener 
Co. v. Bradley , 143 Fed. Rep., 523-530, and cases 
therein cited.) But every decision in an interference 
is not, as has been repeatedly pointed out by this 
court, a “ decision on the merits.” In the case of 
In re Fullagar (138 O. G., 259; 32 App. D. C., 222) the 
court, in discussing an appeal from a decision of the 
commissioner dissolving an interference, said: 

Fullagar appealed to the examiners in chief 
who differed with the primary examiner on 
all points save one, but affirmed his decision 
on the ground that Fullagar’s showing of 
inadvertence, accident, or mistake was insuf¬ 
ficient, and failed to excuse his long delay of 
more than two years in each case. On appeal 
by both parties to the commissioner, as shown 
by his decision, he dismissed Emmet’s appeal 
as without foundation, and affirmed the 
decision of the examiners in chief as to Fullagar. 
He also stated, it is true, that Fullagar had no 
right to make the claims; but this remark is 
evidently as a result of the conclusion that 
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Fullagar had failed to show that he had come 
with the requirements for reissue. Had he 
held that Fullagar had made a sufficient show¬ 
ing for reissue and then decided that he had 
no right to make the claims of the interference 
because not disclosed in his application he 
would necessarily have awarded priority to 
Emmet. (Newcomb Motor Co. v. Moore, 30 
App. D. C., 464.) The latter’s application 
having been allowed, and Fullagar having 

been put out of the case, there would remain 
nothing else to do. 

In the case of Gold v. Gold {\50 0. G., 570; 34 App. 
D. C., 229) it appeared that an interference had been 
dissolved on the ground that the issue was not 
patentable. Subsequently, claims were allowed in 
the application of one of the parties and the inter¬ 
ference was redeclared. This court held that the 
question of patentability was not concluded by the 
decision in the prior interference, although it is 
stated that “notwithstanding the amendments re¬ 
ferred to in the new claims are not essentially different 
from the old.” In discussing this question, Mr. 
Chief Justice Shepard said: 

The doctrine of res adjudicata necessarily 
applies in favor of the successful party to an 
interference to whom an award of priority 
has been made against his opponent’s at¬ 
tempt to renew the interference upon a new 
application with claims for the same invention 
although in different or broader form. {Black¬ 
ford v. Wilder, 28 App. D. C., 535-545; 
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Horine v. Wende, 29 App. D. C., 415-428; 
Carroll v. Hailwood , 31 App. D. C., 165-172.) 

While the question of the patentability of 
the issue will not be entertained on appeal 
from an award of priority, the right of one 
of the parties to make the claims under the 
disclosures of his application will be enter¬ 
tained as an ancillary question, for the reason 
that —“ if it be incorrectly held that such party 
has the right to make the claim, priority may 
be awarded to him and his adversary deprived 
of a substantial right, in that he is not given 
a claim where he necessarily is the prior in¬ 
ventor, his adversary never having made the 
invention. (Podlesak v. Mclnnemey , 26 App. 
D. C., 399-405.)” 

As a consequence of the doctrine established 
by that case, it has been held that where an 
interference has been dissolved on that ground, 
without appeal from the decision, this right to 
make the claim must be considered res ad- 
judicata in a later interference between the 
parties on the same application. ( U . S. ex 
rel . Newcomb Motor Co. v. Moore , 30 App. 
D. C., 464-476.) * * * 

* * * That case is relied on by appel¬ 
lant as governing the question under present 
consideration. We can not agree with the 
contention. The question of the right of one 
of the parties to make claims is inseparably 
connected with that of priority. When ad¬ 
judged that one of the parties had no right 
to make the claims, in other words, that his 
description fails to show a conception of the 
invention of the issue, the other, who thereby 




appeared to be the sole inventor, was neces¬ 
sarily entitled to the award and to his patent. 
The effect of the decision is to establish his 
right of property in the invention, and he is 
entitled to the benefit without further im¬ 
peachment of that right by his adversary in 
renewed litigation in the Patent Office. If 
the losing party can go back to the examiner 
and, proceeding ex parte , secure an allowance 
of his right to make the claims and then renew 

the litigation with his adversary, there might 
be no end to it. It is to meet conditions of 

the kind that the salutary doctrine in respect 
of the conclusiveness of former judgments had 
been applied in proceedings in the Patent 
Office. On the other hand, the patentability 
of a described invention is a question that 
arises on each application when presented, 
and is necessarily determined ex parte. It is 
only when patentability has been allowed in 
the ex parte proceeding that an interference 
with a like application of another can be 
declared. This allowance is not appealable. 
It is true that the patentability of the claims 
of an issue in interference may be questioned 
in a motion to dissolve. (Patent Office rule 
122.) Why this is permitted by the rule we 
do not understand, unless it be to enable the 
commissioner to reexamine the question in 
the light of argument and put an end to use¬ 
less litigation if he find that an allowance of 
patentability ought not to have been made in 
the first instance. So finding, he acts for the 
protection of the public from an unauthorized 
monopoly and dissolves the interference, so 


that each application may be rejected. The 
decision determines no right between the two 
opponents, but one between them both on one 
side and the public on the other. If either 
desire to appeal from the final order of rejec¬ 
tion, he must do so ex parte in regular course 
of procedure. (In re Fullagar , 32 App. D. C., 
222-229; Sobey v. Holsclaw , 28 App. D. C., 
65-82.) That the question is to be consid¬ 
ered as one between the public and the parties, 
and not between the latter, is also evidenced 
by the provisions of Rule 126, which author¬ 
izes Ithe examiner of interferences and the 
examiners-in-chief to direct the attention of 
the commissioner to matters not relating to 
priority. Moreover, the commissioner may, 
with or without such direction or attention, 
raise the question of patentability of his own 
motion and send the application back for rejec¬ 
tion without deciding the question of priority, 
or he may, after the question of priority has 
been determined, reject the application of the 
successful interferant and put him upon an 
ex parte appeal. (Sobey v. Holsclaw , 28 App. 
D. C., 65-82; Seymour v. Brodie , 10 App. 
D. C., 507.) We must hold that the question 
of patentability was not concluded by the 
decision of the original motion to dissolve the 
interference on that ground. 

Considering now the facts of the case at bar, what 
decision on the merits was rendered by the primary 
examiner on October 25, 1907? In order to under¬ 
stand just what the examiner did decide, the follow¬ 
ing quotation is made from the decision of the 
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examiners in chief (Relator’s Exhibit No. 15; Record 
page 69): ’ 

The subject matter of Hitchcock’s appli¬ 
cation is a device for manufacturing sheet 
glass in which a bait is employed to draw 
a sheet of glass through rollers from a tank 
of molten glass. The sheet is held by grippers 
which raise it into vertical position between 
the jaws of a severing instrument which 
severs a sheet of considerable size from the 
following material. The sheet is then carried 
on the bars to which it is gripped through 
an annealing chamber, the bars being fed 
along by endless chains and the sheet of 
glass depending in vertical planes. In the 
original drawings, and also in the drawings 
of the reissue application, as filed, a shaft 8 
is shown, on the ends of which are sprocket 
wheels carrying chains for lifting the gripping 
bars vertically and also provided at one end 
with driving mechanism. The shaft 8, how¬ 
ever, extends across the path of the glass, 
thus rendering the device inoperative. 

When the examiner gave notice that he was going 
to consider the question of this showing, Hitchcock 
at once admitted that there had been an error in the 
drawing and filed an affidavit (Record, p. 97) with 
respect thereto. It may be noted here that both 
Hitchcock’s patent and the reissue application, as 
filed, showed the shaft extending across the path of 
the plates, but this was not noted either by the 
examiner who had charge of the applications or by 
counsel for Colburn and Washburn when they pre- 
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pared their first motion to dissolve. As just stated, 
the affidavit of Hitchcock admitted that the shaft was 
wrongly shown in the drawing, but the examiner 
ruled that he had no authority to admit this affi¬ 
davit so long as the interference existed. He there¬ 
fore dissolved the interference and at once admitted 
the amendment filed by Hitchcock showing how the 
drawing should be corrected to make it agree with 
the specification, and, as appears from the agreed 
state of facts (par. 15, Record, p. 104), within a 
week after the filing of this amendment he addressed 
Hitchcock a letter stating that the drawing had been 
amended to remove the feature of inoperativeness. 

It thus appears that the examiner had rendered 
no decision “on the merits,” which by any con¬ 
struction can be held conclusive as to the question of 
priority between Hitchcock and Colburn and Wash¬ 
burn. The interference was dissolved for the pur¬ 
pose of admitting an amendment correcting the 
drawing, the substance of which amendment had 
been filed by Hitchcock before the decision was 
rendered. 

There was no ex parte prosecution by Hitchcock of 
the very question which had been decided in the in¬ 
terference. But for the fact that the examiner held 
that in his opinion there were other grounds in which 
the operativeness of Hitchcock’s device might be 
called in question, he would have redeclared inter¬ 
ference No. 26866 at the time he wrote the letter of 
November 23, 1907, in Hitchcock’s application. But 
it is contended that Hitchcock should have pro- 
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tected himself by an appeal. What was there to 
appeal from? The examiner had ruled that the de¬ 
vice as it appears in the drawing was inoperative. 
This Hitchcock had admitted and had stated how 
the drawing should be corrected. This amendment 
the examiner had refused to enter and had dissolved 
the interference. Obviously, the next step was to 
admit the amendment making the drawing agree 
with the specification, and this the examiner did 
within a week. If Hitchcock had appealed, his appeal 
would obviously have been dismissed by the exam¬ 
iners in chief, because he admitted that the primary 
examiner was right, in holding that the drawing 

showed the shaft across the path of the severed sheets 
of glass. 

It is true that the examiner raised other grounds 
of objection to Hitchcock’s application and that 
prosecution was had on these grounds. That, how¬ 
ever, has no bearing on the question here under con¬ 
sideration, for relator has based his right to have 
the writ issued upon the ground that the decision 
dissolving the interference rendered the question of 
priority res ad judicata. 

Although it has no bearing on the present case, 
relator will doubtless refer to section 4916, R. S., 
and contend that an error was made by the Patent 
Office in allowing Hitchcock to make any change in 
his drawing, since that section, with respect to re- 
issue applications, provides in part: 

but no new matter shall be introduced into 

the specification, nor in case of a machine 
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patent shall the model or drawings be amended 
except each by the other, 

and Hitchcock had filed no model in connection with 
this reissue application. 

As pointed out by the acting commissioner in 
his decision (Record, page 83), it is at least doubtful 
whether this clause of section 4916 was intended to 
apply to a case where no model had been filed, but 
assuming that it does, it can only relate to a substan¬ 
tial amendment of the drawing and not to the cor¬ 
rection of obvious mistakes of the draftsman. That 
this view of the case has been taken by the Supreme 
Court of the United States is shown by the fact that 
in the case of Hobbs v. Beach (180 U. S., 383) a 
patent to Beach was sustained, which had been re¬ 
issued for no other purpose than to correct a mis¬ 
take in the drawing, and the records of the Patent 
Office show that no model had been filed in that case. 
In discussing the point the court said: 

Possibly the error was such as would not 
have impaired the patentee's rights under his 
original designs; but he was entitled to the 
full scope of his invention, and if he were dis¬ 
satisfied with the drawings as they stood, 
and the error was a purely inadvertent one, 
we think it was within the jurisdiction of the 
Commissioner of Patents to order the patent 
to be reissued. 

***** 

The only alternative of a reissue was a suit 
upon the original patent, in which the pat¬ 
entee would be compelled to take his chances 
of success notwithstanding the error in the 
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drawings, when in case of defeat the time in 
which to obtain a reissue might have expired 
We do not think he should be driven to this 
expedient (page 394). 

As also pointed out by the acting commissioner, 
the showing of the shaft 8 is clearly inconsistent with 

the description of the operation, and obviously an 
error of the draftsman. 

It may be noted here that the primary examiner 
evidently did not regard his decision dissolving inter¬ 
ference No. 26866 as a decision on the merits, for he 
did not follow the provisions of rule 124 of the Rules 
of Practice, as then in force, since he did not reject 
the claims of Hitchcock’s application, set a time for 

reconsideration, and upon such reconsideration make 
his action final. 

Rule 124, as in force at that time, read as follows: 

124. Where, on motions for dissolution, the 
primary examiner renders an adverse decision 
upon the merits of a party’s case, as when he 
holds that the issue is not patentable or that 
a party has no right to make a claim or that 
the counts of the issue have different meanings 
in the cases of different parties, he shall at once 
reject such claims as may be affected and shall 
set a time for reconsideration; after reconsider¬ 
ation, if he adheres to his original conclusion, 
he will make the previous rejection final and 
fix a limit of appeal. The appeal must go to 
the examiners-in-chief in the first instance and 
will be heard inter partes. If the appeal is not 
taken within the time fixed, it will not be 
entertained except by permission of the com¬ 
missioner. 
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refused 

OTHER REASONS WHY MANDAMUS SHOULD BE IHMB. 

That the decisions of the Commissioner of Patents 
in applications for patents and interference cases are 
judicial or quasi judicial determinations; that man¬ 
damus will not issue to control the discretion of a 
public officer, where he is authorized by law to exer¬ 
cise his discretion; that mandamus will not issue 
where other sufficient remedies are available; and that 
mandamus will not issue unless the duties sought to 
be enforced are clear and indisputable, are well-set¬ 
tled propositions. 

On the first of these points, attention is called to 
the following decisions: Butterworth v. United States 
ex rel. Hoe and Others (112 U. S., 50), U. S. ex rel. 
Bemardin v. Seymour (79 O. G., 1190; 10 App. 
D. C., 294), U. S. v. Duell (172 U. S., 576); on 
the second, to the decision in Redjield v. Windom 
(137 U. S., 636), and the cases therein cited; on 
the third, to High's Extraordinary Legal Remedies 
(page 21, sec. 15), Merrill on Mandamus (page 55, 
sec. 21), Bayard v. U. S. ex rel. White (127 U. S., 
246), Moore v. U. S. ex rel Lindmnrk (149 O. G., 
310; 33 App. D. C., 597), Moore v. Heany (149 
O. G., 831; 34 App. D. C., 31); and on the last point, 
to High's Extraordinary Remedies (sections 9 and 10), 
Merrill on Mandamus (sections 56 and 57), In re Key 
(189 U. S., 84), United States v. Duell (172 U. S., 
576-582). 

It is submitted that the facts of this case clearly 
do not bring it within the ruling in the Newcomb 
Motor case with respect to interference No. 26866, 
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and that with respect to interference No. 26006 
there has been no election of remedies. That no such 
clear case is made out here as would justify the is¬ 
suance of a mandamus is evidenced by the fact that 
Mr. Justice Wright denied the motion for a peremp- 
toiy issuance of the writ, although, as stated above 
a comparison of the “Agreed state of facts" with 
the pleadings will show that the same question is 

raised now as was raised when the motion was filed 
before him. 

These interferences are now and have been for 
over two years awaiting final hearing before the ex- 
ammer of interferences. All the questions sought to 
be decided by this petition for mandamus could have 
been decided and can now be decided by the examiner 
of interferences and on appeals from his decisions. 
Applicant has therefore an adequate remedy and 
always has had by the statutory course of appeals, 
e case is a striking illustration of the evils re- 

thiS C ° Urt ^ the case of Billings v. Field 
(163 O. G., 232; 36 App. D. C., 16), in which this 
court in considering an appeal from a decision of 
the Supreme Court of the District of Columbia in a 
certiorari proceedings, quashing a decision of the 
mmissioner of Patents, and quashing an interlocu¬ 
tory decision of the examiner of interferences b an 
interference between one Colman and Field, said: 

It would still be necessaiy for the various 
nbunals of the Patent Office to consider and 
o determine that question, and from their 
ultimate judgment an appeal would lie to this 
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court. This situation demonstrates the futil¬ 
ity of interference, by a court having no 
general jurisdiction or control over the affairs 
of the Patent Office, with the regular and 
orderly trial of cases in that office, when the 
very questions raised in that court may be 
quite as expeditiously raised by appeal. Such 
a practice, if established, would still further 
complicate rather than simplify patent prac¬ 
tice and, we feel sure, add to the burdens of 
applicants and delay instead of expedite final 
action. 

***** 

The statute has conferred jurisdiction upon 
this court to hear and determine appeals 
from the Patent Office. The only excuse, 
therefore, for invoking this common-law 
remedy is that relief by appeal will be less 
efficient. We are fully convinced that an ap¬ 
peal will afford fully as speedy and adequate 
redress as will be accomplished by certiorari. 
If proceedings in the Patent Office are to be 
interrupted by certiorari when there is an 
equally adequate remedy by appeal, it is clear 
that an additional tribunal not contemplated 
by the statute, namely, the Supreme Court 
of the District, will be interposed between the 
tribunals of the Patent Office and this court. 
In other words, instead of appeals coming 
direct to this court an aggrieved person, by 
resorting to the writ of certiorari, will be 
enabled to prolong the contest by first taking 
the case to the Supreme Court. If such a 
practice should obtain, appeals in every in¬ 
stance would probably be prosecuted from 
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that court to this, as otherwise when parties 
were sent back to the Patent Office they might 
find some important, if not controlling, ques¬ 
tion finally settled in the certiorari proceeding 
by a court having no general jurisdiction over 
questions arising in the Patent Office (paces 
290 - 291 ). 

CONCLUSION. 

It is respectfully submitted that the Supreme 
Court of the District of Columbia was in error in 
holding the relator entitled to a writ of mandamus, 
and that its judgment should be reversed. 

Robert F. Whitehead, 

Counsel far Commissioner of Patents. 

December 30 , 1912 . 
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Statement of the Case. 

This is an appeal by the Commissioner of Patents from 
the action of the Supreme Court of the District of Colum¬ 
bia ordering a writ of mandamus to issue against him, com¬ 
manding him to vacate and set aside, as contrary to law, 
certain interference proceedings in the Patent Office. 
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I he facts in the case arc as follows: 

On December 28, 1904, Irving YV. Colburn and Edgar 
Washburn filed in the U. S. Patent Office their joint appli¬ 
cation for a patent for a process and apparatus for the con¬ 
tinuous production of sheet glass, and subsequently duly 
assigned said application to the Colburn Machine Glass Co., 
the appellee herein. On August 23, 1905, Halbert K 
Hitchcock filed in the C. S. Patent Office an original 
application for an improvement in the manufacture of glass 
plates or sheets, and on May 6. 1906, an interference was 
declared between said joint application of Colburn & Wash- * 
burn and said original application of Hitchcock, in which 
interference the issue was originally stated in six counts, 
but was subsequently dissolved as to all of the counts ex¬ 
cept one (original count 3). The dissolution of the inter¬ 
ference as to counts 1, 2, 4, 5, and 6 was made upon motion 
by Colburn & Washburn, and no appeal from such 
decision being taken by Hitchcock, the same became 
final, and the interference was then left pending with but 
a single count, viz., original count 3. This interference was 
given interference No. 26,006. 

As a result of the declaration of interference 26,006, 
Hitchcock received information in regard to the invention 
disclosed in Colburn & Washburn’s application, and imme¬ 
diately proceeded to devise means for obtaining a patent 
" ith claims which would dominate the valuable invention 
made by Colburn & Washburn, and with this end in view 
he filed on June 18, 1906, an application for the reissue of 
a patent previously granted him. No. 805,064, dated No¬ 
vember 21, 1905, and entitled Improvement in the Manu¬ 
facture of Sheet Glass. This application we shall hereafter 
refer to as Hitchcock’s “reissue” application. Three 
claims were finally allowed Hitchcock in his reissue appli¬ 
cation which were held by the examiner to read on the Col- 
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burn & Washburn structure, and on October 6, 1906, the 
primary examiner 'was about to declare an interference be¬ 
tween Colburn & Washburn’s application and Hitchcock’s 
leissue application, but before doing so he dissolved the 
first interference. No. 26,006, stating his action in the fol¬ 
lowing words: 

“This interference is dissolved for the purpose of 
substituting for the application of Hitchcock a re¬ 
issue application of that applicant in a second inter¬ 
ference with a greater number of issues. The limit 
of appeal is set for October 16, 1906.” 

Neither party appealed from this action, and accordingly 
on the 16th of October, 1906, interference No. 26,006 was 
finally dissolved. 

Colburn & Washburn contend that the failure of either 
party to appeal constituted in effect an election on their part 
to determine the matter in issue between them in inter¬ 
ference No. 26,006 by the decision that might finally be 
reached in the new interference which the examiner stated 
was to be declared with the reissue application of Hitch¬ 
cock containing a greater number of issues (counts). 

Following the intention announced in his action of Octo¬ 
ber 6, 1906, the Commissioner of Patents, on December 11, 
1906, did declare said “second interference” between the ap¬ 
plication of Colburn & Washburn and the reissue application 
of Hitchcock, stating the issue in three counts, one of 
which counts (the first) was in substance the same as the 
sole count of the first interference No. 26,006, at the time 
it was dissolved. This second interference was given inter¬ 
ference No. 26,866. 

As the result of a motion made by Colburn & Washburn, 
the primary examiner, on March 29, 1907, dissolved this 
second interference No. 26,866 as to count 1 (which was in 
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substance the sole count of the first interference No. 26 006 
when it was finally dissolved), on the ground that said 
count did not mean the same thing in the Colburn & Wash- 
bum application that it meant in the Hitchcock application; 
that is, that the mvenion intended to be defined by said 
count in Colburn & Washburn’s application was not the 
same invention as was intended to be defined in the Hitch¬ 
cock application, and since an interference can only exist 
when the parties are claiming the same patentable invention 
it followed that there was no interference as to this count, 
this left only two counts in the second interference No. 
26,866, viz., the original second and third counts. 

Thereupon Hitchcock moved to “reform” count 1—that 
is, state it in diliferent words—with a view to making it 
applicable to the structures of both parties. The primary 
examiner refused to permit this, and from this refusal 
Hitchcock appealed to the board of examiners-in-chief in. 
the Patent Office, and they dismissed his appeal, and he 
took no further action in this direction. 

At this stage of affairs, there was but one interference 
between the parties, viz., the second interference No 26.- 
866 . between Hitchcock’s reissue application and Colburn 
& Washburn’s application. Before any testimony was 
taken by either party to the interference the primary ex¬ 
aminer gave notice to both parties that there would be an 
inter partes hearing, on a day named, to determine the op¬ 
erativeness of Hitchcock’s device shown in his reissue ap¬ 
plication, and which was involved in said interference No. 
26,866, and the primary examiner particularly pointed out 
that the feature of inoperativeness which he had in mind 
was a shaft 8 extending from side to side of Hitchcock’s 
machine in Fig. 2 of his application. 

If Hitchcock’s device operated as it was intended to 
operate, and as he stated in his application it did operate, 
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the plates or sheets of glass were suspended vertically, being 
held by certain gripping devices and passed along through 
a chamber while thus vertically suspended. The shaft 8 
shown in Fig. 2 of his structure was directly in the path 
of these vertically suspended sheets of glass, and the sheets 
could not pass the shaft, and hence the machine would not 
operate. In his notice of the inter partes hearing to deter¬ 
mine the operativeness of Hitchcock’s device the examiner 
stated: “It is not seen how these sections can pass the shaft 
6 “ [ 8 ]. 

Under the Rules of Practice of the Patent Office, and 
particularly Rules 93, 94 and 95, before a party is entitled 
to have an interference declared, he must present a pat¬ 
entable invention. Thus, Rule 93 states: 

Rule 93: 

“An interference is a proceeding instituted for the 
purpose of determining the question of priority of 
invention between two or more parties claiming sub¬ 
stantially the same patentable invention” (Italics 
ours.) 

Rule 94: 

“Interferences will be declared in the following 
cases, when all the parties claim substantially the 
same patentable invention (Here follows statement 
of the various cases where an interference will be 
declared.) (Italics ours.) 

Rule 95: 

“Before the declaration of interference all pre¬ 
liminary questions must be settled by the primary 
examiner, and the issue must be clearly defined ; the 
invention which is to form the subject of the con¬ 
troversy must be decided to be patentable” (Italics 
ours.) 





W, an inoperative structure is not patentable and it 
eluded m an interference proceeding unless his s m,l" 

iTthatThec ^ ^ h is 

as to the 1 , UCS l0n t lUs raise d by the primary examiner 

to his standing''in” the interference. S nThVTrima" 6 V ' ta ' 
annner should hold that Hitchcock’s device was in^rative' 

havenoZ t" CCe T n, 'I f °' IOW that Hitchcock would 

of the interf "“k* ‘ he i' 1 * 1 "" Constitulin * the issue 
the mterference, since he had not presented to the 

oftce an operative device upon which to found his claims 

»"»». *° avoid ™ 

iiM-ussion or tins (luestion lv»fntv» *!,«. • r . 

and he petitioned the Commissioner to direT^theT 3 " 11 "^ 

to consider this question «■ Mr/e Thl r eXam,ner 

ever f le»,V,l i,- cx parte. the Commissioner, how- 

that h ‘ S Pet,t,0n t0 this ^ect, stating in his decision 


this^So^hSt inte^uP thC heanng ° f 
nes^ofHTif ^ qUeSti ° n ° f the 0perati -- 

n , ° f f ,tchcock s device with relation to shaft 8 took 
Place m due time, and as Hitchcock’s device was clearlv 
inoperative, he (Hitchcock) did not even attempt to deny 

m ttedT/’r 55 in tHiS regarCK bUt 3t ‘ he hearing^adh 
that it was inoperative, and thereupon the exami¬ 
ner, under date of October 1 QH 7 j 
dissolving fh. • l ': ct0Der - 5 - 1907 • rendered a decision 
8 he interference, and in that decision said: 

<e£JE l,iaoMr 
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And the decision concluded with the words: 

“Appeal is limited to expire November 4th, 1907.” 

Hitchcock took no appeal from this action of the ex¬ 
aminer dissolving the interference, and the interference 
was accordingly dissolved. 

Both of the interferences, viz., Nos. 26,006 and 26,866, 
having been dissolved, and Colburn & Washburn’s appli¬ 
cation having been held by the Patent Office to be other¬ 
wise allowable, they addressed a communication to the 
Commissioner, setting forth these facts, and in this com¬ 
munication they particularly called attention to the fact 
that the last interference, No. 26,866, was dissolved on 
the ground that Hitchcock’s structure was inoperative, 
and that therefore, “the claims are not patentable to Hitch¬ 
cock,” and asked that their application be sent to patent. 
This was on December 5, 1907, and on December 11, 1907, 
the Commissioner issued to Colburn & Washburn a notice 
of the allowance of their aplication, and on January 7, 
1908, the patent was issued. 

Particular attention is invited to the fact that this 
patent was issued to Colburn & Washburn at this time 
as the result of their demand addressed to the Commis¬ 
sioner of Patents under the date of December 5, 1907, 
specifically calling attention to the fact that the claims 
involved in interference 26,866 were not patentable 
to Hitchcock because of the inoperativeness of his 
structure. 

After dissolution of the interference 26,866, Hitchcock 
continued to prosecute his application ex parte , and, not¬ 
withstanding the express prohibition of section 4916 of the 
Revised Statutes, and of Rule 88 of the Patent Office, pro- 
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7 of the drawings of a reissue appli- 

modd) tl 7 Se " Ce ° f 3 m ° del (and Hi,chcock had no 
model), the exam,net permitted him to amend or change 

J draW ", lgS w,th res P ect ^ the shaft 8 , and after this was 

cock' then had *7 ^ drawings so changed. Hitch- 

beeJ „ 3 " g ? make the identical claims that had 

been involved in mterference 26.866 when the same was 

but^thT fi T • C redeclared> not on 'y interference 26,866. 

the first mterference. No. 26.006, the latter interfer¬ 
ence being redeclared with the same count that said inter¬ 
ference had when ,t was dissolved for the purpose of in- 
cludmg the count in the new interference, 26.866. There- 

th P e° 1 a? 7 , 7 ShbUrn m ° Ved in eac h case to dissolve 

others thlfth lnterferences ’ on *hc ground, among 
others that the ,ssue m each interference was r« adjudi- 

h 7 7 P °r t,0n bemg ’ aS *° interferell ce 26,006, that 
itchcock had elected to try out the issue thereof in the 

second mterference. No. 26.866 (this election having taken 

Place when he failed to appeal from the action of the 

pnmary examiner dissolving that interference under date 

of October 6, 1906), and that having elected to try out 

the tssue mterference 26,866, he could not, after being 

efeated in the last-named interference, return to the ori.fi- 

"V7 ere 7 26,006 ’ and aga ' n contest with Colburn 
& W ashburn for the right to the claim constituting the 

■ssue of that mterference. Colburn & Washburn further 

777 1 ,"’, 3 , 1 the decision of the examiner of October 
2a 1907 holding that Hitchcock's device was inoperative, 

and dissolving the interference for that purpose, was in 
effect a holding that Hitchcock had no right to make the 
claims, because his device was inoperative, and that the 
only course open to him was by appealing from this de¬ 
cision of the primary examiner dissolving the interference. 
Having failed to appeal from such decision, the latter be¬ 
came final and res adjudicata as between the parties. 
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Colburn & Washburn’s motion to dissolve this rede¬ 
clared interference 26,006 on the ground of res adjudicata 
was denied by the primary examiner, representing the 
Commissioner. Their motion to dissolve interference 
26,866 on the ground of res adjudicata was first heard 
before the primary examiner, and by him was granted. 
Hitchcock thereupon appealed from this decision to the 
Board of Examiners-in-Chief, who affirmed the primary 
examiner. He then appealed to the Commissioner, who 
reversed the examiners-in-chief and refused to dissolve the 
interference. 

On this condition of affairs, the relator-appellee brought 
its petition, praying for a peremptory writ of mandamus 
against the Commissioner of Patents to compel him to 
dissolve, vacate and set aside both of said interferences, 
which petition was granted by the Court below, on the 
authority of the decision of this Court in United States 
of America cx rcl. The Newcomb Motor Company v. 
Moore, Commissioner of Patents, 30 App. D. C., 464. 

ARGUMENT. 

There is no difference between the parties as to the facts 
in this case, but the appellant takes the position that these 
facts do not bring this case within the doctrine of the 
Newcomb Motor Co. case cited above, while the appellee 
contends that they do. In that case we find the following 
state of facts: 

(1) An interference declared between Newcombs pat¬ 
ent and Thomson’s application and Lemp’s application. 

(2) The examiner dissolved the interference on the 
ground that neither Thomson nor Lemp had a right to 
make the claims constituting the issue. 

(3) A limit of appeal was fixed by the examiner from 

his decision. 
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Hriwal A ! >,>Cal , ,)_V Tbomson ani1 Lemp, and then a with¬ 
drawal of said appeals, leaving the case precisely as if no 
appeal had been taken. 3 

J.W EX v ^ Pr ° SeCUtion b >' Thomson and Lemp of 
. . appl ' Cat,ons after ‘he dissolution of the interference 

office that Th" Pr ° SeCmi ° n reSul,ed in 'he holding by the 

r L ' ml> <H ta " * -if - <o —« 

sfitfrl A T ieC,aration of tbe interference, the issue being 
s ated in the same words as that constituting the issue of 

oZtte7 ,ntCrfercnce - excep ‘ ‘hat certain claims were 

, (/) . A demand b - v Newcomb that the interference be dis¬ 
solved, vacated, and set aside. 

demand*^ rCfUSal ^ *** Comn,issioncr t0 comply with this 

Pnl 9) K A r r ‘° the Supreme Court of the District of 
Columbia by Newcomb for a writ of mandamus against 

et asIThTT !° C ° mP u h " n *° diSS ° ,Ve - V3Cate - a " d 
Ts Si 6 ^ bCCaUSe thC sub J ec t‘ rna tter was 

(10) Issuance of the writ after appeal to this Court, 
winch ordered the writ to issue. 

wiirr to i:z that t,,e presem case »»™ a n f OU rs 

' the Newcomb Motor Co. case, and in doing this it 
may be of advantage to first consider the conditions under 
"Inch an interference can exist in the Patent Office. 


° rd , ei ^ *. hat a u n in,erf erence may exist, the parties 
must be claiming the same invention, and the invention 
must be patentable to both parties. 

J', irrrr in or * r ,h "» ™ y 

’ ' " ,ha " there is an in.entkn, to 





form the subject-matter of the interference; that two (or 
more) parties are claiming this invention; and that the 

invention is patentable to both parties. 

It will be apparent that if an interference has been de¬ 
clared when there is any question as to whether all of the 
essentials mentioned above are present good practice would 
require that this question shall be settled before the parties 
proceed to the taking of testimony and the trial of f he 
cause, and with this object in view the Rules of Practice 
of the Patent Office provide that if either party or the 
Patent Office sees fit to raise this question they may do so 
prior to the taking of testimony. Either party may make 
a motion to dissolve the interference within a certain lim¬ 
ited period after the same has been declared, either on the 
"round that there is no interference in fact, such as would 

o • 

exist where the parties are not claiming the same patent- 
able invention, or on the ground that the invention is not 
patentable to either party, or on the ground that the inven¬ 
tion is not patentable to one of the parties. If for any 
reason it appears to the Patent Office that the invention is 
not patentable to either or both of the parties, the primary 
examiner may take up the question of his own motion, and 
after a hearing between the parties, if he finds that any 

reason whatever exists as to why a patent should not be 
granted to either or both of the parties, he dissolves the 

interference. ANY REASON FOR DENYING THE 
CLAIM OR CLAIMS CONSTITUTING THE ISSUE 
OF THE INTERFERENCE TO EITHER OR BOTH 
PARTIES IS RECOGNIZED AS A REASON WHY 
SUCH PARTY OR PARTIES HAS OR HAVE NO 
RIGHT TO MAKE THE CLAIMS. 

If the examiner discovers a reference or discovers that 
the structure of one of the parties is inoperative, he gives 
notice of an inter partes hearing for consideration of the 
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Snr 4 and after SUCh hearing renders his deci- 
S nf examiner - considering the question of the 

ght of a party to make a claim, either by reason of a 

taConTis X °" e ° f the PartiCS ’ ° r ^ - S °" 
taken on his (the examiner’s) own initiative, decides that 

pea, ' SS I f o “ neither Pany h3S the right of a P‘ 
f ' . ; °" ( : e contrar y- ‘he examiner decides that one 

(or both) of the parties has no right to make the claims 
announces h,s decision dissolving the interference for 

fc V 1 t Xe, , a , ; mit ° f appea1 ’ ' vhich a PP* a ' lies in 

Ln tTtheT" 6 B ° ard ° f iners-in-Chief. and 

hen to the Commissioner. If the party who is thus held 

to appeT'^r ‘° haVe "° f ght t0 make the cla| nis fails 
to appeal, the examiners decision dissolving the inter¬ 
ference becomes final, the interference is dissolved and if 

succeTsLTnarT 0 " ^ a P a ‘-‘ from the 

ventor ? ' S granted to him as the prior in- 


in* interfo-Tnce^'fi.'s^^'becaua^oTthe i' 5 ’ ’T’ disS °' V - 

Hitchcock’. device was a dec’ ion 

k»°terfeiLce make COn ‘ titu *»« ‘he issue of that 

question * IT**™ 1 "* 1 . ° f Patent ,aw tha ‘ ‘he 

question of the operativeness of an applicant’s device is 

the e issu'e of a th CtS ^ ngh ‘ ‘° " lake the claims constituting 

hen he has !" erference - « ‘he device is inoperative 
then he has no right to make the claims, and if he has no 

right to make the claims constituting the issue of the inter- 

awarded t r’ dearly ’ Pn '° rity ° f inVention mus ‘ b e 
awarded to his opponent, since he has not made an inven- 
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It has been repeatedly held that the operativeness of 
the device of a party engaged in an interference vitally 
affects his right to make the claims of the issue. Thus, in 
the case of the General Electric Co. v. Wise, 119 Fed. 
Rep., 922, the court said, in discussing a similar question: 

“If such alleged prior invention was not operative 
and failed to produce the beneficial results sought 
to be produced by the patent, it could not constitute 
a prior invention;” 

and in the same decision the court said that if experimen¬ 
tation produces certain imperfect results, “that fact does 
not establish priority of invention.” 

In Story v. Criswell, C. D. 1902, p. 262, Criswell made 
a motion to dissolve an interference on the ground that 
Story had no right to make the claims involved in the in¬ 
terference because his dezdee zvas inoperative, and in his 
decision the examiner dissolved the interference as to cer¬ 
tain counts upon all of the grounds upon which the motion 
was brought, including that of inoperativeness, and Story 
appealed to the Commissioner from this decision. In pass¬ 
ing upon the appeal the Commissioner said that the exami¬ 
ner had dissolved the interference— 

“because Story had no right to make the claims com¬ 
prising these counts of the issue. From the decision 
on this ground, appeal lies to the examiners-in- chief 
and not to the Commissioner. No such appeal has 
been taken, however, and the examiner’s decision on 
this ground has become final.” (Italics ours.) 

and the appeal was, therefore, dismissed. 

In the case of Podlesak & Podlesak V, Mclnnerney, 26 
App. D. C., 399, this Court said: 
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‘The question of the right of a party to make the 

claims goes to the very foundation of the interference 

for if the party has not such right, the interference 
falls. 

In Lowry & Cowley v. Spoon, 1906 C. D„ 224, the Com- 
missioner said: 

The question of operativeness is equivalent to the 
question of right to make the claims so far as the 
procedure under consideration here is concerned.” 

(Italics ours.) 

The procedure under consideration in that case was an 
interference and the question of the operativeness of the 
device of one of the parties had been raised. The Com¬ 
missioner expressly stated that the question of operative¬ 
ness was equivalent to the question of right to make the 
claims.' - It follows that, since the question of operative¬ 
ness was “equivalent to the question of right to make the 
claims of the issue, under the doctrine announced by this 
Court in Podlesak v. Mclnnernev, when the examiner held 
that Hitchcock’s device was inoperative it was equivalent 
to a holding, and in fact was a holding, that Hitchcock had 

no right to make the claims constituting the issue of the 
interference. 

As still further accentuating the fact that the operative¬ 
ness of the party’s device affects his right to make the 
claims constituting the issue, attention is also called to the 
decision^ of the Commissioner in Greenawalt v. Mark. C. 
D. 1907, page 21. In that case the examiner of inter¬ 
ferences awarded priority of invention to Greenawalt on 
the ground that Mark failed to show an operative device, 
and Mark petitioned the Commissioner to direct the ex¬ 
aminer of interferences to vacate the judgment of priority 
entered by the examiner against him. In rendering his 
decision denying this petition the Commissioner said: 
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“The action of the Examiner of Interferences is 
in accord with present rule 130 and with the decision 
of the Court of Appeals of the District of Columbia 
in Podlesak & Podlesak v. Mclnnerney, which held 
that the right of a party to make a claim may be con¬ 
sidered as a basis for awarding priority of invention. 
The operativeness of an applicant’s device affects his 
right to make the claims.’’ 

There are many other decisions, all to the effect that 
before a party is entitled to a patent and before any given 
device can be recognized as an anticipation of the work of 
another inventor, it must appear that the device relied upon 
is an operative one. Thus, in ex parte herguson, 56 O. G., 
1334, the Acting Commissioner held, as stated in the sylla¬ 
bus of the decision, that the question of inoperativeness 
was one which goes to the merits of the invention. 

So also in the Farmers’ Mfg. Co. v. Spruks Mfg. Co., 
127 F. R.. 691, it was held that a patent for a device which 
fails to accomplish the desired end is not an anticipation of 
one for a device which successfully accomplishes it. 

In the case of Glidden v. Noble, 5 App. D. C., 480, this 

Court said: 

“Notwithstanding the idea in his mind and the 
many attempts to give effect to it, Glidden’s inven¬ 
tion was incomplete. It lacked the final and neces¬ 
sary step. It would not work. A machine that will 
not do zvhat it is intended to do cannot be given, pri¬ 
ority over one that is successful and operative. 

(Italics ours.) 

From the foregoing decisions and many others which 
might be quoted, it will be seen that a party to an inter¬ 
ference whose device will not operate, will not do the work 
which it was designed to do, is not entitled to a patent 
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therefor, and when in an interference the question of the 

is a vita! question, one which goes to the very merits 

right orthar 6 ' 1 '!' a ' ld ° ne "' hiCh necessan > aff ^ts the 

issue of the ' 3 7 t0 makC the dain,s cons ‘'tuting the 
f , k u o mterference - When that question is raised 
i be held that the party’s device is inoperative it neces’ 

arily amounts to a holding that he is not entitled to make 
the cla,ms constituting the issue of the interference is no 

^^“P.—t is entitJ to": 

thC PHmary eXaminer S ave notice of an 
cock’s7 • Canng t0 consider the operativeness of Hitch- 

formal T a V° S a ^ tkat was ec l u ivalent to giving 
no ice that he proposed to consider the right of 

c cock to make the claims constituting the issue of the 

interference, and that the question in hij the exm,W s 

mind as to whether or not Hitchcock had the right to make 

the claims constituting the issue of the interference was 

based on his doubt as to the operativeness of Hitchcock’s 

_rucure; and when Hitchcock admitted at that hearing 

that his structure was inoperative, he necessarily 

issue of that ^ C,ai '” S COnSti “ 1 ‘ in ? ‘he 

When the examiner rendered his decision holdin- that 

Hitchcock’s device was inoperative, that decision was 

necessarily a holding that Hitchcock had no right to make 

the claims constituting the issue of the interference and 

havmg reached this conclusion, there was but one ou se' 

for the examiner to pursue, vi 2 „ , 0 dissolve the inter 
ference, which he did. 

cocked eCiSi0n 7 iSSO ' Ving thC interference because Hitch- 
no right to make the claims by reason of the in- 

operativeness of his structure, was a decision affecting Z 






merits of Hitchcock’s case, and from such decision appeal 
lies to the Board of Examiners-in-Chief (Story v. Cris¬ 
well. ante). If Hitchcock dissented from this decision of 
the examiner dissolving the interference because of the 
inoperativeness of his structure, his only course was an 
appeal from that decision to the Board of Examiners-in- 
Chief, and having failed to appeal, that decision became 
final (Newcomb Motor Co. v. Moore, ante; Story v. Crts- 

well, ante). 

When Hitchcock failed to appeal from the examiner’# 
decision dissolving the interference because of inopera¬ 
tiveness, that decision became final and the subject-mat¬ 
ter of the issue of the interference was then res adjudicata 

as between the parties. 

As we have stated above, when the primary examiner 
rendered his decision of October 25, 1907, dissolving inter¬ 
ference 26,866 because of the inoperativeness of Hitch¬ 
cock's structure, that was a decision that Hitchcock had no 
ri<dit to make the claims constituting the issue of the inter¬ 
ference, and hence was a decision relating to the merits of 
his invention, and the rules of the Patent Office provide 
that from such a decision appeal lies to the Board of Ex¬ 
aminers-in-Chief. In such cases, if the defeated party fails 
to take his appeal, the decision dissolving the interfer¬ 
ence becomes final and the interference is accordingly dis¬ 
solved. In Story v. Criswell (C. D. 1902, page 26-), t e 
examiner dissolved the interference as to counts 2, 5, and 
6 on all of the grounds involved in Criswell s motion, 
among which grounds was that alleging that Story had no 
richt to make certain of the claims involved in the mter- 
. ference. for the reason that his device was inoperative, and 
qtory appealed from the examiner’s decision to the Com¬ 
missioner. In rendering his decision on that appeal, the 
Commissioner said: 



therefor, and when in an interference the question of th P 

operativeness of the device of one of the parties is raised 

it is 3 vital question, one which goes to the very merits’ 

of the interference, and one which necessarily affects the 
right of that party to mak’p 

issue of the interference U'l i' constltut ' n g the 
if it be held - e " tha ‘ (,Uestion is r aised, 

' he ' d that the Party’s device is inoperative it neces 
anly amounts to a holding that he is not entitled to make 
the claims constituting the issue of the interferes Tnot 

the primary examiner save notice of an 
P tes hearing to consider the operativeness of Hitch 

«k , de«, to , ha(l 8, „„ J a|tn " » 

forma, that he proposed (o consider ^ f { « 

1 c cock to make the claims constituting the issue of the 
interference, and that the question in hif, the ZZJ 
mind as to whether or not Hitchcock had the right to make 
e claims constituting the issue of the interference was 
based on h,s doubt as to the operativeness of Hitchcock’s 
ructure; and when Hitchcock admitted at that I nn 

a a he ST-T in ° PeratiVe ’ * nece ssarily‘admitted 

issue of Z inte^erent make ^ C,ai, " S 

When the examiner rendered his decision holding that 
Hitchcock’s device was inoperative, that decision va 
necessardy a holding that Hitchcock had no right to mike 
e claims constituting the issue of the interference and 

to IT tHiS COnC,USi ° n ’ there Was bu ‘ one o S 
for the examiner to pursue, viz., to dissolve the inter 
ference, which he did. 

coI h L deCiSi °\ diSSO,Ving thC interference because Hitch- 
no right to make the claims by reason of the in- 

operativeness of his structure, was a decision affecting the 
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merits of Hitchcock’s case, and from such decision appeal 
lies to the Board of Examiners-in-Chief (Story v. Cris¬ 
well, ante). If Hitchcock dissented from this decision of 
the examiner dissolving the interference because of the 
inoperativeness of his structure, his only course was an 
appeal from that decision to the Board of Examiners-in- 
Chief, and having failed to appeal, that decision became 
final (Newcomb Motor Co. v. Moore, ante; Story v. Cris¬ 
well, ante). 

When Hitchcock failed to appeal from the examiner’s 
decision dissolving the interference because of inopera¬ 
tiveness, that decision became final and the subject-mat- 
ter of the issue of the interference was then res adjudicata 
as between the parties. 

As we have stated above, when the primary examiner 
rendered his decision of October 25, 1907, dissolving inter¬ 
ference 26,866 because of the inoperativeness of Hitch¬ 
cock's structure, that was a decision that Hitchcock had no 
, Hit to make the claims constituting the issue of the inter¬ 
ference, and hence was a decision relating to the merits of 
his invention, and the rules of the Patent Office provide 
that from such a decision appeal lies to the Board of Ex¬ 
aminers-in-Chief. In such cases, if the defeated party tails 
to take his appeal, the decision dissolving the interfer¬ 
ence becomes final and the interference is accordingly dis¬ 
solved. In Story v. Criswell (C. D. 1902, page 262), the 
examiner dissolved the interference as to counts 2, 5, and 
6 on all of the grounds involved in Criswell’s motion, 
among which grounds was that alleging that Story had no 
rig h» to make certain of the claims involved in the mter- 
. ference, for the reason that his device was inoperative, and 
Story appealed from the examiner’s decision to the Com¬ 
missioner. In rendering his decision on that appeal, the 
Commissioner said: 
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thZtuntT;2 er 5 h a a nd g 6T! ed m0tion as *> 

which that motion was^aseT H^h* 

therefore because i ' . has d,ss olved it, 

*7 comprising 

- sas.t.'r* rg,7?^ 

“izrf * ■*" £rri i 

(Italics oure’)’ 1 ” >U ha - ^come final:' 

In that case, like the interference between Colburn * 

on the ground !f ’ ’^ ,nterfer ence was dissolved 

correctly states in '^T^T’ a,U ' the Com '™sioner 

n.s .o ^.rr:::,ixvtvz r rrr 

beerT taken' to" 

cision on this ground has become full - eXam, " er $ ^ 

When the primary examiner dissolved interference No 

he dSdved U ti e t th V n ° PeratiVeneSS ° f Hitchc °ck’s device, 
to make the 1 • Cf CrenCe becailse Hitchcock had no right 

Ztom thlt'T C ° nSUming the issi,e of ,he interference 

b^;‘L e L aminer ’* deCi8i ° n di “° ,V ^ th « ' n,er ference 

In the Newcomb Motor Co. case (30 App. D. C„ 464) 
the interference was dissolved on the ground that Thom- 

r Z e^" th^ " r ght *° makC tHe C ' aimS constituting 
.ssue of the interference. Both Thomson and I emo 

“us 0 ? that '! eCiSi ° n and the " Withdrew th eir ap 
pea , thus plaang the case in exactly the same position . 

< if no appeal had been taken. Like Hitchcock in the 

present case, Thomson and Lemp then proceeded to prose- 
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cute their applications ex parte. This Court stated, after 
considering the entire matter and after an elaborate argu¬ 
ment: 


We conclude, therefore, that the provisions relat¬ 
ing to ex parte applications do not apply to inter partes 
actions, and that, when the appeal from the decision 
of the primary examiner was abandoned, his decision 
became final and binding upon the parties.” (Italics 
ours.) 

This is a clear and decisive confirmation of the Com¬ 
missioner’s position in Story v. Criswell, that upon failure 
to appeal from the examiner’s decision, such decision be¬ 
comes FINAL. 

The Examiner’s decision that Hitchcock had no right to 
make the claims because of the inoperativeness of his 
structure, was an award of priority to Colburn & Wash¬ 
burn. 

It has been authoritatively announced by this Court, in 
Cosper v. Gold & Gold, 36 App. D. C., 302, that— 

“Under the practice established by the decision in 
Podlesak v. Mclnnerney (26 App. D. C., 399), two 
questions arise in every interference case where the 
right of one party to make the claims of the issue is 
presented on a motion to dissolve on that ground— 
the right to make the claims, and priority of inven¬ 
tion. If the first shall be decided adversely to the 
claimant, the formal award of priority goes to his op¬ 
ponent AS A MATTER OF COURSE.” 

(Emphasis ours.) 

That is precisely what occurred in the present case. 
The question as to Hitchcock’s right to make the claims 
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oTerativfIf"?? * h, ' m : beCm,Se his s ‘™‘«re was i„- 
“as a matter of'course^th C, ' SSOlved for that reason . and 
‘ion was decided against him. qUeSt, ° n ° f Pri ° rity ° f “* 

ing through Chief 'Justi^Si “paS,' slid: C ° Urt ’ 

h'V/sole inventor. 0 

THE AWARD AND TO HIS PATENT^ ITLE ° T ° 

(Emphasis ours.) 

ine'r Ve in’ a h7s demostra ‘ ed ‘hat when the Exam- 

interference onT" ^ ^ diSS0,Ved the 

e terence on the ground that Hitchcock’s structure was 

-operative, he necessarily decided that tj- t I . . 

b»r„ "'ere ue«,„„ 1y en.i.W „, e 

sisi“f" J : “ 

from. f ° take an a PPeal there- 
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The issuance of the patent by the Commissioner was a 
distinct admission by the Commissioner: 

(1) That Hitchcock was not entitled to the claims of 
the issue because of the inoperativeness of his deznee. 

(2) That Colburn & Washburn were; therefore, entiiled 
to the azvard of priority “as a matter of course;” and 

(3) That Colburn & Washburn were entitled to their 
patent. 

The Commissioner of Patents exceeded his authority 
under the law when he permitted Hitchcock to prosecute 
to allowance, and ex parte, the same claims which it had 
been finally decided, inter partes, that he had no right to 
make. 

It is argued on behalf of the Commissioner that the 
action of the primary examiner in pennitting Hitchcock 
to amend his application after the dissolution of the inter¬ 
ference is an indication that the examiner did not regard 
his action as a final one, which would render the subject- 
matter of the interference res ad judicata between the par¬ 
ties. In support of this position it is pointed out that the 
Examiner permitted Hitchcock, after said decision and 
dissolution, to so change his drawings as to show (what 
was admittedly not shown before) an operative structure. 
This was done in direct violation of section 4916 of the 
Revised Statutes which provides for reissue applications. 
That section of the statute contains the following clear 
prohibition against amending the drawings of reissue appli¬ 
cations : 

“but no new matter shall be introduced into the 
specification, nor in case of a machine patent shall 
the model or drawings be amended, except each by 
the other.” 


// 
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Had no model hence he cou , d ^ ^ d 

without violating section 4916. ^ 

Rule 88 of the Rules of Practice is in almost the same 
words as the statute. It reads: 

“88 New matter shall not be allowed to be in,™. 

tl mt °u f, he u reiSSUe a PP'i«tion. nor in case of a' 

machine shall the model or drawings be amende! 
cept each by the other.” g amended ex- 

In permitting Hitchcock to amend the drawings of his 
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88 wh h iT ^ C ° ntrary t0 the Statute ’ and to rule 
oo, which has the force of law. 

Furthermore the contention that the Examiner dissolved 
interference 26,866, in order to permit Hitchcock to amend 

t J a ' V h ' ngS ’ ex . parte ’ to show an operative device is not 

of doL the 56 '* ' S . W|U ' Va,ent to accus ing the Examiner 
of doing the very thmg he himself held he could not do 

and which the Assistant Commissioner directed him not to 

an 0 lS Pt T b ! f *1 1907 ’ ‘ he Examiner * ave of 

an inter partes hearing on the question of the 
operativeness of Hitchcock’s device as to shaft 8 

H’tTV’- fj SeC ’ 12 0f Agreed State of Facts) 
Hitchcock wished to avoid the consideration of this ques¬ 
tion inter partes and petitioned the Commissioner for an 
«- parte hearing. This the Commissioner denied, direct¬ 
ing that the question should be considered inter partes 
(Record, p. 104, Sec. 13.) P 

It is not conceivable that the Examiner dissolved the in¬ 
terference for the very purpose of permitting ex parte 

St-/* C A Se in COnnection with a matter which 
both he and the Assistant Commissioner held should be 
considered inter partes . 
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Moreover, the Examiner himself states in his decision 
of Aug. 24,1909 (Record, pp. 58-64), that “Hitchcock had 
no right to make the changes’’ in regard to shaft 8. 

The Examiner also held that the claims involved in in¬ 
terference 26,866 became res adjudicata when Hitchcock 
failed to appeal from the decision of October 25, 1907, dis¬ 
solving that interference (Record, p. 58, Exhibit 14), and 
the Board of Examiners-in-Chief in commenting on that 
decision say: 

“The Examiner is in our opinion right in holding 
that having accepted his decision dissolving the inter¬ 
ference Hitchcock was precluded from prosecuting the 
claims ex parte ” 

But if there was any question as to the Commissioner’s 
authority to permit Hitchcock to prosecute ex parte the 
very same claims that were involved in interference 26,866 
when it was dissolved, that doubt is removed by the words 
of this Court in the Newcomb Motor Case (30 App. D. C., 
464), where it is said: 

“The remedy of the defeated party is by way of ap¬ 
peal. He has no right whatever thereafter to prose¬ 
cute the claims of the issue in an ex parte case. It, 
follows, therefore, that when Thomson and Lemp 
abandoned their appeals from the decision of the Pri¬ 
mary Examiner denying their rights to make the 
claims in issue, that decision became final and res 
adjudicata as between the parties to the interference, 
and that thereafter the Commissioner was without 
authority to direct the Primary Examiner to read¬ 
judicate, in Thomson’s and Lemp’s ex parte applica¬ 
tions the question whether they had the right to make 
the identical claims of the issue in the interference pro¬ 
ceeding.” (Italics ours.) 

That is precisely the condition in the present case. Hitch¬ 
cock having failed to appeal from a decision in effect deny¬ 
ing his right to make the claims of the issue, that decision 
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ness, and that for that reason the examiner’s action in dis¬ 
solving the interference was improper. Clearly, this is 
not a sound argument, since Hitchcock’s device was con¬ 
fessedly inoperative and would not perform the functions 
or accomplish the results for which it was designed; but, 
even if such were not the case, and even if the examiner s 
action was not right in dissolving the interference, the fact 
remains that, right or wrong, that decision was rendered 
and no appeal was taken therefrom; and, right or wrong, 
that decision became final, the interference was dissolved 
and the patent issued to Colburn & Washburn. 

It is a well-known principle of law in connection with 
the subject-matter of res adjudicata that whether or not the 
subject-matter is rendered res adjudicata by reason of the 
previous decision the right or wrong of the previous deci¬ 
sion cannot be raised. Whether the previous decision was 
right or whether it was wrong is wholly immaterial. The 
decision was rendered, the parties accepted the decision by 
failure to appeal, the decision became final and the subject- 
matter of the controversy between the parties was forever 
settled. This is not only a fundamental principle in con¬ 
nection with the general subject-matter of res adjudicata, 
but it is a principle which prevails and has been applied 
by this Court in interference proceedings. Thus, in Black¬ 
ford v. Wilder, 21 App. D. C., 1, holding the subject-mat¬ 
ter of the issue of the interference res adjudicata, the court 
said, in discussing the previous decision: 

“Whether the former decision was right or wrong 
or was induced by the want of the particular evidence 
that was offered in the present case is not the ques¬ 
tion. However that might be, it was final and put 
an end to thte litigation in the first interference.” 

And such is the practice in the Patent Office following 
the law as laid down in Blackford v. Wilder. Thus, in 
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cock was the junior party, and the burden of proof was 
therefore upon him. Being in this interference, he was 
made acquainted with Colburn & Washburn’s structure 
and with their dates. As the result of this interference 
26,006, and the knowledge gained by Hitchcock of Col¬ 
burn & Washburn’s structure and dates, Hitchcock decided 
to file, and did file, his reissue application, and the Ex¬ 
aminer then announced in his action of October 6th, 1906, 
that interference 26,006 would be dissolved, for the pur¬ 
pose of substituting Hitchcock’s reissue application for his 
1905 application. Hitchcock was perfectly familiar with 
the Colburn & Washburn’s structure and dates; he was fa¬ 
miliar with his own 1905 application and with his own re¬ 
issue application; and he knew the wording of the sole 
count in interference 26,006. He was thus possessed of a 
knowledge of his rights and the facts . Being thus fully in¬ 
formed in the premises, Hitchcock (by his failure to appeal 
from the decision of the Primary Examiner of October 6th, 
1906, dissolving interference 26,006, “for the purpose of 
substituting for the application of Hitchcock a reissue ap¬ 
plication of that applicant”), made his election. In the eye 
of the law, his action was tantamount to an agreement that 
the controversy involved in interference 26,006 should be 
determined by the result in interference 26,866. 

There was a reason why Mr. Hitchcock so readily as¬ 
sented to the Examiner’s proposition to consolidate the two 
interferences. He thereby gained a distinct advantage in 
that, in the newly declared interference 26,866, he would 
be the senior party, with the burden of proof upon his ad¬ 
versary, whereas in the original interference 26,006, he 
was the junior party, and the burden of proof rested upon 
him. 

Having failed to appeal from the Examiner’s decision to 
dissolve interference 26,006, for the purpose of including 
the count thereof in the new interference (26,866), and 
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ing in a Federal court of equity and the complainant died. 
His personal representative, instead of reviving the suit, in¬ 
stituted and prosecuted proceedings in another jurisdiction 
to obtain the same relief sought in the first suit, and the 
court held that by so doing he had elected to pursue a differ¬ 
ent remedy, and that in the suit in the Federal court the 

defendant was entitled to a dismissal. 

In Slaughter v. La Compagnie Francaise a party to a 
contract brought an action at law for the breach of the con¬ 
tract and prosecuted the same to judgment for damages, 
and it was held that he could not thereafter maintain a suit 

in equity to enforce specific performance. 

On behalf of the Commissioner it is argued that the sub¬ 
ject-matter of the issue of interference No. 26,006 is not 
res adjudicata, because the first count of the issue in inter¬ 
ference No. 26,866 (which was the same as the issue ol 
26,006) was dissolved on the ground that there was no 
interference in fact, because the parties were not claiming 
the same patentable invention. Colburn & Washburn 
moved to dissolve the interference, alleging that the parties 
were not claiming the same patentable invention as defined 
in that count. Hitchcock opposed this motion. 

It is our position that the motion to dissolve was in the 
nature of a demurrer to a bill in equity and that the de¬ 
cision on that question was as binding upon the parties as 
if final judgment had been given against Hitchcock after 
evidence taken and hearing had on the merits of the case 
It has been repeatedly held that when one of the parties 
voluntarily goes to hearing on the pleadings and a decree is 
rendered against him, the doctrine of r« adjudicata applies 
with all the force that it would have applied had the decree 
been rendered after evidence taken. 

Robinson v. Amr. Car & Foundry Co., 142 F. R., 
170 

Last Chance Mining Co. v. Tyler Mining Co., Sup. 
Ct. Rep., vol. 15, 733. 
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ment thereon is conclusive of such facts. Hence a 
judgment by default or upon demurrer « as ef¬ 
ficacious as one rendered after a contest between the 
parties. (Last Chance Mining Co. v. Tyler Mining 
Co.) In addition, where there was a contest the find¬ 
ing or opinion of the trial court may, if necessary, e 
looked to, to render certain that which might other¬ 
wise be uncertain. This principle of estoppel or 
former adjudication is equally applicable to proceed¬ 
ings of a judicial nature in the Patent Office (Black¬ 
ford v. Wilder, 28 App. D. C., 535-542). 

(Italics ours.) 

Bearing in mind, then, that a judgment on demurrer may 
be as efficacious to support a plea of res adjudtcata as a 
judgment after the full trial of a cause and evidence sub¬ 
mitted; and that a motion to dissolve on the ground that 
the parties are not claiming the same patentable invention, 
is in the nature of a demurrer; and that the principles of 
estoppel by former adjudication is equally applicable to 

proceedings of a judicial nature in the Patent Office; and 
bearing in mind that by permitting the dissolution of, 
interference No. 26,006 for the express purpose of includ¬ 
ing the sole count thereof in the issue of interference No. 
26 866, Hitchcock elected to try out the question involved 
in that issue in the latter interference; and bearing in mind 
the further fact that on motion to dissolve (which motion 
is in the nature of a demurrer) it was decided that the 
parties were not claiming the same patentable invention, we 
think it is clear that when judgment was rendered against 
Hitchcock’s contention and the decision of non-interference 
in fact as to the first issue of interferense No. 26,866 was 
rendered, that question as between the parties beca ™ r " 
adjudicata, and Hitchcock is now estopped from alleg g 
that the parties are claiming the same invention; and that 
by reason of this estoppel the Commissioner was without 
authority to “redeclare” original interference No. 26,006. 
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This is not a case where a party, through mistake, at¬ 
tempts to exercise a right to which he is not entitled, or has 
mistaken his remedy or form of action. Nor is it a case 
where the party never had a right of action as first brought, 
and therefore could have had no election. 

It is argued on behalf of the Commissioner that the doc¬ 
trine of election does not apply in this case, because it is 
alleged that Hitchcock elected to seek a remedy which it is 
now argued on behalf of the Commissioner “turned out to 
be no remedy at all.” The entire argument in the Com¬ 
missioner’s behalf is based on this proposition, that the 
course of action which Hitchcock elected to pursue did not 

result as Hitchcock would have liked it to result, and that 
therefore it was no remedy. 

When Hitchcock elected to determine the matter in liti¬ 
gation in interference 26,006 by the result in interference 
26,866, he knew that one of the questions that would be 
necessarily involved in that litigation would be the question 
of fact as to whether or not the parties were claiming the 
same invention. He knew that that fact was bound to arise 
and be determined in the interference. And he elected to 
try out that question of fact in interference 26,866. It was 
tried out in interference 26,866, and determined against 
him. He did not at first attempt to exercise a right that he 
did not possess, and then fall back upon some other rem-* 
edy. Clearly he could have determined the question of in¬ 
terference in fact in 26,006 or in 26,866. He elected to de¬ 
termine it in the latter, and he is bound by the result in that 
latter case, and cannot now, after the termination of the 
litigation unfavorably to himself, return and again litigate 
the same question of fact by a redeclaration—a re-institut- 
ing—of the identical interference, which he deliberately and 
advisedly determined to abandon in favor of 26,866. 

Hitchcock made no “mistake.” He was seeking an ad¬ 
vantage. He was seeking to place the burden of proof upon 
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his adversary, and he knew his success must depend on the 
question of fact as to whether the parties were claiming the 
same invention. 

Clearly there is nothing in this case that should consti¬ 
tute it an exception to the doctrine of estoppel by election. 

Mandamus the proper proceeding under the conditions 
of this case. 

It will be observed that this case is practically on all- 
fours with that of Newcomb Motor Co. v. Moore (30 
App. D. C., p. 464). In each case an interference was de¬ 
clared; in each case the interference was dissolved on the 
ground that one of the parties had no right to make the 
claims; in each case no appeal was taken and the decision 
dissolving the interference became final; in each case there 
was, subsequent to the dissolution of the interference, an 
ex parte prosecution by the party who was held to have no 
right to make the claims; in each case such party was 
subsequently held to be entitled to make the claims; in each 
case there was a redeclaration of the interference, and in 
each case the Commissioner refused to dissolve the inter¬ 
ference on the ground of res adjudicata; and in passing 
upon this condition of affairs in the Newcomb Motor Co. 
case, this court said: 

“But, it is insisted, that mandamus is not the proper 
remedy. When the decision of the primary examiner 
that Thomson and Lemp had no right to make the 
claims in issue became final and res adjudicata, those 
parties were eliminated from the case, and appellant 
was entitled to go hence in the full and uninterrupted 
enjoyment of the patent. Under the statute the juris¬ 
diction of the Commissioner attaches when he directs 
the declaration of an interference, and he still retains 
jurisdiction to award priority to the successful party 
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authority he exercised, if no discretion in the prem¬ 
ises was committed to him and he was in fact acting 
beyond his authority and without warrant of law 
(Garfield v. U. S. ex. rel. Frost, 35 W. L. R*> 771; 
30 App. D. C; U. S. ex rel. Daly v. Macfarland, 
28 App D. C., 552). 

* r * ******* 


“In the instant case a second attack not authorized 
by law has been instituted against appellants’ patent, 
and necessarily has impaired that patent. There be¬ 
ing no other adequate and speedy remedy, we think 
appellant entitled to the relief sought.” (Italics 
ours.) 


In view of this decision in the Newcomb Motor Go. case, 
and the fact that the present case is on all-fours therewith, 
we think that part of the decision in the Newcomb Motor 
Co. case last quoted above is a complete answer to the con¬ 
tention that mandamus is not the proper remedy in this 
case, and it is respectfully insisted that the order appealed 
from should be affirmed. 

Respectfully, 

Reeve Lewis, 

W. B. Kerkam, 
Attorneys for Relator-Appellee. 

S. T. Cameron, 

Of Counsel for Relator-Appellee. 

Washington, D. C., 

January 20, 1913. , 
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It is not proposed by the writer to discuss the present case 
in extenso, since that has been done clearly and comprehen¬ 
sively in the brief filed by Counsel for the Commissioner of 
Patents. It is desired only to submit a few additional sugges¬ 
tions, and to state possibly in a slightly different form the 
grounds upon which, it is submitted, the decree appealed from 

should be reversed. 

Interference No. 26,006. 

Upon this branch of the case nothing need be added to the 
brief of Counsel for the Commissioner. Plainly, and logically, 
there can be no election of one of two or more remedies where 
only one exists; and the decisions cited fully confirm that 
proposition. 
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De Ferranti v. Lindmark, 30 App. D. C. 417; 

Cutler v. Leonard, 31 App. D. C. 297. 

The Patent Office cannot recall the Colburn and Wash¬ 
burn patent, but it can issue another for the same thing to 
Hitchcock, if he shall be found to have been the prior inventor. 

Interference No. 26,866. 

This interference was declared on December nth, 1906, 
between the Colburn and Washburn application and Hitch¬ 
cock’s second application Serial No. 322,121. The issue was 
stated in three counts, the first of which is quite similar to the 
original “Count 3” of No. 26,006; and it was under this count, 
as has been seen, that it was hoped that the former contest 
could also be decided as well. (Relator’s Exhibit No. 4, Rec. 
p. 14). 

But in this case also Colburn and Washburn, by motion 
for dissolution, asked the Patent Office to reconsider its action 
in declaring the interference. After an inter partes hearing it 
was, as has been seen, held that the first count did not mean 
the same thing in the two applications, and upon that count the 
Interference was dissolved. As to the other two counts, after 
an exhaustive consideration of all that could be urged in sup¬ 
port of the motion, it was held that Hitchcock had the right to 
make these claims, and that the Interference had been properly 
declared. (Relator’s Exhibit No. 5, Rec. p. 16). 

Apparently the contest had narrowed down to one of 
priority in fact. But then another thing happened. It was 
discovered, for the first time, that in the delineation of an ap¬ 
paratus embodying the invention, in Figure 2 of the drawings 
of the Hitchcock application, a shaft had been shown in such 
a position as to block the passage of the sheets of glass from 
one part of the apparatus to another. 
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While this was going on, as has been seen, the Colburn 
and Washburn patent was inadvertently issued, contrary to the 
provisions of Section 49 ° 4 - 

At length, in March, 1909. the Interference was rede- 

clared (Relator’s Exhibit No. 12, Rec. p. 53 )* 

Colburn and Washburn again moved for its dissolution 
upon the grounds, first, that the amendment by Hitchcock, in 
order to cure the mistaken showing of the shaft 8, involved a 
material change in the invention, and was therefore unlawful; 
and second, that by the dissolution of the Interference in Oc¬ 
tober, 1907, the controversy had been finally determined, and 

the question of priority was res ad judicata. 

In the lower tribunals of the Patent Office the motion pre- 
vailed, but these decisions were reversed by the Acting Com¬ 
missioner. (Relator’s Exhibit No. 16, Rec. p. 77 )* Act 
ing Commissioner held, first, that the change made by Hitch¬ 
cock in correcting the mistaken showing of Figure 2 of his 
drawings was one in form only, and not in substance, in 
fact, that it involved nothing more than making Figure 2 agree 
with the other figures of his drawings and with his description 
of the apparatus; and second, that the action of the Examiner 
in dissolving the Interference did not purport to be, and was 
not in fact, an adjudication of the rights of the parties. 

It is upon the latter question only that the present pro¬ 
ceedings are based. 

The theory of the petition, and in fact the sole ground 
upon which it is based, is that the action of the Examiner in 
dissolving the interference in order to permit Hitchcock to 
correct the mistake in his drawing, was an adjudication that 
Hitchcock had no right to make the claims in controversy. 

On the contrary, the decision of the Examiner did not so 
hold in point of fact. Not only did the Examiner not state 
that Hitchcock had no right to make the claims, but he took no 
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Second. The question is one primarily for the judicial 
determination of the Commissioner of Patents, and his judi¬ 
cial action on a question lawfully before him cannot be over¬ 
turned by a writ of mandamus. If erroneous it must be cor¬ 
rected by appeal in due course. 

The Commissioner of Patents has decided this question 
clearly and distinctly, and since his decision cannot lawfully be 
questioned in this proceeding, the facts as found by him must 
be accepted as correct. Thus the Commissioner said, (Record, 
page 82) : 

“The shaft 8 as originally shown by dotted lines in 
figure 2 extended directly across a passage through which 
the suspended sheets of glass must pass according to the 
original description of the operation. It would be obvious 
to any one building a machine in accordance with the 
patent that this shaft must be removed, and it might be 
done by simply cutting out the center section, without 
destroying the operation of the machine. Hitchcock 
amended his drawing to show the shaft so cut away and 
did in fact add gearing in figure 2 for driving, directly, 
the right hand end of the shaft. The gearing was not 
essential, however, and was, furthermore, a warranted 
addition since such gearing has, from the first, been indi¬ 
cated at that place in figure 1. The defect was not, there¬ 
fore, one that rendered the invention as a whole inopera¬ 
tive, and I am convinced that the original showing would, 
have supported the claims in issue if for any reason 
amendment had been impossible’’. 

In other words, not only did the amendment of Figure 2 
of the Hitchcock drawings involve no addition to or substan¬ 
tial change in the invention, but it merely made Figure 2 agree 
with Figure 1 of the drawings and with the descriptive portion 
of the specification. The mistake in the drawings amounted 
to nothing more than a typographical error in the specification 
would have amounted to. 
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pose of the dissolution to enable him to do so. 

This, it is submitted, reduces the case to an absurdity 
Suppose that Hitchcock had appealed. What would have been 
is position? Admitting that the mistake in the drawings ex¬ 
isted he would have had nothing to contend for. To have 
claimed that the interference should not have been dissolved 
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at the contention was premature; or in other words, that it 
would be time enough to consider that question when an 
amendment had been submitted in the proper way 

The Rules of the Patent Office provide, (Rule 95). that 
before to mterfewm* is declared all preliminary questions 
shall be disposed of by the Primary Examiner. It was an- 
parently thought that this situation existed in the present case 
and the interference was accordingly declared. Subsequently 
however, it was discovered that there was a latent mistake in 
one of the figures of the drawings of the Hitchcock applica- 
ion, a mistake which had escaped the notice of Hitchcock and 
his attorneys ° f the Patent Office officials, both in connection 
with the application for the original Hitchcock patent and in 
connection with the application for its re-issue, and of Col¬ 
burn and Washburn and their attorneys, down to the time that 
it happened to be discovered. When once discovered it was 




apparent enough, and therefore it was very plain that the in¬ 
terference had been declared prematurely, for the simple rea¬ 
son that here was a preliminary matter which had not yet been 
disposed of. It was for this reason, and for this reason only, 
that the Examiner took the action he did. How he should act 
was entirely a matter in his own discretion, subject to the 
Commissioner of Patents, who is authorized by law to regu¬ 
late and control the procedure in the Patent Office in all re¬ 
spects not inconsistent with the Acts of Congress. 

Surely it was entirely within the discretionary power of 
the Examiner to dissolve this interference for the purpose of 
allowing Hitchcock to amend Figure 2 of his drawings, and 
then redeclare it; equally as well as it would have been for him 
to have permitted the amendment without dissolving the inter- 

ference. 

The Relator has been deprived of no legal right. It is 
still open to it to contest the legality of Hitchcock’s amend¬ 
ment at final hearing and upon appeal therefrom. 

The whole question here made boils down to one of pro- 

cedure only. 

This Court has in more than one case had occasion to 
comment unfavorably upon the exceedingly involved and tech¬ 
nical rules of procedure of the Patent Office in interference 
cases, and the difficulties under which an unfortunate mter- 
ferant labors in endeavoring to conform thereto. This peti¬ 
tion, as is submitted, goes a step still further. An interfering 
party is not only required at his peril to conform to the Patent 
Office Rules of Practice, but it is now urged that he conforms 

to them at his peril. 

In other words, because Hitchcock did conform to the 
procedure laid down for him by the Examiner, it is now con¬ 
tended that he has lost his rights. 



The essential difference between this case and the New¬ 
comb Motor Case has been stated at length in the brief of 
Counsel for the Commissioner of Patents, as well as by the 
Commissioner himself in his decision herein. 

On this head it is desired to simply add a word. In that 
case the Primary Examiner, after an inter partes hearing held 
>r accordance with law, had decided specifically that ’ both 
Thomson and Lemp had no right to make the claims in issue, 
for the reason that their respective applications did not de¬ 
scribe the subject-matter of these claims. 

From that adjudication so made Thomson and Lemp 
were entitled to an appeal. Having taken this appeal, they 
abandoned it, and the question therefore was held to have be¬ 
come res adjudicata between the parties. They could not there¬ 
after raise the same question, either bv e.r parte appeal or in 
any other way. As this Court said in effect, the Newcomb 
Motor Company was entitled to the same benefit of that inter 
partes adjudication as Thomson and Lemp would have been 
entitled to if the question had been decided in their favor. 

In the present case, on the other hand, the Primary Ex¬ 
aminer did not decide that Hitchcock had no right to make 
these claims. He carefully avoided any such decision; and not 
only that, but he conceded the right to make the claims bv the 
redeclaration of the interference. There never was any inter 
partes hearing on that question, and no decision ever rendered 
by which Colburn and Washburn are entitled to benefit as they 
would be upon a final decision upon the merits of the case as 
was made in the Newcomb Motor Company Case. 

The question of the legality of Hitchcock’s amendment is 

in no way involved here. It may ultimately be reviewed in the 
proper way. 

Here there is nothing but the question of procedure,—a 

matter over which Congress has given the Commissioner ex- 
elusive control. 




He has acted within his lawful discretion, and it is re¬ 
spectfully submitted that the decree of the Supreme Court of 
the District of Columbia, granting the writ, was erroneous, 

and should be reversed. PTTnTe¥v 

Marshall A. Christy, 

Counsel for Hitchcock, as Amicus Curiae . 


Pittsburgh, Pa., 
January 29, I 9 I 3 - 





